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PART I 


TRADE-MARKS AND ANTI-TRUST LAWS* 
By Milton Handler; 


The pervasive character of anti-trust is best exemplified by the topic assigned 
me for this evening’s lecture. A generation ago when I first began to practice in 
the anti-trust and trade-mark fields, a lecture on trade-marks had to do with trade- 
mark questions and anti-trust was concerned with such conventional problems as 
horizontal price-fixing, division of markets and fusion of companies. All this has 
changed. In recent years I have been called upon to discourse upon Patents and 
Anti-Trust Copyrights and Anti-Trust, and now Trade-Marks and Anti-Trust. 
Unless the frontiers of anti-trust law become stationary—which is doubtful—lI 
fear that this progression may continue to the point where I shall be dealing with 
the Practising Law Institute—or perhaps even a ham sandwich—and the Anti- 
Trust Laws. 

The fundamental clash in philosophy between the patent system, and to a lesser 
degree between the copyright monopoly and the anti-trust laws, made inevitable the 
vast volume of recent litigation involving the impact of anti-trust upon these statu- 


tory monopolies.’ As yet no head-on collision between trade-marks and anti-trust 


has occurred. I must therefore attribute responsibility for my present assignment to the 
inclusion of the anti-trust defense in the incontestability section of the Lanham Act.’ 
There being little authority on the subject, my task this evening must necessarily 
be exploratory. Is there any potential conflict between the objectives of anti-trust 
and the purposes of the law of trade-marks and unfair competition? Is the rela- 
tionship between trade-marks and anti-trust antagonistic or complementary? Does 
the use of trade symbols in modern merchandising create any anti-trust problems? 
Are we likely to witness in the trade-mark field a revolution in doctrine akin to those 
that have occurred in the patent and copyright fields? Will the Lanham Act defense 
convert every trade-mark suit into an anti-trust action? 

Anti-trust and trade-marks are essentially complementary in their objec- 
tives. Both presuppose a competitive regime. Anti-trust seeks to keep com- 
petition free. It guards our competitive institutions from the menace of monop- 
oly. Trade-marks and unfair competition endeavor to keep competition fair. They 
establish the plane of business competition by outlawing practices partaking of deceit 
or other elements of wrongdoing.* 


* Delivered before the Practicing Law Institute, New York City, January 8, 1948. 

+ Professor of Law, Columbia University Law School; Contributing Editor, The Trade- 
Mark Reporter. 

1. See Handler, “Cases and Materials on Trade Regulation” (1947 Supplement), 40-155. 
. Sec. 33(b)(7) of 60 Stat. 427, Sec. 1115(b)(7) of 15 U. S. C. A. Sec. 1051 et seq. 
(1946). 

3. Competition where trade-marks are in use is less perfect than in the marketing of un- 
branded or fungible goods. Competition of course exists among brands, but this competition 
is not the same character and quality as the putative competition which theoretical economics 
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A trade-mark or trade-name identifies the source of articles of trade, differentiat- 
ing them from competitive wares. The judicial protection of trade symbols serves 
the dual purpose of safeguarding the trader’s expectancy of custom—which we call 
good-will—and preventing a deceit upon the consumer. The nub of infringement 
is the misrepresentation by the defendant. Unlike the conventional case of fraud, 
this misrepresentation is addressed to and intended to induce reliance on the part 
of third persons—customers of the plaintiff. The proprietor of the infringed mark 
sues not as a vicarious avenger of a public wrong, but rather to protect his business 
from a diversion of trade, actual or threatened. The concurrence of these two fac- 
tors—injury to the trade-mark proprietor and deception of the public—are, with 
minor exceptions, essential to relief. “The law of unfair trade,” writes the greates 
of all trade-mark judges, “comes down very nearly to this—as judges have repeate: 
again and again—that one merchant shall not divert customers from another by rep- 


t 
t 
1 
l 


resenting what he sells as emanating from the second. This has been, and perhaps 
even more now is, the whole Law and the Prophets on the subject, though it assumes 
many guises.’”* 

The property interest in a symbol—the trade-mark monopoly—is not conferred 
by government grant as in the case of a patent or copyright. Nor is it the creature 
of registration, either state or federal. It results from the fact that courts prevent 
diversion of trade by awarding damages or issuing an injunction. In Holmes’ 
memorable words, “in a qualified sense the mark is property, protected and alienable, 
although as with other property its outline is shown only by the law of torts, of 
This limited property interest is a far 


5 


which the right is a prophetic summary.” 
cry from the odious monopoly condemned by our anti-trust laws. 

Despite their complementary nature, trade-marks may run counter to the pre- 
cepts of anti-trust when encroachments upon the common domain are tolerated 
through loose concepts of validity® and infringement or when marks are the vehicle 
for the suppression of competition.‘ 

Some illustrations may be helpful. The recent anti-trust suit against Alcoa” 
revealed that its monopoly of virgin aluminum ingot was derived initially from the 
ownership of basic patents and was continued by control over essential sources of 
bauxite and water power. Suppose “Aluminum” had been used as a trade-mark.’ 


presupposes. This has led one writer to argue that the use of trade-marks runs counter to 
our competitive traditions and should therefore not be permitted. See Chamberlain, “The 
Theory of Monopolistic Competition” (1942), Appendix E. And see Comment, Handler, Cases 
and Materials on Trade Regulation” (1937), 555-556. In a sense, the criticism raises the 
question whether modern advertising is worth to society what it costs. Whatever may be the 
philosophic merits of Chamberlain’s thesis, trade-marks are an integral part of the modern 
business system, and their outlawry or disappearance, either through the instrumentality of 
anti-trust or otherwise, is hardly to be anticipated. It would be idle, therefore, as a practical 
matter, to question the consonance of trade-marks with the competitive system as presently 
constituted. 

4. L. Hand, J., in Yale Electric Corp. v. Robertson, 26 F. 2d 972, 973 (C. C. A. 2d 1928). 

5. Beech-Nut Packing Co. v. P. Lorillard Co., 273 U. S. 629, 632, 47 Sup. Ct. 481 (1926). 

6. See Glenn Coal Co. v. Dickinson Fuel Co., 72 F. 2d 885 (C. C. A. 4th 1934). 

7. See Statement of the Department of Justice, November 14, 1944 in Hearings before a 
ua" of the Senate Committee on Patents on H. R. 82, 78th Congress, 2d Sess., 58, 68 

9 . 

8. United States v. Aluminum Company of America, 148 F. 2d 416 (C. C. A. 2d 1945). 
Gch 19008 American Washboard Co. v. Saginaw Mfg. Co., 103 Fed. 281, 282, 287 (C. C. A. 
t ‘ 
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Is it not clear that exclusive rights in this product name would have been a potent 
instrument in the perpetuation of the monopoly? Were such exclusive rights 
recognized, it would not be the institution of trade-marks but a loose concept of 
validity which would impede competition. 

In implementing a division of world markets, some cartels have parcelled among 
their members rights in a trade-mark on a geographical basis. All the parties sell 
the same product under the same mark, one operating in the United States, another 
perhaps in South America, and others in various parts of Europe. The apportion- 
ment of territorial rights in a mark can be an effective device to prevent shipment 
of the trade-marked product from one market to another.” Indeed, under such an 
arrangement the courts can be used to enforce and police the cartel restriction.” 
Here again it is the extrinsic conspiracy in which, to be sure, the mark plays an 
important role, and not the institution of trade-marks itself, which raises the anti- 
trust problem. 

These illustrations disclose that our competitive way of life may be put in 
jeopardy by doctrines of trade-mark law which lose sight of anti-trust objectives 
and by the misuse of trade-marks. Let us therefore address ourselves to both of 
these phases of the trade-mark anti-trust problem. 

Exclusive rights in a product name, a color or the form, texture, or appearance 
of an article, can result in the disappearance of all competition. How could a mer- 
chant compete in the marketing of a tooth-paste if he were inhibited from calling 
his product by its familiar name? He might of course popularize a less familiar 


synonym, but despite the richness of our vocabulary, it would not be long before 
all available generic terms were appropriated. Hence the common law from the 
beginning prohibited the adoption of a generic term as a trade-mark. 

Rarely does one encounter today a brand consisting of a product name only. 
But it is not unusual for a product name to be united with a distinctive term. In- 


numerable compound word-marks have been placed upon the federal register. If 
free competition is to flourish, product names must continue to be available to com- 
petitors despite their incorporation in either common law or registred trade-marks. 

The same observations are applicable, though perhaps to a lesser degree, to 
symbols comprised in whole or part of descriptive words. Our stock of adjectives 
is more abundant than product names; the qualities proclaimed by descriptive terms 
vary in their commercial importance; there is a wide range in the economic effect 
oi withdrawing descriptive language from common use. Nevertheless, the greater 


10. See Statement of Department of Justice, November 14, 1944, in Hearings before a 
Subcommittee of the Senate Committee on Patents on H. R. 82, 78th Congress, 2d Sess., 58, 68 
(1944) ; Borchard, “Are Trade-Marks an Anti-Trust Problem?” 31 Geo. L. J. 245 (1943); 
Diggins, “Trade-Marks and Restraints of Trade,” 32 Geo. L. J. 113 (1944); Hall, “Possible 
Monopoly Implications in the Trade-Mark Bill,” 32 Geo. L. J. 171 (1944); Berge, “Anti- 
trust Enforcement in the War and Postwar Period,’ 12 Geo. Wash. L. Rev. 371 (1944); 
Taggart, “Trade-Marks: Monopoly or Competition?” 43 Mich. L. Rev. 659 (1945). The 
Department also referred to a recent series of cases in the lumber industry where the govern- 
ment charged various trade associations with using trade and certification marks as instru- 
ments for the enforcement of the associations’ price and production policies. Non-conforming 
firms were allegedly denied the use of these marks. 

11. See 46 Stat. 741, 19 U. S. C. A. Sec. 1526 (1930) ; and Sec. 42 of the Lanham Act cited 
supra, note 2. 
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the private interest sanctioned in descriptive words, the greater the danger to free 
competition. 

One may parenthetically ask why it is that despite a century-old legal prohibi- 
tion, the habit of adopting descriptive words or trade-marks still persists among 
businessmen ? 

From a legal standpoint, a coined or invented term—a collocation of nonsense 
syllables if you will—makes the best trade-mark. From an advertising standpoint, 
however, the invented mark, no matter how distinctive, may have serious disadvan- 
tages. It says nothing about the product. It tells no story. It may be appropriate 
for piston rings as for chewing gum. A mark obviously possesses a plus factor if 
in addition to identifying source—differentiating one product from another—it 
describes or suggests some of the properties of the article with which it is associated. 
Camel Hair Belting ; Young’s Paraffin Oil; Dyanshine ; Shredded Wheat—to take a 
few random examples—single out important qualities for special emphasis. The 
mark is thus a vital part of the advertising message. If others are inhibited from 
conveying the same intelligence about their wares, a decided competitive advantage 
may be achieved. 

Competition has been facilitated by other doctrines of trade-mark law. Thus 
protection has been denied marks initially valid which through use have shed their 


* and “Cellophane,’’* are 


distinctiveness and have become generic. “Aspirin” 
familiar examples. For like reasons, a patent monopoly may not be prolonged by 
the continued protection of trade-marks which denote the product rather than its 
source. This does not mean that every trade-mark used upon a patented article 
becomes publici juris on the expiration of the patent. Unless the patented article 
has ab initio a familiar product name, experience demonstrates that the trade-mark 
employed during the life of the patent is apt to develop a generic significance. If it 
does—and whether it does is a question of fact—its use cannot be withheld from 
those practicing the expired invention. 

Even where there is no patent, the courts are reluctant to recognize any second- 
ary meaning in descriptive and generic terms used in marketing an article of which 
the plaintiff is the sole producer.* The reasoning is obscure but the dominant 
consideration doubtless is the desirability of leaving new competition unfettered. 

Though generic and descriptive words are not capable of exclusive appropria- 


tion, they are, as you all know, protected once they acquire a secondary meaning. 


Here we find the principal interaction between anti-trust and trade-marks. lf 
secondary meaning marks are inadequately protected—as has unfortunately some- 
times been the case’*°—the public is deceived and the plaintiff’s custom continues 
to be diverted. If protection is too extensive, other competitors may be commer- 
cially handicapped and their competition may atrophy. The situation calls for 
the delicate art of compromise. Each case depends on its facts. The guiding 


12. Bayer Co., Inc. v. United Drug Co., 272 F. 505 (S. D. N. Y. 1921). 

13. Dupont Cellophane Co. v. Waxed Products Co., 85 F. 2d 75 (C. C. A. 2d 1936), cert. 
den. 299 U. S. 601, 57 Sup. Ct. 194 (1936). 

14. Kellogg Toasted Corn Flake Co. v. Quaker Oats Co., 235 F. 657, 665, 666 (C. C. A. 
6th 1916). 

15. Hlandler and Pickett, ““Trade-Marks and Trade-Names,” 30 Col. L. R. 168, 759 (1930). 
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principle is that relief must be attuned to the needs of the parties consistent with 
the preservation of competitive opportunities. In the guise of protecting symbols, 
competition must not be impaired. Where the mark consists in whole or in part of 
a generic term or a commercially important descriptive word, the relief necessarily 
is qualified. Where effective competition is possible notwithstanding total pro- 
hibition against the denominative use of the mark, the relief approximates that given 
technical trade-marks. 

This then was the way in which the common law wove the law of trade-marks 
and unfair competition into the dominant fabric of anti-trust. It often drew irra- 
tional distinctions between trade-marks and trade-names ; it overstressed the impor- 
tance of etymology ; it failed to articulate the major premises upon which its rulings 
were founded; it misplaced its emphasis on the issue of validity instead of the con- 
trolling issues of infringement and relief. It never overlooked the fact, however, 
that defendants as well as plaintiffs have rights and that the public interest is con- 
cerned not only with the extirpation of fraud but with the maintenance of competi- 
tion as well. With discretion unshackled by rule, the courts left themselves free 
to fashion their compromises in light of the facts of each case and thus to keep the 
paths of competition open and unobstructed. The fact that compromises were at 
times badly contrived is no negation of the need for compromise. 

Has the Lanham Act maintained the same fidelity to our anti-trust traditions? 

In Section 2(e) it forbids registration upon the principal register of marks which 
are merely descriptive or deceptively misdescriptive of the applicant’s goods. I do 
not share the view of those commentators who read this section as materially chang- 
ing the standard of registrability of the earlier act, or as departing from the common 
law criterion of validity. Under this section, product names and important descrip- 
tive language remain incapable of exclusive appropriation. 

Section 2(f) provides for the registration of secondary meaning marks. Exclu- 
sive and continuous use for five years is prima facie proof that the mark has be- 
come distinctive. 

There are several provisions designed to keep product names in the public 
domain. A registered mark which becomes the common descriptive name of an 
article or substance on which the patent has expired may be cancelled at any time 
($ 14(c)). The Federal Trade Commission for the first time is given authority to 
purge the principal register of marks of this type which have lost their distinctiveness 
(§ 14(d)). These provisions, however, relate only to the names of products the 
patents of which have expired. Marks associated with unpatented articles which 
have lost their distinctiveness may be cancelled only if abandoned (§ 14(c)).” 
Abandonment is obscurely and perhaps narrowly defined (§ 45), and may possibly 
preclude the cancellation of marks which have lost their distinctiveness through 
no fault of the registrant, although there is some legislative history to the contrary.” 
The incontestability section (§ 15) has a wider ambit. It equivocally and unquali- 
fiedly provides: 


16. Compare Sec. 33(b) (2). 
17. See Hearings before a Subcommittee of the Senate Committee on Patents on H. R. 82, 
78th Congress, 2d Sess., 100-111 (1944) passim. 
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(4) No incontestable right shall be acquired in a mark or trade-name which is the 
common descriptive name of any article or substance, patented or otherwise. 


Though the language speaks of a mark which in its entirety consists of a product 
name, it is hardly to be anticipated that the section would not be equally applicable 
to any part of a mark which is the common descriptive name of any article or 
substance. 

The draftsmanship of this provision, however, appears deficient in one respect 
It purports to withhold incontestability from a mark which is generic at the time 
of registration or before the expiration of the prescribed 5-year period. If the 
mark thereafter loses its distinctiveness, it is not entirely clear whether it continues 
to be incontestable. If this provision is inapplicable in such a case, reliance must 
be put on the abandonment sections of the statute to justify the use of the term by 
competitors. 

Secondary meaning marks registered under the statute are entitled to the advan- 
tages of incontestability if used for five years after registration (§ 15). The import 
of Section 33(b)(4) is that once incontestability is achieved, others may use the 
descriptive components of such marks in their primary, non-denominative and literal 
descriptive sense only. 

This subdivision reads as follows: 

(4) That the use of the name, term, or device charged to be an infringement is a 
use, otherwise than as a trade- or service mark, of the party’s individual name in his 
own business, or of the individual name or anyone in privity with such party, or of a term 
or device which is descripive of and used fairly and in good faith only to describe to 
users the goods or services of such party, or their geographic origin. 


The manifest purpose of this provision is to afford a plaintiff effective relief 


against the infringement of secondary meaning marks. This is highly salutary where 
the facts warrant such relief." The rule of this section may, however, in some 
cases place a defendant under a serious commercial handicap. It may lead to 


restraints on the use of language contrary to established conventions of doing busi- 
ness, and thus impede new competition. Section 33(b) (4) limits judicial discretion. 
Commendable though it may be as a guide or a goal, it may be productive of mischief 
or injustice as a mandatory requirement of universal application. Too many marks 
have gotten on the register embodying commercially necessary language. Many 
may not achieve incontestability. Those that do may possibly be used to harass 
and oppress competitors. If so used, the courts may find an avenue of escape by 
deciding that there is no infringement. Where a mark has become incontestable, 
the certificate of registration is conclusive evidence of the registrant’s exclusive right 
to use the registered mark in commerce (§ 33(a)). Save where the accused mark 
is identical—which is rare—the issue of infringement is always open. Thus if this 
subdivision is pushed too far, it may in operation be self-defeating. Judicial discre- 
tion is so vital to the fair administration of the law of trade-marks that clearer 
language than that contained in this subsection will be required for its elimination. 

At the hearings before the Senate Subcommittee on the Lanham Act, representa- 


18. Handler and Pickett, “Trade-Marks and Trade-Names,” 30 Col. L. R. 168, 759 (1930). 





38 T.-M. R. TRADE-MARKS AND ANTI-TRUST LAWS 393 


tives of the Department of Justice called attention to numerous features of the bill 
which were thought to have monopolistic tendencies. Some of the Department’s 
objections were met by committee revisions in the measure. The principal criticisms 
of the Anti-Trust Division” related: 

1. To the creation by the bill of exclusive rights in product names. 

This objection was met in part by the addition of paragraph 4 to Section 15 
and in changes made in the cancellation section (§ 14) to which reference has 
already been made. 

2. To the liberal provisions for registration upon the supplemental register 
which it was believed may encourage new and harassing monopolies of designs, 
shapes, packages, labels, slogans, names and words. 

That this objection, which the committee ignored, is not entirely without sub- 
stance is attested by the following passage from an article by an advertising execu- 
tive appearing in the Trade-Mark Reporter: 

But the framers of the law have taken into account other features which are just as 
distinctive as the trade-mark, and have made it possible to protect these features by 
registering them on a “Supplemental Register.” The Act refers to such a distinctive 
feature as a mark and defines it as, “any trade-mark, symbol, label, package, configura- 
tion of goods, name, word, slogan, phrase, surname, geographical name, numeral, or 
device or any combination of the foregoing, but such mark must be capable to distinguish- 
ing the applicant’s goods or services.” 

Well, there you have it! If that isn’t double talk it’s an out-and-out invitation to wrap 
your sales message into a package that no competitor can, shall we say, Borrow? Do you 
have an odd-shaped bottle? It’s yours, all yours. Is there a butterfly on the label? 
Register it! Does your radio comedian say, “Oh, golly!” often enough to identify it 
with your program? Protect it! Surnames, places, numbers all can now be registered 
provided they meet the condition of being distinctive with the user. This new feature 
apparently means almost unlimited opportunities for brand penetration in radio as well 
as printed advertising. We say “apparently” because the Act is new and subject to in- 
terpretation. But it seems fairly obvious that fertile imaginations will be tilled as never 
before and trade-mark attorneys will be busier than ever.’ 


Of course, registration on the supplemental register confers no new rights and 
creates not even a prima facie presumption of validity. Incontestability is limited 
to marks registered on the principal register. But registration has a psychological 
as well as legal effect, and the fact of registration may be improperly employed by 
the registrant as a club to induce respect for his claims. While the Department’s 


fears may be exaggerated, the possibilities for abuse must be recognized and the 
courts alerted against raids upon the common domain. 


2? 


3. To the possible limitations of Section 33(b)(4)—which we have already 


noted. 

4. To the possible abuses of the related companies and concurrent use pro- 
visions of the statute. 

Perhaps I do not understand the full significance of the Department’s argu- 


19. See Hearings before a Subcommittee of the Senate Committee on Patents on H. R. 82, 
78th Congress, 2d Sess. 58 (1944). 

20. Holcomb, “What to Do About New Trade-Mark Law,” 37 T.-M. R. 543, 544 (Sept., 
1947). 
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ments, but seemingly the Department’s criticisms stem from a misconception of 
the purposes of these features of the Act. It regarded them as cloaks for collusive 
action. No trade-mark law can prevent collusion. Where two companies have used 
the same mark in different markets or on different products, recognition of con- 
current rights in the mark may preclude competition in respect of articles bearing 
the same mark. The failure to recognize concurrent rights may have the same 
effect. If the mark is given to one of the claimants in respect of the entire country 
and on all products, everyone else will be precluded from competing under the same 
mark. The other alternative is to allow the same mark to be used in the same 
territory on the same article by both claimants—which could only lead to chaos. 
Concurrent use may be a disguise for agreements dividing territories, markets or 
products—but the disguise can be easily penetrated. The basic evil is the collusion 
and not the doctrine of concurrent use, which is deeply rooted in the common law, 
and has as its object the reasonable resolution of the conflicting claims in the same 
mark. 

Like objection was voiced to the provisions relative to the assignment of marks 
and to collective and certification marks.“ The same comment is applicable to 
these criticisms, some of which were met in the committee’s revision. 

The principal trade-mark abuse emphasized in brief and testimony was the 


role of trade-marks in implementing international cartel agreements.** Fear was 


expressed that similar arrangements in the domestic field might be facilitated by 
the bill. In all of the Department’s illustrations, the trade-mark played a minor 
part, the essence of the anti-trust violation being some extrinsic conspiratorial 
agreement or course of action.” 

Section 33(b) (7) was the outgrowth of these criticisms. Its object is to prevent 
the privileges conferred by the statute from being employed to circumvent or 
violate the anti-trust laws. Accordingly, an anti-trust violation is made one of the 
seven exceptions to incontestability. The exact terms of the section follow: 


(b) If the right to use the registered mark has become incontestable under Section 15 
hereof, the certificate shall be conclusive evidence of the registrant’s exclusive right to 
use the registered mark in commerce on or in connection with the goods or services 
specified in the certificate subject to any conditions or limitations stated therein except 
when one of the following defenses or defects is established: 

(7) That the mark has been or is being used to violate the anti-trust laws of the 
United States. 


According to the wording of the statute, the anti-trust defense is available only 
as against marks registered under the Lanham Act for which incontestability is 
claimed. Since the defense is contained in the incontestability section, its effect 
would appear merely to withdraw the attribute of incontestability from marks which 


21. See testimony of Elliott H. Moyer in Hearings before a Subcommittee of the Senate 
Committee on Patents on H. R. 82, 78th Congress, 2d Sess., 149, 150 (1944). . 

22. See supra, note 7. 

23. In appraising the government’s illustrations of the misuse of trade-marks, one is neces- 
sarily limited to the published complaints and judgments. The Department’s criticisms may be 
founded on facts known to it but which are not generally available. 
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have been or are being used unlawfully. And it is to be noted, the defense relates 
not to any anti-trust violations by the plaintiff but to the use of the mark to violate 
the anti-trust laws. 

If these be the sole effects of the provision—and that they are we have the high 
authority of Congressman Lanham**—why has it been so widely criticized ?* 

Let us consider, first, whether Section 33(b)(7) opens the door to a lengthy 
trial of collateral issues. Suppose the plaintiff is an unlawful monopoly or has 
engaged with others in a conspiracy in restraint of trade. Such matter could not 
be pleaded defensively before the statute and there is no evidence in legislative his- 
tory and no warrant in the wording of the section for the view that a collateral anti- 
trust violation is a defense to infringement. The defense authorized by the section 
is that the mark itself is an integral part of the violation charged—an efficient in- 
strument by which anti-trust is contravened.” The wording is so narrow and the 
occasions are so few in which the mark is itself the instrument effecting violation 
that there is little wonder that those representatives of the Department who raised 
the hue and cry of anti-trust in relation to trade-marks dismiss the provision as 
having little or no utility.” 

Is the effect of anti-trust violation merely to nullify incontestability? The 
structure of Section 33 gives superficial support to this view. Contrast, however, 
the other defects and defenses. Ifa registration is proved to have been fraudulently 
obtained, will it be deemed prima facie evidence of the registrant’s exclusive right 
in the mark or will the plaintiff be barred any relief whatever by virtue of his unclean 
hands? Or, at the very least, will not his fraud deprive him of any rights flowing 
from registration, throwing him back on his common law rights, if any? Or if 
it be proved that the registrant has abandoned his mark, will not judgment be entered 
for the defendant? In sum, the defenses listed in Section 33 seemingly relate to 
the ultimate disposition of the litigation, not to the mere nullification of incontest- 
ability rights. Is it not clear, therefore, that the anti-trust defense likewise is a 
complete bar to recovery? Morover, as a matter of principle, if it be established 
that a mark is the device by which the anti-trust laws are flouted, is the court likely 
to accord it judicial protection ? 

I find myself unable to agree with those who limit the effect of an anti-trust 


24. 92 Cong. Rec. 7524 (1946). Lanham, “Clarification of the Anti-Trust Amendment,” 
36 T.-M. R. 126 (June 1946); see also Statement of the managers on the part of the House, 
92 Cong. 7523 (1946). 

25. Memorandum of Objections to the Amendments to H. R. 1654. Submitted by the 
Lawyers’ Advisory Committee of the U. S. Trade-Mark Ass’n to the Conference Committee 
of the Senate an dthe House. 36 T.-M. R. 123, 125 (June 1946) ; Proposed Amendments to the 
Lanham Act by the Lawyers Advisory Committee of the U. S. Trade-Mark Association. 37 
T.-M. R. 124, 127 (Feb. 1947) (advocating excision of Sec. 33(b)(7)). These Amendments 
have been approved by the House of Delegates of the American Bar Ass’n, the N. Y. Pat- 
ent Law Ass’n, and the Patent Committee of the National Ass’n of Mfgrs.; Wallace 
H. Martin, “Incentives to Register Given by the New Trade-Mark Act,” 36 T.-M. R. 213, 
217 (Dec. 1946) ; Digges, “The Lanham Trade-Mark Act,” 36 T.-M. R. 220, 229 (Dec. 1946); 
Callman, “The New Trade-Mark Act of July 5, 1946,” 46 Col. L. Rev. 929, 944 (1946) ; Lanham 
Trade-Mark Act: House of Delegates Asks Amendments, 33 A. B. A. J. 477, 478 (May 1947). 

26. Cf. Senator O’Mahoney on floor of the Senate, 92 Cong. Rec. 7872 (1946). 

27. Diggins, “The Lanham Trade-Mark Act, 35 Geo. L. J. 147, 194 (1947). 
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violation to the loss of incontestability.° Nor do I believe the defense is limited 
to marks registered under the Lanham Act. If a violation within the narrow limits 
of this subdivision is established, the defense may well be available in suits involv- 
ing unregistered marks and marks registered under previous acts. The courts 
prior to the Lanham Act rejected the defense of collateral anti-trust violation ;* there 
are no holdings on the precise set of facts where the mark in suit is itself used to 
violate the anti-trust laws. The radiation in the cases” reinforced by the reason- 
ing of the Supreme Court in the Morton Salt** case is that such use forfeits all 
right to judicial protection. While there is no clear authority on the point, this 
view is at the very least arguable. Hence, even if subparagraph 7 were removed 
from the statute, a court in the exercise of its equitable powers might conceivably 
withhold relief from one using his mark in violation of the law of the land. It is 
doubtful that Section 33 exhaustively catalogues all the defenses against and 
limitations upon incontestable marks.** The enumerated defects and defenses are 
illustrative, not exclusive. Section 33 merely indicates that notwithstanding in- 
contestability, relief may be denied in certain specified cases. This does not mean 
that other traditional defenses are no longer applicable. 

There remains the question of policy—should the matter of anti-trust be intruded 
into a private suit involving the infringement of a trade-mark? Why should such 
litigation be unnecessarily and unduly complicated? Will not every pirate henceforth 
interpose the anti-trust defense in order to frighten the plaintiff and thus win im- 
munity for his wrongdoing? 

I cannot share these dire forebodings. As we have seen, neither the statute nor 


the common law makes any violation of anti-trust a defense. If they did, I should 
agree with the critics of subparagraph (7). Unscrupulous defendants will doubt- 
less try to drag red herrings across the trail, but if the courts apply the section as 


28. Compare Congressman Lanham, supra, note 24. But compare Lockhart, “Violation of the 
Anti-Trust as a Defense in Civil Actions” (31 Minn. L. Rev. 507, 566) who asserts that Congress- 
man Lanham’s views were refuted on the floor of the Senate. The language quoted by Lockhart 
supports his construction but is perhaps vitiated by other statements by the same Senators in the 
Senate debates. 

29. O. & W. Thum Co. v. Dickinson, 245 Fed. 609, 622 (C. C. A. 6th 1917), cert. den. 246 
U. S. 664, 38 Sup. Ct. 334 (1918) (attempts by plaintiff to monopolize sticky fly paper business) ; 
Coca-Cola Co. v. J. G. Butler & Sons, 229 Fed. 224, 232 (E. D. Ark., 1916) (attack upon plain- 
tiff’s manner of doing business) ; Searchlight Gas Co. v. Prest-O-Lite Co., 215 Fed. 692, 697 
(C. C. A. 7th 1914) (validity of dealers’ contracts) ; Prest-O-Lite Co. v. Davis, 215 Fed. 349, 
351 (C. C. A. 6th 1914) (validity of dealers’ contracts) ; Coca-Cola Co. v. Gay-Ola Co., 200 
Fed 720, 726 (C. C. A. 6th 1912), cert. den. 229 U. S. 613, 33 Sup. Ct. 773 (1913) (validity 
of bottling franchise) ; Coca-Cola Co. v. Deacon Brown Bottling Co., 200 Fed. 105, 106 (N. D. 
Ala., 1912) (validity of dispensing contract) ; Weyman-Burton Co. v. Old Indian Snuff Mills, 
197 Fed. 1015 (S. D. N. Y., 1912) (plaintiff assignee of monopoly) ; Northwestern Consol. 
M. Co. v. William Callam & Son, 177 Fed. 786, 788 (C. C. E. D. Mich., 1910) (plaintiff had 
consolidated five plants); R. J. Reynolds Tobacco Co. v. Allen Bros. Tobacco Co., 151 Fed. 
819, 823 (C. C. W. D. Va., 1907) (contract in restraint of trade) ; Coca-Cola Co. v. Bennett, 
238 Fed. 513, 518 (C. C. A. 8th 1916) (contracts granting exclusive bottling rights) ; Cf. Vita- 
graph, Inc. v. Grobaski, 46 F. 2d 813, 814 (N. D. Mich., 1931); Pepsi-Cola Co. v. Coca-Cola 
Co., 14 N. Y. S. 2d 395, 399 (1939) (defendant alleged to be a monopoly). Cf. Glenn Coal 
Co. v. Dickinson Fuel Co., 72 F. 2d 885 (C. C. A. 4th 1934). 

30 Cf. Folmer Graflex Corp. v. Graphic Photo Serivec, 41 Fed. Sup. 319, 320 (D. Mass., 
1941)—implying that misuse of mark in violation of anti-trust may constitute unclean hands 
See Vitagraph, Inc. v. Grobaski, 46 F. (2d) 813, 814. 

31. Morton Salt Co. v. G. S. Suppiger Co., 314 U. S. 488, 62 Sup. Ct. 402 (1942). 

32. Compare Diggins, “The Lanham Trade-Mark Act,” 35 Geo. L. J. 147, 195 (1947). 
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written and as intended to be administered to the limited case where the mark 
itself is a vehicle of anti-trust violation, short shrift will be made of most of the 
bogus defenses. 

But, even so, it may still be argued—why should piracy be immunized even 
where the mark is itself used in violation of anti-trust?** The same question has 
been raised in regard to the defense of unclean hands. In my early writings I have 
assailed the morality of a doctrine which excuses the roguery of a defendant—to 
the prejudice of the public—because the plaintiff is a wrongdoer.“ Both parties 
should be condemned and enjoined from further wrongdoing. My approach would 
be similar here, so far as practicable. The antidote for an anti-trust violation is not 
a misrepresentation calculated and designed to deceive the public. Both the viola- 
tion and the misrepresentation should be halted. The inherent power of the court 
should enable it to prevent both wrongs regardless of the state of the pleadings. 
Merely because the plaintiff is a monopoly or has engaged in some extrinsic anti- 
trust transgression is no excuse for trade-mark infringement. If the trade-mark 
privilege is itself being abused, the plaintiff’s improprieties should be curbed and 
the defendant’s misrepresentations suppressed. Save where product names are 
being monopolized, the denial of exclusive right is not essential to the restoration 
of competition. 

There remains for consideration some of the uses to which marks may be put in 
contravention of anti-trust. Little light is shed by the reported cases or the indict- 
ments and complaints in actions instituted by the Department. Nor is much 
enlightenment found in the cognate fields of patents and copyrights in which anti- 
trust has wrought such havoc. Nevertheless, I have examined all these sources of 
information, to see whether the application of anti-trust to patents and copyrights 
may provide a clue as to the anti-trust problems that may arise in the trade-mark 
field. The principal problems there may be briefly catalogued: 

1. Copyright or patent as defense to horizontal price-fixing. It is unthinkable 


that anyone would seek refuge in his trade-mark ownership to justify horizontal 
price-fixing. In any event, both State Fair Trade Acts and The Miller-Tydings 
Act®® make clear that horizontal price-fixing of branded goods is unlawful. 

2. Vertical price-fixing. Many of the patent anti-trust cases of recent years 
have had to do with vertical control by the patentee of the price to be charged in 
Held unlawful in 


36 


the resale of the patented article by a wholesaler or retailer. 
the patent and copyright field, price maintenance is permitted in the trade-mark 
field by State Fair Trade Acts and the Miller-Tydings Act, where the controlled 
product is in free and open competition with commodities of the same general class. 
3. Price control in patent and copyright licenses. The General Electric™ case 


sanctioning such price control has been under repeated attack by the Department of 


33. See Lanham Trade-Mark Act: House of Delegates Asks Amendments, 33 A. B. A. J. 
477, 478 (May 1947) cited supra, note 25. 

34. Handler, “False and Misleading Advertising,” 39 Yale L. J. 22, 49 (1929). 

35. 50 Stat. 693; 15 U. S. C. A. Sec. 1 (1937). 

36. Ethyl Gasoline Corporation v. United States, 309 U. S. 436, 60 Sup. Ct. 618 (1940) ; 
United States v. Masonite Corporation, et al., 316 U. S. 265, 62 Sup. Ct. 1070 (1942); United 
States v. Univis Lens Co., 316 U. S. 241, 62 Sup. Ct. 1088 (1942). 

37. United States v. General Electric Co., 272 U. S. 476, 47 Sup. Ct. 192 (1926). 
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Justice during the past decades. Since as a matter of trade-mark law the use of a mark 
may not be licensed in any manner comparable to the licensing of a patent or copy- 
right, price control in a trade-mark license would be invalid both under the anti- 
trust laws and the law of trade-marks. 

4. Agency and consignment contracts as instruments of price control—the 
problem of the Masonite** case. Since vertical price control is allowed under Fair 
Trade, there is no need to resort to the consignment or agency device. 

5. Use restrictions in patent licenses—the problem of the General Talking 
Picture®* cases. These restrictions are constantly under attack notwithstanding the 
Supreme Court ruling upholding their validity. Since trade-marks may not be 
licensed, a restraint upon use could be imposed only after sale, and are thus not 
likely to be sanctioned. 

6. Pooling of patents and copyrights—in patents, Standard Oil of Indiana® 
(the cracking case) and Hartford Empire“; in the copyright field, ASCAP* and 
BMI. Again these are problems not likely to arise in a field in which licensing 
and cross licensing are forbidden. 

7. Purchase of competing patents and the creation of patent holding companies. 
As it is not customary or feasible to buy up competing brands without the businesses 
in which they are used, the problem here is essentially one of the combination of 
competing companies, with trade-marks playing an insignificant role. 

8. The estoppel problem litigated in the Sola Electric,* the MacGregor* and 
the Katzinger“ cases. Here too the problem is peculiar to those statutory monopo- 
lies which may be licensed. 

9. Compulsory licensing of patients in anti-trust decrees—the problem of Hart- 
ford Empire* and National Lead.” A trade-mark may be dedicated to the public, 
but its use cannot be licensed. 

10. The use of tying restrictions by which the boundaries of the granted monop- 


oly are expanded—the problem of Morton Salt, Mercoid,” Transparent Wrap,” 


International Salt.°* Here we encounter a problem which may arise in the trade- 


38. United States v. Masonite Corporation, et al., 316 U. S. 265, 62 Sup. Ct. 1070 (1942). 

39. General Talking Pictures v. Westinghouse Electric Co., 304 U. S. 175, 58 Sup. Ct. 849 
(1938) ; General Talking Pictures Corp. v. Western Electric Co., 305 U. S. 124, 59 Sup. Ct. 116 
(1938). 

40. Standard Oil Co. (Indiana) v. United States, 283 U. S. 163, 51 Sup. Ct. 421 (1931). 

41. Hartford Empire Co. v. United States, 323 U. S. 386, 65 Sup. Ct. 373 (1945). 

42. U.S. v. American Society of Composers, Authors and Publishers, et al., C. C. H. Trade 
Reg. Serv. Par. 52533 (S. D. N. Y., 1941). 

43. U.S. v. Broadcast Music, Inc., C. C. H. Trade Reg. Serv. Par. 52516 (E. D. Wis., 1941). 

44. Handler, “A Study of the Construction and Enforcement of the Federal Anti-Trust 
Laws,” 46 (T. N. E. C. Monograph 38, 1941). 

45. Sola Electric Co. v. Jefferson Electric Co., 317 U. S. 173, 63 Sup. Ct. 172 (1942). 

46. MacGregor v. Westinghouse Electric and Mfg. Co., 329 U. S. 402, 67 Sup. Ct. 421 
(1947). 

47. Edward Katzinger Co. v. Chicago Metallic Mfg. Co., 329 U. S. 394, 67 Sup. Ct. 416 


(1947). 

48. Supra, note 41. 

49. United States v. National Lead Co., 332 U. S. 319, 67 Sup. Ct. 1634 (1947). 

50. Supra, note 31. 

51. Mercoid Corp. v. Mid-Continent Investment Co., 320 U. S. 661, 64 Sup. Ct. 268 (1944). 

.52. Transparent-Wrap Machine Corp. v. Stokes and Smith Co., 329 U. S. 637, 67 Sup. Ct. 
610 (1947). 

53. International Salt Co. v. United States, 332 U. S. 392, 68 Sup. Ct. 12 (1947). 
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mark field. Section 3 of the Clayton Act, governs the legality of such arrange- 
ments. The trade-mark may be said to be one but not the sole instrument by which 
the restriction is achieved. 

Perhaps here we have a species of trade-mark misuse to which the Lanham Act 
may apply. Whether or not the Lanham Act is applicable, it is clear that Section 3 
of the Clayton Act renders the arrangement invalid, where the effect is substantially 
to lessen competition. 

11. Suppression of patents. This raises no practical problem in the case of 
trade-marks since suppression constitutes abandonment and results in a loss of 
right.” 

12. Control of channels of trade. The use of patent or copyright in controlling 
the channels of trade through the creation of a private licensing system was con- 
demned in the Ethyl case. A like condemnation is to be anticipated where jobbers 
and retailers are licensed to deal in branded goods.” 

It would be idle to suggest that all possibilities of trade-mark abuse have been 
canvassed. Imagination cannot comprise all the expedients to which businessmen 
may resort. The principal abuses encountered thus far are: 

(1) Improper claims to exclusive rights in words already generic; 

(2) Use of trade-marks in dividing territories among cartel members ; 

(3) Tying restrictions ; 

(4) Controlling channels of trade. 

Many more may be brought to light by the litigation encouraged by the Lanham 
Act. It seems safe to predict however that this Act will not inaugurate new chap- 
ters in anti-trust jurisprudence as novel, provocative, or as far-reaching as those 
relating to patents and copyrights. If the past is any index to the future, the poten- 
tialities of trade-marks as devices by which competition may be throttled appear 
limited. 


54. 38 Stat. 730, 15 U. S. C. A. Sec. 12 et seq. (1914). 

55. Sec. 45 of the Lanham Act, cited supra, note 2. 

56. Ethyl Gasoline Corporation v. United States, 309 U. S. 436, 60 Sup. Ct. 618 (1940). 

57. See United States v. Univis Lens Co., 316 U. S. 241, 62 Sup. Ct. 1088 (1942); U. S. v. 
Bausch and Lomb Optical Co., 321 U. S. 707, 64 Sup. Ct. 804 (1944). 
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TRADE-MARK INFRINGEMENT* 
By James F. Hoget+ 


It has been said so often and so many times that it has become hackneyed to 
say that trade-mark infringement is but a part or a phase of unfair competition ; 
or to put it in the words of the Supreme Court in the Rectanus case, “The law of 
trade-marks is but a part of the broader law of unfair competition.” (United Drug 
Company v. Theodore Rectanus Company, 248 U.S. 90, 97 (1918). 

So prosaic an utterance as that, I grant you, does not make for an exciting be- 
ginning. And yet I never have seen one of these cases or been in one when some such 
explanation as that was not appropriate at the beginning and well nigh essential in 
most of the cases. 

All trade-mark infringement is unfair competition, but all unfair competition is 
not trade-mark infringement. But what an important part of the law of unfair 
competition the law of trade-marks is! Important not only in the comprehensive 
body of the law it represents but in the illuminating qualities of it! The law of 
unfair competition comes more acutely to life in the law of trade-marks than in any 
other phase of that broad subject. 

The whole of the trade-mark and of its law are revealed in the infringement 
of it and in the consideration of the remedies and procedures pertaining to it. The 
essence of the trade-mark comes to life under infringement. The distillate is drawn 
off from the law pertaining to adoption, registration, use and protection. 

The word “infringe” itself is an old word. It comes from a still older one meaning 
to break, to break in two, to break open and, yes, to break down. So while the 
word includes trespass and violation and encroachment, it also comprehends, at least 
for our purposes now, the breaking open of the subject for a view of the inward 
parts and functions. 

Human interest in trade-marks comes sharply into focus under the infringement 
of them. Human interest is manifested of course in the adoption and the use of 
marks and in their relation to the buying and using habits of consumers. Particu- 


larly is that true where the marks are associated with so-called consumer goods— 


what we wear, eat, drink, and personally use. The richest field for trade-marks is 
that pertaining to small items, popularly priced, such as foods, candies, cosmetics, 
medicines, liquors, soft drinks, wearing apparel, personal adornments. 

Trade-marks come alive when associated with these things and with consumers’ 
reactions to them in their various manifestations. We shall see the producer, the 
salesman, the advertiser, the printer, the artist, the designer, the typesetter, the 
merchant, all having living contact with trade-marks day by day, sometimes without 
being conscious of just how close they may be one to the other. 

“If it is true that we live by symbols,’ said Mr. Justice Frankfurter in the 
Mishawaka case (infra), “it is no less true that we purchase goods by them.” Trade- 


* Delivered before the Practicing Law Institute, New York City, January 15, 1948. 
+ Rogers, Hoge & Hills. Member of the Lawyers’ Advisory Committee of the United States 
Trade-Mark Association. 
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marks—and trade-mark infringement—must be seen on that screen. And trade- 
mark infringement must be seen as projected on some of the other sides of human 
nature—as, for instance, cupidity. That goes way back in human nature. It was 
so well developed at the time of Moses that he made room among his ten laws for 
the Commandment, “Thou Shalt Not Covet.” 


Wuat Is INFRINGEMENT? 


Broadly stated, infringement is a violation of the trade-mark or a trespass upon 
it; or more accurately perhaps, a trespass upon the right represented by it. Judge 
Hand in the Yale case (Yale Electric Corporation v. Robertson, 26 F. (2d) 972, 
974, 1928) made a classical statement which perhaps you do not think of often as 
a definition of trade-mark infringement, but I submit it to you as a comprehensive 
definition by implication. Listen to it; it is a remarkable statement : 


His mark is his authentic seal; by it he vouches for the goods which bear it; it 
carries his name for good or ill. If another uses it, he borrows the owner’s reputation, 
whose quality no longer lies within his own control. This is an injury, even though 
the borrower does not tarnish it, or divert any sales by its use; for a reputation, like a 
face, is the symbol of its possessor and creator, and another can use it only as a mask. 


Consideration of trade-mark infringement and of legal procedures for dealing 
therewith leads usually into a discussion of the trade-mark as property. There 
seems to be in the cases a running inquiry, somewhat academic perhaps, as to whether 
the right is a property or not. Mr. Justice Holmes has been the author of several 
statements on the subject. The one most often heard is in the Beech-Nut case 
(Beech-Nut Packing Company v. P. Lorillard Company, 273 U. S. 629, 632) in 
which he said: 

. in a qualified sense the mark is property, protected and alienable, although as 


with other property its outline is shown only by the law of torts, of which the right is 
a prophetic summary. 


I venture to suggest that the statement of Judge A. N. Hand in the Cellophane 
case comes close to it. Judge Hand said (DuPont Cellophane Co. v. Waxed 
Products Co., 85 F. (2d) 75; C. C. A. 2; July 17, 1936) : 


The rights of the complainant must be based upon a wrong which the defendant has 
done to it by misleading customers as to the origin of the goods sold and thus taking 
away its trade. Such rights are not founded on a bare title to a word or symbol but on 
a cause of action to prevent deception. 


If I understand that it means that the plaintiff’s right is really measured by 
the wrong which the defendant has done to him, and thus you get the distinction 
from property as though it were a bare right which the judge mentions, the simple 
assertion of which defines your cause. The other side of the picture is that your 
right is determined or measured by the wrong done to it. 

Mr. Justice Frankfurter in the decision I mentioned a moment ago, the Misha- 
waka case, said (Mishawaka Rubber & Woolen Mfg. Co. v. S. S. Kresge Co., 
316 U. S. 203, 205) : 


The protection of trade-marks is the law’s recognition of the psychological function of 
symbols. If it is true that we live by symbols, it is no less true that we purchase goods 
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by them. A trade-mark is a merchandising short-cut which induces a purchaser to select 
what he wants, or what he has been led to believe he wants. The owner of a mark exploits 
this human propensity by making every effort to impregnate the atmosphere of the market 
with the drawing power of a congenial symbol. . . . Once this is attained, the trade-mark 
owner has something of value. If another poaches upon the commercial magnetism of 
the symbol he has created, the owner can obtain legal redress. 


I would suggest to you that perhaps the trade-mark is both. It is property and 
it is also the symbol. It is the standard for something else, that with which it is 
associated. Some of the difficulty that we are having with the Lanham Act and 
that we may have with some of the provisions which we must meet later in this 


talk is that in making the trade-mark the property rather than the symbol we have 
given rise to the complexity of the provisions with respect to incontestability. 

Daphne Robert in her book (Robert, ‘““The New Trade-Mark Manual,” p. 158) 
says: 

Infringement is that species of unfair trading which comes about when one person 
adopts and uses either the same mark previously used by another or a mark which so 
resembles that of another in sound or appearance as to mislead, confuse, or deceive pur- 
chasers. 


In the case law the cases have been consistent in holding that two marks are 
the same in legal contemplation when they are enough alike to be calculated to de- 
ceive an ordinary person in buying at retail and exercising no more care than per- 
sons commonly do in purchasing the goods in question. 

Now those remarks have been largely introductory for developing some com- 
parison between the new statute and the old statute. I did want first to call your 
attention to trade-marks as live, living symbols, and to their relationship to property 
in the definitions which the case law has given. 

Against that background we move to the statute and we discover, first, that there 
has been a more restricted and more limited definition of infringement under the 
statute than under the common law. We go to the Act of 1905 (Section 16) to begin 
that examination. Skipping over words in the Section that are now not necessary, 
let me call your attention to these words: A cause of action was given against a 
person, who without the consent of the owner, applied a colorable imitation of a 
trade-mark to merchandise of substantially the same descriptive properties and used 
it in commerce among the several states or with foreign nations or with the Indian 
tribes. 

[ am going to call your attention, before we get through, to three things there: 
That the mark must have been affixed to the commodity ; that the commodity must 
have been merchandise of substantially the same descriptive properties; and that 
the commerce was that between the states or with foreign nations, or among the 
Indian tribes. 

So, under the law as it existed prior to the effective date of the Lanham Act 
there was a division between statutory and common law. Statutory infringement 
has been that within the restricted limits of the former statute. Common law infringe- 
ment has been that within the broader and unlimited confines of the common law. 
These two have been inter-related in the cases, in vocabulary, and in their treatment 
with the law of unfair competition. 
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One of the principal purposes of the Lanham Act, as often stated, has been to 
close in numerous important respects the gap between statutory and common law. 
A more exact way of putting that is that the Lanhan Act is to bring, in important 
respects, the statutory law up to the common law of the day; to enable the statute 
to “catch up” to the case law. 

I should like to say a word of caution there. We must not imply that they 
have been permanently wedded—the case and the statute law—for that might in 
turn imply that the common law was to become static in this field. The glory of 
the common law has been its capacity for growth so that it is, as we often say, 
the living law. It takes its form and its vitality from the customs of the day. So it 
is understandable that it has been ahead of the statute in this field, and it is desir- 
able, I think, that the Lanham Act not be viewed as a mooring against further 
movement in the channel upstream. 


INFRINGEMENT UNDER THE LANHAM ACT 


Against the 1905 statute to which I have just called your attention, consider 
infringement under the Lanham Act, and we go there to Section 32. Again just 
using the necessary words, a cause of action is given against: 

(a) Use in commerce, without the consent of the registrant, “any reproduction, 
counterfeit, copy, or colorable imitation of any registered mark in connection with 
the sale, offering for sale, or advertising of any goods or services on or in connec- 
tion with which such use is likely to cause confusion or mistake or to deceive pur- 
chasers as to the source of origin of such goods or services.” 

I—More Liberal Confusion Test. Right here I want to call your attention to 
several things in contrast with the old law, and the first one is that a more liberal 
test for confusion has been given. The phrase, “merchandise of substantially the 
same descriptive properties,” which was in the acts of 1881 and 1905 has not been 
brought forward, and there will be few, if any, to mourn its demise. It came to its 
end unhonored and, I think, even dishonored. Ignored and circumvented, it had 
lost much prestige and effectiveness during the years. 

Long ago the courts began to ignore it in cases of common law infringement; 
in cases protecting trade-marks where the jurisdiction of the court did not depend 
upon the statutory cause of action. It was in this principle that there began the 
division previously mentioned between statutory and common law infringement. 

However, look at what the courts did with that old phrase. If you will look 
through these cases, some of them going a long way back, you will see how early 
the courts anticipated just what the Lanham Act has done now. On December 11, 
1917, the Circuit Court of Appeals for the Second Circuit enjoined the use of the 
trade-mark “Aunt Jemima’s” upon syrups (Aunt Jemima Mills Co. v. Rigney & 
Co., 247 Fed. 407, cert. den.). The plaintiff had long used “Aunt Jemima’s” as a 
trade-mark for self-rising flour. The defendant was, and had been for some years, 


using the identical mark for syrups and sugar creams. The Court at that early 


date said this: 


It is said that even a technical trade-mark may be appropriated by any one in any 
market for goods not in competition with those of the prior used. This was the view of 
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the court below in saying that no one wanting syrup could possibly be made to take 
flour. But we think that goods, though different may be so related as to fall within the 
mischief which equity should prevent. 


Three days later, December 14, 1917, the Circuit Court of Appeals for the Sixth 
Circuit, in Peninsular Chemical Co. v. Levinson (247 Fed. 658), enjoined the use 
of the word “Penslar”’ for cigars, that being the trade-mark of the plaintiff for 
drugs. 

In the Rolls-Royce case (Wall v. Rolls-Royce of America, 4 F. (2d) 333) the 
court enjoined the use of “Rolls-Royce” as a trade-mark for radio tubes on the 
reasoning that it would be natural for a man to suppose that a radio tube for his 
radio set represented an extension of the Rolls-Royce Company’s electric products. 

In the Yale case (Yale Electric Corp. v. Robertson, 26 F. (2d) 972), the court 
held that confusion as to origin was likely between locks and flashlights. And I 
might say that the Yale case came up under the statute. It involved a suit under 
Section 4915 dealing with an opposition in the Patent Office. 

In the Vogue case (Vogue Co. v. Thompson-Hudson Co., 300 Fed. 509; re- 
hearing den. 12 F. (2d) 991; cert. den. 273 U. S. 706) the court held that the 
use of “Vogue” and the distinctive arrangement of the capital “V” and picturiza- 
tion within it used on hats to be an infringement of the “Vogue” trade-mark for a 
magazine without resting the decision on likelihood of confusion between goods or 
(to no appreciable extent) on source, and without deciding whether the plaintiff 
was, to quote the court, “entitled to relief strictly as for trade-mark infringement.” 

In the Vaterman case (L. E. Waterman Co. v. Gordon, 72 F. (2d) 272) the 
court enjoined the use of “Waterman” as a trade-mark for razor blades. 

In the famous Tiffany case (Tiffany & Co. v. Tiffany Productions, 147 Misc. 
679; aff'd 237 App. Div. 801; aff'd 262 N. Y. 482) in the courts of this state the 
use of the well-known jewelry mark was enjoined in connection with motion pic- 
tures. There was in that case some elements of unfair competition, and there was 
even some evidence of confusion as _ to source, but principally the court rested there 
on the dilution of the trade-mark. The “whittling away” were the words which I 
believe the court used in treating it. 

Now there are more of those cases but time does not let us go into them. | 
mention these to you as indicating the interesting development of this law with respect 
to trade-mark infringement, although in the language of the case it has not always 
been so denominated. But whatever the choice of vocabulary, the objects of the 
courts’ attention have been trade-marks and the subject has been the infringement 
of them. It reveals this phase of the law as keeping pace with the commercial habits 
and circumstances of the times, and it reveals these cases as foretelling, as it were, 
the Lanham Act and its more flexible, more liberal test of confusion. 

With respect to this interchange of vocabulary that the courts have gotten into 
so much, let me call your attention to what the Supreme Court said on the subject 
in the Nu-Enamel case (Armstrong Paint & V. Works v. Nu-Enamel Corp., 305 
U. S. 315, 325) : 

The facts supporting a suit for infringement and one for unfair competition are sub- 


stantially the same. They constitute and make plain the wrong complained of, the viola- 
tion of the right to exclusive use. 
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So I say it wasn’t so much what they called it and what they said about it as 
what they did. Whether the Lanham Act may have entirely caught up with the 
courts and will embrace all of these aspects within the term “infringment’’ cannot 
be told at this time, of course, but among other phases of infringement the courts, 
in the cases we have mentioned, have brought within the term “infringement,” 
confusion as to goods, confusion as to origin, tarnishment, dilution, the “whittling 
away” that the Tiffany case mentioned, and the theory of expansion of business. 

Whether all of these aspects shall come within the term infringement under the 
Lanham Act remains for judicial construction, and I am in the unhappy position 
of having to tell you tonight that the first judicial interpretation we have had of it 
is disappointing. The first decision has just come down in the Seventh Circuit, an 
opinion by Judge Minton on December 23, 1947 in California Fruit Growers Ex- 
change and California Packing Corporation v. Sunkist Baking Co. 

I think it will be interesting enough to you for me to read a few sentences from 
that Opinion. It is interesting as being the first judicial statement on this law. 
It is also interesting in pointing up what the courts may do with some of the more 
complicated portions of the law. The court said: 


The first question that we have to consider is whether the trade-marks “Sunkist” and 
“Sun-Kist,” owned and used by the plaintiffs in the marketing and sale of fruits, vegetables, 
and their other products, are infringed by the defendants’ use of their trade-name “Sunkist 
Baking Co.,” and by the use of the word “Sunkist” on their bakery products. The parties 
concede that the Lanham Act applies. 


Then the court continues: 


The validity of the trade-marks is not questioned. To constitute infringement under 
the Lanham Act, a registered trade-mark must be used in such a manner as “ . is likely 
to cause confusion or mistake or to deceive purchasers as to the source of origin of such 
goods.” 


I wish to call your attention to the treatment of the words, “the source of origin 
of such goods.” That is an expanding term in the Lanham Act. Confusion as to 
source of origin is a very embraceable term. If the courts could go to such 
lengths in expanding the term “same descriptive properties” they could go an 
unlimited distance in construing confusion as to origin. But the court said: 


The plaintiffs state in their brief: “It is a confusion of origin or sponsorship and not 
confusion of goods which controls.” If that is the controlling factor, and we think it is, 
let us see if the court found it. 

The court found that the use of the name “Sunkist” upon bread or buns is likely to 
cause confusion or mistake in the minds of the public and to deceive purchasers. The 
court did not find that there is any likelihood of confusion as to the origin of the bakery 
products. This confusion as to source is the very element the Lanham Act states is neces- 
sary to constitute infringement of a trade-mark and which the plaintiffs have stated is 
the essential fact in infringement. The court has wholly failed to find that there is likeli- 
hood of confusion as to the origin of the bakery products with the products marketed 
under the plaintiffs’ trade-marks. 


Perhaps the language of the Lanham Act could be clarified by an amendment 
to put a comma in at the right place in Section 32: Use which “is likely to cause 
confusion or mistake (comma), or to deceive purchasers as to the source of origin,” 
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is actionable. Now it is all there but for the comma and, I suppose, the absence 
of that comma contributed to the court’s construction. 

This decision, therefore, restricts the application of the Act. It is to be hoped 
that the courts will take the opposite direction at this point and the attitude of the 
courts heretofore would indicate that they will. 

In the Vogue case (supra) it was not the likelihood of confusion between goods 
or source but the likelihood that the public would imply the approval or the spon- 
sorship of “Vogue” hats by Vogue \/agazine which—a well-known fact to the public 
—is an arbiter of fashion. 

Likewise, in the 77ffany case (supra) there was little likelihood that the public 
would confuse jewelry and motion pictures or would think that the great house of 
Tiffany had gone into the motion picture business. But there was the likelihood 
that the public would make other forms of association leading to a dilution of the 
value of the trade-mark “Tiffany” and, there being no circumstances tending to 
justify the defendant using the mark on motion pictures, the court enjoined it. 

The Patent Office also had a part in undermining the dignity of the old phrase 
“merchandise of (substantially) the same descriptive properties.” The word “sub- 


stantially” did not appear in Section 5. There it was provided that: “trade-marks 


which are identical with a registered or known trade-mark owned and in use by 
another and appropriated to merchandise of the same descriptive properties, or 
which so nearly resemble a registered or known trade-mark owned and in use by 
another and appropriated to merchandise of the same descriptive properties as to 
be likely to cause confusion or mistake in the mind of the public or to deceive pur- 
chasers shall not be registered.” 

Let me take another moment on this old phrase “descriptive properties” to com- 
ment upon what the Patent Office and the Court of Customs and Patent appeals 
came upon because not only is it interesting but I think it is a little illuminating. 
The device they came upon was to consider the differences in the goods and the 
differences in the marks, and then add them together and if confusion wasn’t likely 
when you considered them together, then the goods were not of the same descriptive 
properties, and the marks were registrable. 

Don’t you see that was really doing what the Lanham Act set out to do at that 
point, to say that where the first mark applied on its goods was likely to cause 
confusion or was likely to be confused with the second mark applied to its goods, 
that the second shou'd not be registered. 

Judge Hand said the same thing way back in the Yale case in 1928 when he 
was dealing with the statute and when he reached that decision with respect to 
batteries and flashlights as being of the same descriptive properties with locks. He 
said: 

While we own that it does some violence to the language, it seems to us that the phrase 
should be taken as no more than a recognition that there may be enough disparity in 


character between the goods of the first and second users as to insure against confusion. 


Now that was said with respect to the old phrase and that is what is said in 
the Lanham Act. 
There was a famous quotation which came out of the Court of Appeals of the 
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District of Columbia 1923, and it was adopted by the Patent Office (California 
Packing Corp. v. Price-Booker Mfg. Co., 285 Fed. 993, 995) : 


We think the dominant purpose of the part of the section here involved is the preven- 
tion of confusion and deception. If the use of the later mark would be likely to produce 
either, the mark should be rejected. Whenever it appears—this is the statement I have 
always liked—that confusion might result, it is because the goods have the same descrip- 
tive properties. We reason from the effect to the cause. 


[ submit again that while that is a long time ago, 1923, yet it is what the Lanham 
Act is attempting to do right now. 

It ought to be said that these various outreachings of the law, whether by judicial 
extension or legislative arrangement, must be related to the character of the trade- 
mark which is the subject of the infringement. That has been true in the past and 
doubtless will be in the future. “Tiffany,” for instance, is so celebrated a trade-mark 
that it enjoys the prestige of the circumstances of history, tradition and recognition 
commonly imputed to it. 

The same was true in the English case enjoining the use of “Kodak” on bicycles. 
The same in the Yale, Rolls-Royce, Vogue and Waterman cases. The trade-marks 
were strong and should be distinguished from weak marks which command narrow 
areas of exclusive right; marks which cover only the ground on which they stand; 
marks such as “Regal,” “Royal,” “Blue Ribbon,” “Excelsior” and “Gold Medal.” 

The effect of the Lanham Act may be to encourage the courts to be generally 
more liberal in their consideration of the goods and the competitive position of the 
parties. However, the courts had a limit, too. Judge Hand, you know, said that 
the law sometimes ignores the “nicer sensibilities.” He said that with a question, 
“What harm did it do a chewing gum maker to have an ironmonger use his trade- 
mark?” He showed how flexible is the limit when in the Waterman case (supra) 
he said (p. 273): 


There is indeed a limit; the goods on which the supposed infringer put the mark may 
be too remote from any that the owner would be likely to make or sell. It would be hard, 
for example, for the seller of a steam shovel to find ground for complaint in the use of 
his trade-mark on a lipstick. 


II—A ffixation No Longer Required. The second thing I would like to call your 
attention to in this comparison—and we need do no more with this one than just 
mention it—is that affixation is not required by the Lanham Act. You recall I 
drew your attention to the word “affixed” in the earlier law. Let me say in justice 
to the earlier law that that was quite in keeping with the development of the trade- 
mark law as of the time because this law came in connection with commodities and 
bottles and cans and other containers immediately enclosing them. 

It was a matter of marking. It was the mark upon the thing. However, modern 
means of communication which have affected the modes of advertising and selling 
have now made it possible to use trade-marks and to commit infringements of them 
other than upon the commodities themselves. It is illustration enough to call atten- 
tion to the law’s specific provision that advertising may be the means of infringe- 


ment. 





408 THE TRADE-MARK BULLETIN 38 T.-M. R. 


III—The Infringment Must Occur in Commerce. We can take this one per- 
haps rapidly too. The new law has changed the rule as to use in commerce. You 
remember that under the 1905 Act we had the limited rule of commerce between 
the states, between foreign countries, and the Indian tribes. Under the new law 
it is commerce subject to regulation by Congress, which includes, among other 
things, as I said, advertising and all commerce which may be lawfully regulated 
by the Congress. 

How far that can be carried I don’t know. None of us knew several years ago 
that it could be carried as far as it was in recent years particularly under the Fair 
Labor Standards Act. 

Parenthetically, I would like to mention a case and yet in the passage of time 
I mustn’t linger long on it. There was a very interesting and quite a surprising 
decision in this Circuit in the year 1944 in the so-called Zande case (George IV. 
Luft Co. v. Zande Cosmetic Co., 142 F. (2d) 536; C. C. A. 2d, May 1944; cert. 
den. 65 S. Ct. 90). I examined that case in preparation for this talk to see whether 
or not the Lanham Act does anything to the doctrine laid down there. I cannot 
see that it does. 

In the Zande case the court held that the plaintiff’s trade-mark “Tangee” was 
infringed by the defendant’s “Zande,” both of them for use on cosmetics, principally 
lipsticks, but the court did this: It refused to issue an injunction against shipments 
in foreign commerce of the defendant’s goods to those countries in which the de- 
fendant had shown an equal or superior right. 

That is to say, in some countries of the world the defendant—through Opposition 
proceedings or other Patent Office proceedings in those countries—had registered 
its mark and had established either an equal or a superior right to the plaintiff. 
The Second Circuit, reversing the District Court, refused to grant an injunction 
as to those countries, granted an injunction as to the others. 

So it would seem to make necessary in a case of that sort that one examine the 
world picture. And this was a case under the statute, too, I remind you, in which 
you would have thought, or at least most of us did think, that in the language of 
the 1905 Act, if the infringing mark—and the court held it was an infringing mark— 
was applied to goods being shipped from the Port of New York overseas to foreign 
countries, that that was an infringement and subject to injunction. Whether or 
not the parties might use their marks respectively in foreign countries was something 
to be decided in those countries. 

I see nothing in the Lanham Act to change that. I don’t know whether the 
Zande case is the law of the land. It certainly is the law in this Circuit at this time. 
And the Supreme Court refused certiorari. 

IV—Contributory Infringement. The Lanham Act makes it clear that contribu- 
tory infringement is actionable. There is now a statutory liability clearly imposed 
upon publishers of newspapers, magazines, booklets and other forms of printed 
matter, upon printers, designers, artists and others in position to violate the statute 
in this respect. 

The Act provides that liability under this part of the Section shall not expose the 
or artists who do not know that their work was to be used as an infringement— 
the relief should be limited to an injunction. 
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The Act provides that liability underthis part of the Section shall not expose the 
infringer to a recovery of profits or damages unless the acts are committed with 
knowledge that the mark was “intended to be used to cause confusion or mistake 
or to deceive purchasers.” That means that the person to be charged under that 
portion of the Section is not liable unless he has knowledge that the mark or the use 
to which the mark is or has been put by him is an infringement—or, put more exactly, 
“is intended to be” an infringement. 

This gives a cause of action in which the only relief is that of injunction, pro- 
vided in Section 34. This is made clear by subsection 2 of Section 32, and by the 
proviso in Section 35. Section 32(2) provides that “where an infringer is engaged 
solely in the business of printing the mark for others and establishes that he was 
an innocent infringer the owner of the right infringed shall be entitled as against 
such infringer only to an injunction against future printing” and“ where the infringe- 
ment complained of is contained in or is part of paid advertising matter in a news- 
paper, magazine, or other similar periodical the remedies of the owner of the right 
infringed as against the publisher or distributor of such newspaper, magazine or 
other similar periodical shall be confined to an injunction against the presentation 
of such advertising matter in future issues of such newspapers, magazines, or other 
similar periodical : 

“Provided, That these limitations shall apply only to innocent infringers” and 
“injunction relief shall not be available to the owner of the right infringed in respect 
of an issue of a newspaper, magazine, or other similar periodical containing in- 
fringing matter when restraining the dissemination of such infringing matter in any 


particular issue of such periodical would delay the delivery of such issue after the 
regular time therefor’ when such delay would be due to the method of publication 
or distribution customarily conducted and not to any ruse or device adopted for the 
evasion of the Section. 

This proviso follows substantially a similar proviso in the Wheeler-Lea amend- 
ment of the Federal Trade Commission Act. In fact, it was inspired by it (Federal 
Trade Commission Act, Section 13(b) ). 


REMEDIES 


Now the second main division of this talk has to do with the remedies. I have 
divided this into three parts: (1) Comparison of infringement as defined and as 
applied by the statutes and the cases; (2) the remedies; (3) incontestability. It 
might better probably be called defenses. 

Under “remedies” there has been, in my opinion, a very significant develop- 
ment in this law. In fact, I should like to pause just a moment to say this: While 
we profess our difficulties with the Lanham Act—and I do not belittle those difficul- 
ties; I am sure we are all confused by many of the provisions—I do think that when 
we examine this Act in some of the respects in which I am trying to go into it with 
you tonight, we have cause to appreciate it and we have a basis for hoping that its 
ultimate and net effect may be an affirmative and advantageous one to owners of 
trade-marks. I think that definitely is true in the part of it which we have just 


been covering. 
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Say if you want that we are just catching up with the courts. That is what 
we are supposed to do with a statute. But if we can bring our statute up abreast 
of this case law we have closed appreciably this gap between the right to use and 
the right to register. We may never close it completely. I am not sure that we 
ever want to close it completely. But up to this point that gap has been far too 
wide. 

I think, when we speak of closing that gap, we may mean that we set up the 
same standards under both the statute and the case law so that the decisions, 
whether they be under the statute or under the common law, whether they be in 
the Patent Office cases or in the court cases, may be more nearly the same. 

The remedies under the Act are: (1) A civil action under Section 32 to re- 
cover: (a) defendant’s profits; (b) any damages sustained by the plaintiff; and 
(c) the costs of the action. That is the basic cause of action which we have already 
been discussing, in comparison with the old cause of action under Section 16 in the 
old law. In assessing damages, the court may enter judgment for any sum above 
the amount found as actual damages not exceeding three times such amount. 

(2) The court under Section 34 may grant injunctions, “according to the 
principles of equity and upon such terms as the court may deem reasonable, to 


99 


prevent the violation of any right of the registrant. That is not an action; 
that is a remedy which may be applied in an action under the Act and is just as 
in the old law where the court had the power of injunction under Section 19 in a 
case brought under Section 16. 

I do call your attention, however, to the words, “according to the principles of 
equity” because we are a little inclined to forget those when we get over into the 
provisions of incontestability. When we have met the defenses and the defects 
and the provisos of incontestability, we may still be met somewhere along the line 
with these principles of equity according to which the courts will shape their relief. 

Indeed that is exactly what happened in the Zande case that I was mentioning 
a minute ago. Judge Swan, writing that opinion, referred to that phrase in the old 
law, and said that he could not see according to what principles of equity he could 
grant an injunction against the sipment of the defendant’s merchandise to countries 
in which the defendant had an equal or superior right with the plaintiff. 

(3) This injunction may include a provision directing the defendant to file with 
the court and serve on the plaintiff within thirty days after the service of the in- 
junction a report in writing setting forth the manner in which the defendant was 
complying with the injunction. I do not know of anything comparable to it except 
in the Federal Trade Commission practice where a statement of compliance is re- 
quired following a stipulation or an order to cease and desist. 

(4) A civil action is provided by Section 38 against any person who shall pro- 
cure a registration in the Patent Office of a mark by a false or fraudulent declaration 


or representation, or by any false means. The suit may be maintained by any per- 


son who is injured and damages may be recovered therefor. 

(5) Section 43 provides for a civil action by any person who believes that he 
is or is likely to be damaged by the use of a false designation of origin or false 
description or representation. The 1920 Act had a similar provision in the case 
of false designation of origin, but it was necessary to show that the designations were 
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made wilfully and with intent to deceive. Perhaps as a result of that limitation 
the Section has not been utilized. 

(6) A suit under Section 4915 in lieu of an appeal to the Court of Customs 
and Patent Appeals is, of course, an action arising under the Act. By this Section 
it has been made clear as to who may go under 4915 and as to when one may go. 


‘ 


‘any applicant for registration of a mark, 


So by Section 21 it is now clear that 
party to an interference proceeding, party to an opposition proceeding, party to an 


application to register as a lawful concurrent user, party to a cancellation proceeding, 
or any registrant who has filed an affidavit as provided in Section 8, who is dis- 
satisfied with the decision of the Commissioner may appeal to the United States 
Court of Customs and Patent Appeals or may proceed under Section 4915, Revised 
Statutes.” 

And if the appeal is to the Court of Customs and Patent Appeals the other party 
may elect to have it under 4915, in which event the trial is there. 

This obviously is an enlargement of the use of Section 4915, but principally it 
is a clarification of parties and rights subject to appeal under it. As you know, 
Section 4915’s applicability came by the Supreme Court’s construction of Section 
9 of the 1905 Act, assimilating trade-mark procedure to patent procedure. There 
has always been some difficulty, or maybe I should put it this way: It has not been 
readily ascertainable as to just whom could elect 4915 and as to just when it could be 
done. (American Steel Foundries v. Robertson, 262 U. S. 209; Baldwin vy. 
Robertson, 265 U. S. 168.) 

(7) Section 36 provides that in any action arising under the Act in which a 
violation of any right of the registrant shall have been established the court may 
order that all labels, signs, prints, packages, wrappers, receptacles and advertise- 
ments in the possession of the defendant, bearing the registered mark or any repro- 
duction, counterfeit, copy, or colorable imitation thereof, and all plates, molds, 
matrices, and other means of making the same, shall be delivered up and destroyed. 
Section 20 of the 1905 Act had a comparable provision. This has just carried it 
further. 

(8) Section 37 provides that in any action “involving a registered mark the 
court may determine the right to registration, order the cancellation of registrations, 
in whole or in part, restore canceled registrations, and otherwise rectify the register 
with respect to the registrations of any party to the action.” 

I submit to you that that is one of the most significant and possibly far-reaching 
provisions of the Act. The 1905 Act contained a provision which was similar in 
appearance but not the same in substance. Section 22 of the old law provided that 
“whenever there are interfering registered trade-marks, any person interested in 
any one of them may have relief against the interfering registrant, and all persons 
interested under him, by suit in equity against the said registrant.” 

The court was empowered to declare either of the registrations void in whole 
or in part and to order the certificates of registration to be delivered up to the 
Commissioner for cancellation. However, the Section by being so limited to inter- 
fering registrants was not used. I know of only one case reported under it, and that 
is in the Southern District here in New York, the Waldes case (Waldes & Co., v. 
International Manufacturer's Agency, 237 Fed. 502, S. D. N. Y., 1916) in which 
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the parties were contending over trade-marks involving globes or hemispheric 
representations. The Court ordered one of them cancelled, in part. 

We shall see later in this discussion of incontestability how this Section may be 
utilized and how wide may become its scope at that point. For the moment, how- 
ever, consider it generally and for the purpose of measuring the impact upon the 
remedies under the law in connection with: 

(a) The enlargement of statutory infringement whereby the right to register 
and the right to use are drawn nearer together. Put that into the picture with the 
courts having the power to rectify the register in any case involving a registered 
trade-mark. 

(b) The provision in Section 21 whereby free access to the courts is provided 
under Section 4915, and remember that in those cases you will be concerned 
primarily, and at least in the first instance, with statutory questions, matters coming 
out of the Patent Office. The other matters that are injected will perhaps come by 
way of cross-action and counter-claim, but they are Patent Office proceedings 
brought freely under 4915, if you please, into the District Courts. 

Perhaps I ought to mention, although I do not have great apprehension about 
it, that under this we may have 90-odd District Courts dealing with the procedural 
and statutory questions pertaining to the registration of trade-marks. In other 
words, instead of the Commissioner of Patents with his Examiners and Examiners 
of Interference determining the right to register and dealing with those matters, 
you may have 90-odd District Courts, with some attendant confusion. 

I do not know that I am particularly alarmed about that, but I always remem- 
ber the argument made by the Food and Drug Administration when their law was 
being written as to the possibility of the District Courts being permitted to invalidate 
standards which they had made and, of course, as the law came out the District 
Courts were not given that power. The Circuit Courts of Appeal may review the 
findings of the Food and Drug Administration on standards, but when they do the 
courts are bound by the findings of the Administrative Agency if suggested by 
evidence. 

(c) In the next place consider the provision of Section 19 that in all Patent 
Office inter partes proceedings equitable principles of laches, estoppel and acqui- 
escence may be considered and applied. See how that, again, brings this matter of 
the right to register closer to the right to use. A gentleman was talking to me at 
recess about this Section or about a question which brings up this Section. It is 
specifically provided that, “The provisions of this Section shall also govern pro- 
ceedings heretofore begun in the Patent Office and not finally determined.” 

(d) Next consider the Section in connection with Section 38, affording a civil 
action to a person injured by fraud in the procuring of a registration in the Patent 
Office. 

(e) Finally take it in connection with the very important provision in Section 
34, which imposes a duty upon the Clerks of the courts to notify the Commissioner 
of “any action, suit, or proceeding arising under the provisions of this Act.” The 
Clerks must notify the Commissioner of names and addresses of the litigants, the 
number or the numbers of all registrations involved, any registrations which are 
subsequently included, must give notice of the decision rendered, appeals taken, 
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decrees entered, “and it shall be the duty of the Commissioner on receipt of such 
notice forthwith to endorse the same upon the file wrapper of the said registration or 
registrations and to incorporate the same as a part of the contents of said file wrapper.” 
There again you see the courts and the Patent Office being drawn closer together in 
these channels of communication and correspondence between the Commissioner and 
the Clerks. 

Now the significance of these provisions seems to be this: In the definitive 
parts of the Act the new statute has attempted in may, important respects to codify 
the existing law and to close the gap between statutory and common law or, as it 
is usually put, between the right to use and the right to register. Those provisions 
are the definitive ones and have been the subject of other lectures. These remedial 
provisions are, to use a modern term, the implementing ones. They are the “ground 
forces,” the means whereby the new ground, or the no man’s land between the 
statutory and common law, is taken and held. These are the powers in the exercise 
of which the basic objectives of the Lanham Act may be carried. 


INCONTESTABILITY 


You remember I said at the beginning that trade-mark infringement and pro- 
ceedings with respect thereto open up the definitive parts of the law and expose them 
to practical analysis and effect. So in the circumstances of trade-mark infringe- 
ment we should examine the provisions of the Lanham Act with respect to “incon- 
testability.” 


If you have any question about my humility in approaching this part of the Act 


let me put you at rest right now. 
Section 15 states: 
The right of the registrant to use such registered mark in commerce for the goods 
or services on or in connection with which such registered mark has been in continuous 


use for five consecutive years subsequent to the date of such registration and is still in 
use in commerce, shall be incontestable. 


So stated the subject seems simple enough. But there are so many “exceptions,” 
“provisos,” “defenses” and “defects” that “incontestability” is distinguished prin- 
cipally by its “contestability.”” A discussion of it might better be entitled a dis- 
cussion of defenses to trade-mark infringement. Perhaps this would be a good 
place to introduce defendants and their counsel. 

Sometimes when we talk about trade-mark infringement and unfair competi- 
tion we are prone to speak as though fairness, morality and legality are uniformly 
the characteristics of the plaintiff ; as though plaintiff's counsel are plumed knights, 
righting wrongs and doing justice. 

Well, that has hardly been the case under the old law. Even in those simpler 
times defense counsel have contributed to the system of trade-mark protection 
and fair competition by maintaining that balance which is the health of any law 
and of human conduct generally. 

Mr. Carnes, for many years, was the Examiner of Trade-Mark Interferences 
in the Patent Office. He had a pet phrase for trade-mark owners who, he thought, 
had pressed their claims to exclusive use too far. I know what it was because he 
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said it about one of my clients in one of my cases. He said that they had “preda- 


tory instincts.” 

So defense counsel are buffers against predatory instincts. They also do another 
thing: They insist upon competition, reminding plaintiff's counsel that it is unfair 
competition which is unlawful and not just competition. 

They also perform another service in subjecting trade-marks to the refiner’s 


fire, so that when it has come through, refined by the time-honored tests of adoption 
and use, you really have a right to be protected in it. 

Well, so much for that as an “ode” to defendants and defendants’ counsel. They 
may have a larger field in which to roam hereafter than they ever had before. 

If, under Section 15, the right to use the registered mark has become incontest- 
able, then, under Section 33(b) “the certificate shall be conclusive evidence of the 
registrant’s exclusive right to use the registered mark in commerce.” ‘That is where 
the trouble begins. We have two things: We have the incontestable right to use 
and the incontestable right to exclude. One is far simpler than the other. The 
incontestable right to use is far simpler than the right to exclude. 

The right to use is related to estoppel; to a statute of limitations, a time when 
you may have security against attack, except on very fundamental grounds. 

I remind you in this connection that Section 19 introducing the equitable doc- 
trines of estoppel, acquiescence and laches into the Patent Office procedure might 
itself have gone a long ways toward assuring an incontestable right to use. The 
original concept, as I understand it, goes back quite a way—it strains one’s memory 
because of the many changes in the many years—and sprung from a few cases in 
the courts in which attacks were made against old marks long used and more cases 
in the Patent Office in which marks long on the register were subjected to cancella- 
tion proceedings and in several outstanding cases, cancelled. 

The defenses and defects pertaining to incontestability will be referred to later, 
but apparently before they are met in a litigation, the registrant, if he asserts incon- 
testability, must meet or be prepared to meet an attack on the exceptions which 
appear in Section 14 and the provisos of Section 15. 

The litigation may involve exceptions (which are grounds for cancellation), 
provisos, defenses and defects. Let me say this, however: I do not think it is accu- 
rate or fair to add them all together, attaining a rather fantastic total. It is not 
likely all will appear in a given subject matter and, besides, they are in many in- 
stances repetitious. 

If incontestability is claimed by the registrant, who usually will be the plaintiff, 
he must make the appropriate allegation of it and that will include, expressly or 
impliedly, that his mark is not subject to the exceptions and the provisos of Sec- 
tions 14 and 15. He will seldom have an opposing party admit incontestability. 

That issue may develop from ordinary pleading. But consider the extraordinary 
pleading possible under Section 37 which we were discussing a few moments ago, 
whereby in any action involving a registered mark the court is fully empowered to 
determine the right to registration, to order the cancellation of registrations in whole 
or in part, to restore cancelled registrations and otherwise to rectify the register. 

Therefore, an allegation or a claim of incontestability may involve, either by 
the defendant’s denial or by the defendant’s cross-action and counterclaim, the 





38 T.-M. R. TRADE-MARK INFRINGEMENT 415 


litigation of one or more of the grounds for cancellation which are stated in Sec- 
tion 14. Note, that those grounds are brought forward in, and made a part of, 
Section 15 as “exceptions.” 

Section 15 begins by saying, “Except on a ground for which application to 
cancel may be filed at any time under subsections (c) and (d) of Section 14,” 
and so on. Now those grounds are: 


és 


(1) That the mark has become the common descriptive name of an article or 
substance on which the patent has expired. I won’t stop on that for the moment 
because a little later | want to touch it where it appears at another place in almost 
the same language, the same language so far as the purposes of my discussion are 
concerned. 

(2) That the mark has been abandoned. That likewise appears later and we 
will refer to it then. 

(3) That the registration was obtained fraudulently or contrary to statutory 
provisions defining eligibility for registration. That, in substance, comes up later 
also. 

(4) That the mark has been assigned and is being used by, or with the per- 
mission of, the assignee so as to misrepresent the source of the goods or services 
in connection with which it is used. 

Then there are grounds with respect to a certification mark, that the registrant 
does not or cannot legitimately control its use, that he engages in the production 
or marketing of goods or services to which it is applied, a most unfortunate inser- 
tion into this law; one that certainly ought to come out if certification marks are 
to be of any service ; or permits its use for other purposes than as a certification mark ; 
or that the owner discriminately refuses to certify or continue to certify the goods 
or services of any person who maintains the standards or conditions which the 
mark certifies. 

[ am speaking of them here as exceptions. I shall try to relate that for you in 
a moment. When we come to the incontestable right to use we find that it has 
become so tied in with the incontestable right to exclude, that we cannot separate 
them for the purposes of discussion. So these grounds are brought in as excep- 
tions. 

Now I call your attention to the fact that these exceptions, which are simply 
grounds for cancellation at any time, may be asserted in cancellation actions whether 
incontestability is claimed or not. The claim to incontestability, however, gives 
them the additional weight of “exceptions.” It brings them over into Section 15. 
But you can use them under Section 14 whether you ever get to Section 15 or not. 

There are, in addition to these exceptions, the provisos of 15. They are: 

(1) That there has been no final decision adverse to registrant’s claim of owner- 
ship or to registrant’s right to register the same or to keep the same on the 
register ; : 


(2) That there is no proceeding involving said rights pending in the Patent 
Office or in a court and not finally disposed of; 

(3) That the required and appropriate affidavit has been filed; and 

(4) That no incontestable right shall be acquired in a mark or trade-name 
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which is the common descriptive name of any article or substance, patented or 
otherwise. 

Now there is some question as to whether the fourth proviso should be there. 
There may be some question whether it should be anywhere, but we deal with 
just the question as to whether it should be here. The Hawkes Bill which is now 
in Congress seeks to remove it from that place. The argument for its inappropriate- 
ness there is that 15 deals with the incontestable right to use and that there should 
not be any complaint of one continuing to use a mark even if it has become generic 
or descriptive, if he does not attempt to assert it against another, if he does not 
claim an exclusive right to it, a right to exclude. 

Well, it is not my purpose to argue whether it belongs there or not, but I do 
want to deal with it here on the merits of it wherever it appears. With these three 
sections so tied together, I do not see that it makes much difference where it is. 
Section 15 says, except for the grounds of 14, and 33-B says that when it has be- 
come incontestable under 15 the certificate is conclusive evidence of the exclusive 
right to use. 

Aside from the appropriateness of the place, I want to pause here for a dis- 
cussion of the phrase, “common descriptive name.” I do so with no disposition to 
alarm you but with every disposition to call your attention to what may later be a 
most serious matter in this law. The same phrase appears as just noted in Sec- 
tion 14(c). There the phrase is related to an article or substance “on which the 
patent has expired.” Here in Section 15(4) it is related to any article or substance 
“patented or otherwise” which apparently is broader and inclusive of the former. 

The importance of this phrase and of the provisions in which it is contained is 
not confined to a claim of incontestability. It may be in Section 15 which is limited 
to incontestability, but under 14 the phrase “common descriptive name” is avail- 
able in cancellation proceedings unrelated to incontestability. The term is new. 
It did not appear in all the years of consideration of the new Trade-Mark Act. 
It has no established meaning either in the administrative procedures of the Patent 
Office or in the judicial interpretations of the courts. 

One commentator, Doctor Derenberg, has queried whether it has the same mean- 
ing as the phrase “the only practicable name of the article,’ which phrase was dis- 
cussed in the hearings and which phrase is used in the British Trade-Mark Act of 
1938. Doctor Derenberg also called attention to the position taken by the Food and 
Drug Administration several years ago with respect to the term “common or usual 
name” which you will recognize as bearing strong similarity to “common 
descriptive name.” “Common or usual name” is used in the Federal Food, Drug 
and Cosmetic Act with respect to food and drugs. 

I was in that case; conducted a large part of the cross-examination in the hear- 
ings pertaining to it. I think it is worth while to take the time to tell you about it 
because it is illustrative of how a phrase of this sort was actually used and may be 
used again in the future. That law provides that articles of food and drugs shall 
bear upon their labels “the common or usual name” of the articles or of the 
ingredients which compose them. I was present in the legislative discussions per- 
taining to the Federal Food, Drug and Cosmetic Act. I remember the origination 
of that phrase. There was no mystery and no uncertainty about it. 
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“Common name” was that name which was common property, that name 
which belonged to the public, that name which was common to the trade. 
There was absolutely no misunderstanding about it. The word “usual” was 
equally understandable. I can illustrate with a well-known drug, aspirin. 
The Food and Drug Administration would contend that “aspirin,” and 
not the technical name “acetyl salicylic acid,” is the “usual” name understood by 
the laity. It was as simple and as understandable as that. 

The law was passed in 1938, and the Food and Drug Administration enforced 
it under that concept of the term; not only enforced it that way but gave written 
statements of that position. But in 1941 it proposed regulations under Section 
502(d) with respect to declaring certain derivatives of drugs to be habit-forming 
and thus to require a warning label. 

In listing the derivatives in the proposed regulations it used this terminology : 


Each of the chemical derivatives hereinafter listed under its common or usual name, 
followed in certain cases by its chemical name, is hereby designated as habit-forming. 


A long list of derivatives followed, without any differentiation between common 
names and trade-marks. Among them were such well-known marks as Eli Lilly’s 
“Amytal,” the sleeping tablets; ““Phanodorn” and “Evipal,” trade-marks of Win- 
throp Chemical; Ciba’s trade-mark “Dial”; “Seconal’’; “Cyclopal”; ‘Mebaral.” 

Hand in hand with that regulation, another was proposed with a provision that 
the name of the derivative required by the law to be borne on the label should be 
“the name whereby such substance is designated in such Section 502(d), or the 
common or usual name whereby such derivative is designated in regulations 
promulgated thereunder.” In other words, the listed trade-marks should be the 
common and usual names. 

Hearings were held in Washington for two weeks and a great deal of testimony 
taken, briefed and argued. The regulation was finally promulgated about a year 
later, in January, 1942. (7 Fed. Reg. 460, January 23, 1942.) The phrase 
“common or usual name” was deleted from the regulation. But the trade-marks 
of these articles were still used for the listing of them, and the Food and Drug 
Administration resorted to this device to accomplish its purpose indirectly: It 
issued a new release in which it said (Fed. Security Agency Release 7388, Novem- 


ber 18, 1941): 


The names of habit-forming drug derivatives listed in the proposed regulations will 
be regarded as the common or usual names of such derivatives for the purpose of enforce- 
ment of Section 502 of the Federal Food, Drug and Cosmetic Act. 


It did that after evidence, some of which showed that some of these trade-marks 
were well-known. At least one of the manufacturers at the time of selecting the 
trade-marks also selected generic terms, put the generic terms on the packages, 
filed the generic terms with the American Medical Association, listed them in ap- 
propriate indicias. 

Now I say to you that the disturbing thing about this is the possible association 
of it with a body of thought that trade-marks should be stripped of their character 


as a penalty for their very popularity. In other words, when the trade-mark has 
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come to fulfill the purpose that one had in adopting it, he shall then lose the value 
of his mark; when the trade-mark has become so well known to the public that 
the public thinks of the article by its trade-mark rather than by its generic name, 
the trade-mark should become the “common or usual name” or, in the language 
of the Sections under consideration, the “common descriptive name.” 

As long as this language is in the Act that is a hazard hanging over the manu- 
facturer of every article on which he uses trade-marks particularly associated with 
the article as distinguished from being associated more with the maker. 

Don’t forget that this is also language which is available to the Federal Trade 
Commission under Section 14 in the grounds for cancellation. I say, without any 
regard to what the agency may be and without any regard to what the personnel 
make-up of the agency may be, it is a power which can be abused. If the Food 
and Drug Administration did it once they may do it again; the Federal Trade 
Commission may also do it; any other Bureau too when, as and if the political 
and economic temper of changed times popularizes it. 

Mr. McNutt, as Federal Security Administrator, made that very clear. There 
was no misunderstanding about it. Mr. McNutt wrote a letter to the Congressional 
Committee which was considering the Lanham Act. He was complaining of what 
he called the limited definitions of abandonment in the bill, limiting abandonment 
to the acts of commission or omission of the owner of the trade-mark. Mr. McNutt 
said it should not be so limited at all. He said this: 


.... From the standpoint of the Food, Drug and Cosmetic Act, it is immaterial how 
this came about, how the public came to think of the term as the “common or usual name.” 
Once it is established that a concern term has become to consumers generally the common 
or usual name for a given food or drug, the intent of the Food, Drug, and Cosmetic Act 
is that all persons who manufacture and market such food or drug identify it on its label 
by that name. 


Let me mention this. The Hawkes Bill which, as you know, is a proposed 
amendment to this Trade-Mark Act has a very significant provision with respect 
to this subject. It is provided the cause of action for trade-mark infringement, is 
broadened to include the use of a mark in such a way as to cause it to lose its trade- 
mark significance. 

That is very important as long as this language is in the Act because you ap- 


preciate that a trade-mark may become the so-called common descriptive name 


by what competitors do, by what infringers do, by what the public does, and as 
the Act now stands there is no remedy. The Dixie-Cola case is largely a matter 
of what competitors did to Coca-Cola. 

However, I did want to say——before I made that digression—that when a trade- 
mark becomes popular, when the public begins to think of the product by its trade- 
mark rather than by its generic name, some think the trade-mark right should be 
lost, no matter what the owner has done or has not done. In the Cellophane case 
it was put squarely on that. Judge Augustus Hand said: 


The District Court erred in concluding that “the trade-mark cellophane does not depend 
upon what was in the customer’s mind” and in deciding the case on the theory that the 
public understanding as to the meaning of the word was immaterial. Such a theory is out of 
accord with the essence of the law of trade-marks. 
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Now listen to this statement of Judge Hand: 


It, therefore, makes no difference what efforts or money the Du Pont Company ex- 
pended in order to persuade the public that “cellophane” means an article of Du Pont 
manufacture. So far as it did not succeed in actually converting the world to its gospel 
it can have no relief. 


I think that is an impossible test, but that is what the Court said in that case. 
I was surprised to learn—I had not paid particular attention to it as I had read 
it before—that that is the same doctrine that was laid down in the Bayer case back 
in 1921. (Bayer Co. v. United Drug Co., 272 F. 505, 509, D. C., April 14, 1921.) 
Judge Learned Hand wrote that opinion when he was in the District Court. Listen 
to what he said; it goes the same way: 

The single question, as I view it, in all these cases, is merely one of fact: What do 
the buyers ‘understand by the word for whose use the parties are contending? If they 
understand by it only the kind of goods sold, than... . it makes no difference whatever 
what efforts the plaintiff has made to get them to understand more. He has failed, and he 
cannot say that, when the defendant uses the word, he is taking away customers who 
wanted to deal with him. 


So you see that as long ago as 1921 our courts were saying substantially this 


same thing. Of course there are many other decisions which say other things and 
make for a happier shading of the problem. But the time moves on and so must 
we. 

This is probably the fair thing to say about that, just as we said about the trade- 
mark being property awhile ago: It is probably both. So here I think you cannot 
accept any one criterion to the exclusion of all others. You cannot rest it simply 
on the fact that the owner of the trade-mark may have made efforts to prevent 
its becoming generic. You have to take into consideration what the situation is. 
However, I do not think you can impose such tests as Judge Hand’s. And I do 
not think you can trust attitudes such as those manifested in the Food and Drug 
Administration regulations earlier discussed. 

Just a little more and we will be through. Having successfully passed the ex- 
ceptions and the provisos, the plaintiff must then meet any of the defenses or defects 
permitted by Section 33(b) and they are: 

(a) That the registration or the incontestable right to use was fraudulently 
obtained. We saw that a moment ago. 

(b) That the mark has been abandoned—and abandonment, as defined in 
Section 45, may arise prima facie from non-use of the mark for two years; and it 
may arise from the acts of commission or omission of the owner. 

(c) That the mark has been used by or with the permission of an assignee so 
as to misrepresent the source of the goods or services. That is akin to the one we 
had a while ago. 

(d) That the alleged infringement is only a use, otherwise than as a trade- or 
service mark, of the party’s individual name in his own business, or of the name 
of one in privity with him, or of a term or device used truthfully, fairly, and in 
good faith only to describe the goods or services or their geographical origin. 

(e) That the alleged infringement was adopted without knowledge of the prior 
use of the registered mark, and has been used, or was registered and used, since 
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a date prior to publication of the mark under the 1946 Act. That use, as provided 
by the Act, would be confined to that area of use. 

(f{) That the mark has been or is being used to violate the anti-trust laws of 
the United States. 

While these defenses or defects were thought of as limiting the weight to be 
given to the certificate of registration as evidence of ownership and right to use 
rather than as bearing upon the basic right in the mark some of these defenses, if 
successfully maintained by a defendant, would either defeat the right in the mark 
or deprive the owner of any remedy. 

If a registration has been fraudulently obtained, the registration is invalid, sub- 
ject to cancellation by a proceeding in the Patent Office or action in the courts, 
and the registrant is liable to an action for damages. 

If a mark has been abandoned, there is no right in the mark or in the registra- 
tion of it, the basic right is gone and, as I told you, the mark may be cancelled at 
any time. 

If a mark has been used by an assignee so as to misrepresent the source of the 
goods or services, it has lost its trade-mark significance and likely would be subject 
to the definition of abandonment. It would impair the validity of a trade-mark 
under long standing principles and would likely also constitute a defense of unclean 
hands. 

Use of a mark truthfully, fairly and in good faith only to describe the goods 
or services or their geographical origin has always been defensible. In the Pres- 
tonettes case (Prestonettes v. DeSpoturno Coty, 264 U. S. 359, 368) Mr. Justice 
Holmes said : 


When the mark is used in a way that does not deceive the public, we see no such 
sanctity in the word as to prevent its being used to tell the truth. It is not taboo. 


In the recent Champion Spark Plug case (Champion Spark Plug Company v. 
Sanders, 91 L. ed. 987) the defendant had repaired, reconditioned and resold used 
sparkplugs bearing the plaintiff’s trade-mark “Champion.” The outside carton 
had stamped on it the word “Champion” and “Perfect Process Renewed Spark 
Plugs.” On each plug (in small letters) was the word “Renewed.” The Supreme 
Court affirmed the Second Circuit in its refusal to require the defendant to remove 
the word “Champion” from the repaired or reconditioned plugs. The reasoning 
was that the plugs, although used, remained “Champion” plugs and although not 
as good as new the court said (p. 989) : 


’ 


We would not suppose that one could be enjoined from selling a car whose valves had 
been reground and whose piston rings had been replaced unless he removed the name 
Ford or Chevrolet. 


Justice Holmes in the Prestonettes case had a homely illustration. He said: 


If a man bought a barrrel of a certain flour, or a demijohn of “Old Crow” whisky, 
he certainly could sell the flour in smaller packages, or, in former days, could have sold 
the whisky in bottles, and tell what it was, if he stated that he did the dividing up or the 
bottling. 


That was a decision rendered during prohibition. 
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Mr. Lanham in his statement with respect to the violation of the anti-trust laws 
as a defense said that proof of use of the mark inviolation of the anti-trust laws 
would not destroy “the validity of or the right of the registrant to continue to use 
the mark.” With that I agree, but that does not cover the situation completely. I 
apprehend that proof of such a violation might impress a court as representing im- 
proper conduct or unclean hands barring the registrant from any equitable relief. 

I call your attention to the fact that as that provision is written in the Act it 
applies not only to present violation of the anti-trust Act but to past violation. 
That is contrary to the entire teaching of unclean hands in these cases. 

In the old Koke case (Coca-Cola v. Koke, 254 U. S. 143) Justice Holmes said, 
with respect to alleged unclean hands on the part of the Coca-Cola Company, that 
whatever there was to it had been cleaned up long ago and that the condition of 
things as of the time of the filing of the bill was the controlling element in such 


cases. 

And only last Septmber in this Second Circuit in the Standard Oil case (Stand- 
ard Oil Co. v. Clark, Atty. Gen., 163 F. 2d 917; C. C. A. 2; Sept. 22, 1947; Clark, 
C. J., page 927) where the defense was raised, not under this Act of course, that 
the property in suit had been used in violation of the anti-trust laws, the court 


said: 

The doctrine of the Morton Salt case (a patent case) applied so long as the patentee 
uses his patent to violate the law. These plaintiffs have paid once, in the consent decree, 
for their wrongdoing and should not be made to pay again for those same acts. We do 
not believe the taint of illegality clings to property as long as it is in the hands of the 
illegal acquirer so that he may never restrain or redress its wrongful seizure. 


Now if you are to take this language in subdivision 7 literally, you have to take 
it as applying to past as well as present violation, and it is idle to say that your 
right in the mark remains intact if at the same time you say you never can enforce 
it. The injection of this—which was one of the last minute amendments to the 
new Act before its adoption—was in the circumstances most unfortunate. It has 
lent encouragement and implementation to the association of trade-marks with 
monopoly. Allegations of anti-trust violation as defenses in patent cases have 
already attained some prominence. Without the aid of the amendment it would 
not have taken a long step to carry them from the patent to the trade-mark field; 
indeed in the last few years certain writings have strongly suggested doing so. 
This amendment encourages it by giving dignity and credibility—by giving the 
express authorization of the statute—to the raising of such a defense. 

In conclusion, perhaps a criticism of this sort is fair with respect to the whole 
matter of “exceptions,” “provisos,” “defenses” and “defects” to incontestability. 
Perhaps all of them, singly or in small groupings, have been raised in previous trade- 
mark litigation. Perhaps all of them have had previous existence in the minds of 
defendants or their counsel. But this new Act has assembled them and in doing so 
has formalized and solemnized them and made the employment of them the more 
likely in unjustified circumstances than otherwise might have been the case. If 
that be so, then resort to the courts to prevent trade-mark infringement may be 
discouraged to such an extent that the objective of the enlargement of the courts’ 
powers as discussed under remedies may be offset. 


> «66 ’ 
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If that is so, then incontestability has too high a price. The difficulty with it 
is that it is impossible to reconcile complete incontestability with the traditional 
principles of our common law. To set up a new substantive right we are unwilling 
to overthrow all the earlier concepts of the acquisition and continuance of trade- 
mark rights; we are unwilling to give an incontestable status to a mark which the 
supposed owner had not been entitled to appropriate or register in the first place; 
we are unwilling to perpetuate an abstract title after the trade-mark significance 
has ceased to exist. 

Say for it at least that it bespeaks a legislative intent to grant a new right oi 
some real substance and to merge completely the rights of registration an duse. The 
provisions respecting it, as contradictory as they are, indicate a continued legis- 
lative belief that some substance still remained despite the many limitations placed 
upon it. If so, it will be dependent upon the extent of future judicial recognition 
of a right resting upon registration rather than upon use. Until that time there is 
sounder ground in Section 33(a) with respect to marks which depend for their 
incontestability upon the tried and tested principles of the common law. 


CANADA—REGISTRATION OF DESCRIPTIVE MARKS, PERSONAL 
AND GEOGRAPHIC NAMES, ETC. 


By George H. Riches* 


The modern trend in selecting a suitable trade-mark for product identification 
is to choose a word which is descriptive or suggestive of the character or quality of 
the product to which it is applied. Some industrialists use surnames or geographical 
names as trade-marks. The laws of most countries have declared that descriptive 
words, geographical words and surnames are unregistrable as trade-marks thus 
leaving it to the owner to depend on his common law rights for the protection of 
his mark. It is considered unnecessary to dilate on the important advantages gained 
by registration. Most countries of the world permit the registration of words which 
are suggestive of character or quality but prohibit the registration of those which 
contain a direct reference to the character or quality of the product. The difficulty 
in obtaining registration arises in distinguishing between those that are descriptive 
and those that are suggestive. Such marks shade gradually, almost imperceptively, 
from one type into the other. 

Great Britain, Canada, South Africa, Australia and New Zealand have, for a 
long time, made special provisions for the registration of descriptive words, geo- 


graphical words and other marks which are otherwise unregistrable under the 
respective statutes on proof that the mark, by long, extensive and exclusive use, 
has acquired a secondary meaning or to put it in the words of the judicial authori- 
ties “has become adapted to distinguish.” The Lanham Act recently passed by the 


United States Congress now includes a similar provision (§ 2(4) ). 


* Trade-Mark Counsel, Toronto. 
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The procedure for registration of such marks is different in each country but 
the law in Canada, Great Britain, South Africa, Australia and New Zealand is sub- 
stantially the same and has been well established by numerous judicial decisions. 
A review of these decisions may be helpful to United States Trade-Mark owners 
and attorneys in not only securing registration of such marks under the provisions 
of the Lanham Act but in obtaining similar registrations in Great Britain and its 
Dominions. 

In Great Britain, Australia and New Zealand, an application for registration 
of a mark which, through extensive use, has become “adapted to distinguish,” is 
made in the first instance to the Registrar of Trade-Marks who has jurisdiction to 
make an Order that the mark of which registration is sought has “become adapted 
to distinguish,” subject to appeal to the courts from the Registrar's decision. In 
South Africa, the application for an Order of acquired distinctiveness may be made 
either to the Minister of Justice or to the Court. In Canada, the application for 
such an Order is made to the Exchequer Court for an Order of distinctiveness. 
In the United States, the Commissioner of Patents is granted authority to grant 
registration. The words “Become adapted to distinguish” have the same meaning 
as “become distinctive” as used in Section 2(f) of the Lanham Act. In all the 
countries mentioned, opposition may be entered by any person to the grant of such 
an Order. 

For the purpose of this study, a consideration of Section 9 of the British Trade- 
Mark Act (1938) and of Sections 26(1) and 29 of the Canadian Unfair Com- 


petition Act (1932) and of Section 2(f) of the Lanham Act and Rule 8.1, should 


be sufficient. 
Section 9 British Trade-Mark Act reads as follows: 


(1) In order for a trade-mark (other than a certification trade-mark) to be 
registrable in Part A of the register, it must contain or consist of at least one of 
the following essential particulars: 

(a) The name of a company, individual or firm, represented in a special or 


particular manner ; 

(b) The signature of the applicant for registration or some predecessor in his 
business ; 

(c) An invented word or invented words ; 

(d) A word or words having no direct reference to the character or quality 
of the goods and not being according to its ordinary signification a geographical 
name or a surname ; 

(e) Any other distinctive mark, but a name, signature, or word or words, other 
than such as fall within the descriptions in the foregoing paragraphs (a), (b), (c) 
and (d), shall not be registrable under the provisions of this paragraph except upon 
evidence of its distinctiveness. 

(2) For the purposes of this section “distinctive” means adapted, in relation to 
the goods in respect of which a trade-mark is registered or proposed to be registered, 
to distinguish goods with which the proprietor of the trade-mark is or may be con- 
nected in the course of trade from goods in the case of which no such connection 
subsists, either generally or, where the trade-mark is registered or proposed to be 
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registered subject to limitations, in relation to use within the extent of the regis- 
tration. 

(3) In determining whether a trade-mark 1s adapted to distinguish as afore- 
said the tribunal may have regard to the extent to which— 

(a) The trade-mark is inherently adapted to distinguish as aforesaid; and 

(b) By reason of the use of the trade-mark or of any other circumstances, ile 
trade-mark is in fact adapted to distinguish as aforesaid. 


Section 26(1) of The Unfair Competition Act reads as follows: 


(1) Subject as otherwise provided in this Act, a word mark shall be registrable 
if it 

(a) Does not contain more than thirty letters and/or numerals divided into 
not more than four groups; 

(b) Is not the name of a person, firm or corporation; 

(c) Is not, to an English- or French-speaking person, clearly descriptive or mis- 
descriptive of the character or quality of the wares in connection with which it is 
proposed to be used, or of the conditions of, or the persons employed in, their pro- 
duction, or of their place of origin; 

(d) Would not if sounded be so descriptive or misdescriptive to an English- 
or French-speaking person; 

(e) Is not the name in any language of any of the wares in connection with 
which it is to be used; 

(f) Is not similar to, or to a possible translation into English or French of, 
some other word-mark already registered for use in connection with similar wares ; 
and 

(g) Is not such as to suggest the name in French or English of some feature 


of a design-mark already registered for use in connection with similar wares which 


is so characteristic of the design-mark that its name would not be unlikely to be used 
to define or describe the wares in connection with which the design-mark is used. 


Section 29 of The Unfair Competition Act reads as follows: 


(1) Notwithstanding that a trade-mark is not registrable under any other pro- 
vision of this Act it may be registered if, in any action or proceeding in the Exchequer 
Court of Canada, the court by its judgment declares that it has been proved to its 
satisfaction that the mark has been so used by any person as to have become gen- 
erally recognized by dealers in and/or users of the class of wares in association with 
which it has been used, as indicating that such person assumes responsibility for 
their character or quality, for the conditions under which or the class of person by 
whom they have been produced or for their place of origin. 

(2) Any such declaration shall define the class of wares with re spect t to which 
proof has been adduced as aforesaid and shall specify whether, having regard to the 
evidence adduced, the registration should extend to the whole of Canada or should 
be limited to a defined territorial area in Canada. 

(3) No declaration under this section shall authorize the registration pursuant 
thereto of any mark identical with or similar to a mark already registered for use in 
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association with similar wares by any person who was not a party to the action or 
proceeding in which the declaration was made. 


Section 2(f) of the Lanham Act is as follows: 


Except as expressly excluded in paragraphs (a), (b), (c), and (d) of this 
section, nothing herein shall prevent the registration of a mark used by the appli- 
cant which has become distinctive of the applicant’s goods in commerce. The 
Commissioner may accept as prima facie evidence that the mark has become dis- 
tinctive, as applied to the applicant’s goods in commerce, proof of substantially ex- 
clusive and continuous use thereof as a mark by the applicant in commerce for the 
five years next preceding the date of the filing of the application for its registration. 

The difference between the British Act and the Canadian Unfair Competition 
Act and the Lanham Act is, broadly, and clearly, one of words and not of substance. 
30th, in the final analysis confer the same rights with certain minor qualifications, 
é.g., a surname cannot be registered under Section 9 of the British Act or under 
the Lanham Act except on evidence of acquired distinctiveness whereas a surname 
can be registered in Canada without such evidence. Furthermore, a name which is 
descriptive of the product in a language other than French or English can be 
registered in the ordinary manner under the Canadian Act but that is not so under 
the British Act (see B. Manuschewitz Co. v. Harry Gala, trading as Harry Gala’s 
Tasty Matzo Biscuits, 6 C. P. R. 4—word-mark “Tam Tam” for crackers and 
biscuits). Under the British Act the user would have to establish distinctiveness. 

None of the statutory provisions except the Lanham Act state the length of 
time that such a mark must be used before it can qualify for an order of acquired 
distinctiveness. That is a matter which has been left to the discretion of the 
tribunal empowered to decide the matter. 

The evidence in support of an application for an order of acquired distinctive- 
ness is furnished by affidavit and usually consists of a main one made by the prin- 
cipal officer of the applicant setting forth: 

(a) The date of adoption and first use. 

(b) The wares in association with which the mark has been used and the 
countries in which goods bearing the mark have been sold. 

(c) The total value of goods sold under the mark with a breakdown of the 
value in each country where that is pertinent. If quantities can be given that should 
also be shown. 

(d) Total spent on advertising the product to which the mark has been applied 
with particulars of the nature of the advertising, with a breakdown of the approxi- 
mate amount spent in each country. 

(e) A list of the publications in which the goods have been advertised with 
specimens of some of the advertisements and the dates of insertion. (The circula- 
tion of the publications should be established from accurate records such as the 
Audit Bureau of Circulation.) 

(f) Supporting affidavits from wholesalers, dealers, etc., to the effect that the 
affiant is familiar with the products of the company and that the mark means to the 
affiant the products of the applicant. These affidavits will vary according to the 
circumstances. 
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The amount of evidence necessary to satisfy the Tribunal that the mark has 
acquired a secondary meaning has been established for many years in all countries 
forming part of the British Commonwealth of Nations, in numerous judicial deci- 
sions. The provisions under the Lanham Act for registration of marks that have 
acquired a secondary meaning are much the same as those prevailing in the British 
Commonwealth. The Commissioner of Patents by Rule 8.1 is given a wide dis- 
cretion as to the proof which he can require of such exclusive and continuous use 
and evidence showing that the mark has become distinctive. What amount of evi- 
dence will be required and along what line will the jurisprudence develop with the 
United States? It is my belief that the Commissioner of Patents will be guided by 
the same principles that the Tribunal in Great Britain and Canada have developed 
over the years that statutory provision has given recognition to the fact that cer- 
tain types of marks can acquire distinctiveness by use. Consequently, a review of 
the British decisions will prove a helpful guide. 

The starting point is the decision of the High Court of Justice—appellate divi- 
sion—in the case of Joseph Crosfield & Sons, Limited, 26 R. P. C. 837; L. R. (1910) 
I Chancery 130, which deals with the application re registering of the word “Per- 
fection” in relation to the applicants’ soap. In that case, the application for an 
order that the word “Perfection” had acquired distinctiveness was strenuously op- 
posed and it was established by the opponents that they had also used the word 
“Perfection” and further that the applicant had enjoyed the exclusive use only in 
a small part of England. The court held that an ordinary laudatory epithet was 


incapable of acquiring distinctiveness and that no amount of evidence can establish 
that an ordinary laudatory epithet has lost its primary meaning and acquired a 
secondary meaning. Lord Justice Vaughan Williams in Hommel v. Bauer (1905), 
22 R. P. C. 47 pointed out that, where the primary meaning of the word is simple 
and easy, it may be extremely difficult to establish that in a particular trade the 
word has lost its well-known and original meaning. Lord Justice Farwell points 
out an illustration of such a case in the Crosfield case when he says at page 151 


that “it would be wrong to allow any one man a monopoly of ordinary words, 
commonly used in the trade and simply descriptive of the nature or colour or 
laudatory of the quality of the goods; for example, “cotton-good-blue.” 

InreJ.& P. Coates, Ltd., application 53 R. P. C. 355 for registration of “Sheen” 
as applied to cotton thread, Lord Justice Romer at page 383 said: 


In this case the court is once more asked to consider the operation and effect of Sec- 
tion 9(5)* of the Trade-Marks Act 1905 to 1919. It is a subsection that has formed the 
subject matter of a great number of decided cases. I confess with surprise that that should 
be so, because the language of the subsection seems to me as clear as daylight. The sub- 
section provides so far as is material for present purposes that any word or words having 
a direct reference to the character or quality of the goods shall not be registrable except 
on evidence of their distinctiveness. That appears to me to say as clearly as possible that 
if there is evidence of distinctiveness the word or words are registrable. .. . 

It seems, therefore, that there are certain. words which from their very nature are 
incapable of losing their primary meaning. Such a word is “good.” If a witness went 
into the witness box and said that when any man went into a shop and asked for some 


* Note—Now Sec. 9 (1) (e) of Trade-Mark (1938). 
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“good soap” he necessarily meant soap of a particular manufacturer, that witness would 
not and could not be believed. The same in the case of “blue” which was one of the words 
instanced I think by Lord Justice Farwell. If a man went into a hosiers and said he 
wanted a pair of “blue socks,” anyone who said that man necessarily meant the socks 
of a particular manufacturer would be a witness whose evidence was incredible. But 
there are words which have a direct relation to the character and quality of goods which 
neverthless may lose their primary meaning and acquire in a particular trade, a secondary 
meaning as indicating to people interested, whether as traders or as the public in the 
trade, the goods of a particular manufacturer. It does not mean, of course, that it neces- 
sarily should be registered. The learned Registrar has a discretion and it will be exercised 
in the manner pointed out by the Act itself. 


In this case, the court found that the word “Sheen” had acquired distinctive- 
ness and ordered registration. 

If the Registrar (Great Britain) properly exercises his discretion and grants 
or refuses an application for the registration of a mark that has acquired distinc- 
tiveness, it has been held by the court, on appeal, that unless he has gone clearly 
wrong, his decision ought not to be interfered with. (Jn re Coates application, 
$3 K. FP. C. S35.) 

In every case the question is a question of fact, that is to say, where evidence 
proves conclusively that a descriptive word has lost its primary meaning, and has 
acquired a secondary meaning, it is a question of fact whether the registration of 
that mark will or will not cause confusion. (Jn re Coates application, 53 R. P. C. 
535.) The decided cases, therefore, are not helpful except where they lay down 
guiding principles. The test which the courts in Great Britain have consistently 
applied in cases of this kind is as follows: 

The applicant’s chance of success must largely depend upon whether other traders are 
likely, in the ordinary course of their business, and without any improper motive, to 
desire to use the same mark, or some mark nearly resembling it, upon or in connection 
with their goods. 


In re Coates application, supra; In re application of Dunlop Rubber Company, 
Limited, 59 R. P. C. 134; In re W. & G. du Cros, Limited, L. R. (1913) Appeal 
Cases 635. 

A critical examination of all of the decided cases in Great Britain establishes 
that certain guiding principles should be considered by the Tribunal in dealing with 


applications for the registration of non-invented words. I venture to say that these 


same principles are equally applicable to applications for the registration of marks 
that have acquired distinctiveness as provided in Section 2(f) of the Lanham Act. 

{t must be remembered that Section 9 of the British Trade-Mark Act affirma- 
tively states what a trade-mark must contain or consist of to constitute a trade-mark 
while Section 2 of the Lanham Act and Section 26 of The Unfair Competition Act 
(Canada) used the negative approach by stating that a trade-mark shall not be 
refused registration unless it comes within the class of those marks which are 
excluded from registration. But all these enactments uniformly state that a word 
or words having a direct reference to character or quality or are primary geographi- 
cal names or surnames may be registered on evidence of acquired distinctiveness. 
There is a difference in the actual wording. The British Act states: “contains a 
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direct reference to character or quality.” The Canadian Act states: “merely descrip- 
tive or misdescriptive” and the Lanham Acct states : “merely descriptive or deceptively 
misdescriptive.” These differences seem to be largely a difference in wording and 
each mean practically the same thing. The following are the guiding principles: 


First, if the word is merely descriptive or misdescriptive of character or quality or is 
primarily geographic or a surname, there must be a careful consideration of the particular 
case before the word sought can be pronounced eligible to obtain the privilege of registra- 
tion. 

Second, the Tribunal is not entitled to regard any particular word as unregistrable 
by reason only that it comes within the class of words excluded from registration. 

Third, the onus of satisfying the Tribunal that the word in question is suitable fo1 
registration is on the applicant. 

Fourth, the applicant may discharge this onus by arguments based on the word itself 
and on the nature of the goods in respect on which it is sought to be registered, and also 
by evidence sufficient to prove that by user as a mark the word has in fact become identi- 
fied with the applicant’s goods by continuous and exclusive user in connection therewith 
and has obtained an acquired distinctiveness. 

Fifth, the extent of proof required where the word has earned an acquired distinctive- 
ness depends on the actual word sought to be registered. If the objections to the word 
itself are not very strong the Tribunal is entitled to act on less proof of acquired distinc- 
tiveness than in the case of a word open to more serious objection. 

Sixth, the registration of the word in question must not affect the use of that word by 
other traders in any honest description of their goods. The test applied by the Tribunal 
is: will registration of the word as a trade-mark cause substantial difficulty or confusion 
in view of the right of other traders to use the word as a description of their goods? If 
the answer is in the affirmative, registration should be refused. If it be in the negative 
whether by reason of the nature of the word or because past user has limited the possi- 
bility of other traders safely or honestly using the word, registration should be allowed. 

Seventh, whether the word is excluded from either use or registration by reason of 
some statutory provision or its registration would be against the public interest. The 
British and Canadian Acts contain a prohibition against the use of certain marks similar 
to that contained in Section 2 subsections (a), (b), (c) and (d) of the Lanham Act. 


The mark must have acquired distinctiveness by use in the country in which an 
Order of Distinctiveness is applied for. If a particular mark has become distinct 
in the United States, it does not necessarily follow that registration can be obtained 
in Great Britain. It is necessary to establish that the mark has become distinctive 
in Great Britain by extensive use in that country although the fact that it has be- 
come distinctive in the United States will be of value in saisfying the Tribunal 
that the mark has acquired the necessary distinctiveness to qualify for registration. 

The Law in Canada is somewhat different. If registration of such a mark is 
made of the Principal Register maintained under the Lanham Act, registration may 
be obtained in Canada without the necessity of obtaining an Order of the Exchequer 
by predicating the application on the United States registration and claiming the 
benefit of Section 28(1)(d) of the Unfair Competition Act. 
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BRITISH NOTE ON THE GROUPED LETTER TYPE OF TRADE- 
MARK* 


By W. C. Fatrweathery 


A British reader of Mr. Greenberg’s recently published paper entitled “The 
Grouped Letter Type of Trade-Mark”’ is tempted to consider how far United 
State practice may differ from the practice in the United Kingdom, particularly as 
regards registrability of trade-marks such as discussed in the paper. 

A trade-mark which does not constitute a pronounceable word, as, for example, 
“X Y Z” could be registered in the United Kingdom only on production of evi- 
dence satisfactory to the Registrar that the trade-mark has, in fact, become distinc- 
tive. If the trade-mark possesses the quality of acquired distinctiveness in a limited 
area of the United Kingdom or in a particular export market, say Liberia, it may 
be registered in respect of the particular area, or it may be registered with the 
limitation: “For export to and sale in Liberia.” 

Such a letter-group as “I X L” would ordinarily be regarded as incapable of 
acquiring the distinctiveness necessary for registration. 

It may be that the initials of the Applicant constitute a pronounceable though 
meaningless word; as “ULRO,” which is registered for goods in Class 7 (IV) 
without necessity for production of evidence of acquired distinctiveness. Where, 
however, the number of letters constituting a meaningless word is reduced to three, 
the status of the mark as a word must be made evident as by printing the second 
and third letters in lower case. Thus, at the present time, “AXO” is not accept- 
able, but “Axo” may be accepted. 

Grouped letters interlaced to constitute a monogram are frequently registered. 
A definition of the term “monogram” is not to be found in the Trade-Marks Act 
or in the published Trade-Mark Rules. An unwritten rule, exceptions to which 
can be found in the official advertisements published in “The Trade-Marks Journal,” 
is that the interlacing must be such that, if the letters were card-board cut-outs, 
they could not be shaken apart. 


CORRECTION 


On page 313 of Volume 38 of the Trade-Mark Reporter, one of the trade slogans 
of our member, Radio Corporation of America, was misprinted and should read as 
follows 
“The Gift That Keeps On Giving” Radio Corp. of America 


* The Grouped Letter Type of Trade-Mark by Abraham S. Greenberg, 37 T.-M. R. 515. 
+ Member of the firm of Edmund Hunt & Co., Glasgow, Scotland. 





THE TRADE-MARK REPORTER 38 T.-M. R. 


PART II 


J. & K. SALES COMPANY, INC. v. GEMEX, INC. 
No. 4300—C. C. A. 1—February 27, 1948 


CourTS—FEDERAL APPELLATE PROCEDURE—WEIGHT OF TRIAL CourT FINDINGS 
Trial courts findings based upon substantial oral and documentary evidence and infer- 
ences reasonably and logically drawn therefrom cannot be set aside on appeal. 
TRADE-M ARKS—INJUNCTIVE RELIEF—GENERAL 
Findings held to support conclusion that plaintiff was entitled to injunctive relief against 
defendant’s use of confusingly similar mark, even though plaintiff’s priority amounted to only 
a very short period of time. 


Appeal from District of Rhode Island. 

Trade-mark infringement and unfair competition suit by Gemex, Inc., against 
J & K Sales Company, Inc. Defendant appeals from judgment granting injunction 
to plaintiff. Affirmed. 


Nathaniel Frucht, Providence, R. 1. (Carl B. Everberg on the brief), for defendant- 
appellant. 

John C. Blair, New York, N. Y. (William C. Conner and Blair, Curtis & Hayward, 
of New York, N. Y., and F. William Andres, Boston, Mass., on the brief), for 


plaintiff-appellee. 
3efore MAGRUDER, MAHONEY and Woopsury, Circuit Judges. 
Per CURIAM: 


This is an appeal from a judgment entered for the plaintiff in an action for unfair 
competition, and for infringement of unregistered trade-marks. Federal jurisdic- 
tion rests upon diversity of citizenship and amount in controversy. 

At almost the same time, by pure coincidence we are told, the parties hit upon 
the same marks for the same products—the names “Baron” and “Baroness” for 
men’s and women’s wrist watch bracelets. The court below found that the plaintiff's 
use of the marks on bracelets it sold to the trade had ante-dated the defendant’s simi- 
lar use of them, although by only a few days with respect to use of the mark “Baron,” 
that the plaintiff’s use of the marks has been continuous and substantial, and that 
its business in bracelets so marked has become national in scope. On the basis of 
these findings the court below issued the injunction prayed for by the plaintiff and 
the defendant thereupon took this appeal. 

An examination of the record discloses that the findings made by the District 
Court rest upon substantial oral and documentary evidence and inferences reasonably 
and logically drawn therefrom. These findings therefore cannot be assailed success- 
fully in this court. Rule 52(a) F.R.C. P. And the findings made below support 
the conclusion there reached even though the plaintiff’s use of the marks in the 
channels of trade, particularly the use of one of them, preceded the defendant’s use 
by only a very short period of time. Columbia Mill Co. v. Alcorn, 150 U. S. 460, 
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463-464 ; Walter Baker & Co.v. Delapenha, 160 F. 746, 749 ; Waldes v. International 
Mfrs. Agency, Inc., 237 F. 502, 505. 
The judgment of the District Court is affirmed. 


STORK RESTAURANT, INC. v. SAHATI Et At. 
No. 11657—C. C. A. 9—February 18, 1948 


CourTs—FEDERAL APPELLATE PROCEDURE—WEIGHT OF TRIAL Court FINDINGS 

In an equity case, the reviewing court gives slight weight to trial court findings based on 
deposition testimony. 

UNFAIR COMPETITION—PROTECTION OF TRADE-N AMES—GENERAL 

A firmly established trade-name receives the same protection from the law as a trade- 
mark; and issuance of absolute injunction is proper to protect prior user. 

By California statute, which accords with general law, ownership of trade-name is a 
property right; and when it embodies the distinctive part of the owner’s corporate name, the 
property right in a trade-name will be recognized perhaps even more readily. 

The reach of the law of unfair competition is greater than that of the law of trade-marks ; 
and equity gives greater degree of protection to “fanciful” trade-names than it accords to 
names in common use. 

UNFAIR COMPETITION—DEFENSES—GENERAL 

Lack of direct market competition is not a defense in cases of unfair trading; disparity 
in size of the respective businesses will not bar injunctive relief; and mere geographical 
distance is not of itself sufficient to preclude possibility that given establishment is branch 
of enterprise having principal place of business elsewhere. 

Lack of fraudulent intent is no defense to injunction; nor is the fact that defendants’ 
predecessor used the infringing name prior to purchase by defendants. 

Demand for discontinuance of trade-name is not a prerequisite to granting injunction; 
nor would discontinuance in response to demand preclude injunctive relief to prevent re- 
sumption of wrongful conduct. 

Laches held no defense in a case of this type. 

TRADE-MARK INFRINGEMENT AND UNFAIR COMPETITION—PROOF OF DEFENSES—LACHES 

Lapse of over two years before notifying defendants to discontinue and almost three 

years in bringing suit held not to constitute laches. 


Appeal from Northern District of California. 

Unfair competition suit by Stork Restaurant, Inc., against N. Sahati, Zafer 
Sahati, Sally Sahati, Edmund Sahati, Alfred Ansara and A. E. Syufy. Plaintiff 
appeals from judgment denying injunctive relief. Reversed. 


Malone & Sullivan (William M. Malone and Raymond L. Sullivan), of San Fran- 
cisco, Calif., for plaintiff-appellant. 

Albert Picard (Alfred E. Graziani, of counsel), of San Francisco, Calif., for de- 
fendant-appellee. 


Before GARRECHT, MATHEWS, and HEALY, Circuit Judges. 


GARRECHT, C. J.: 


The appellant seeks to enjoin the appellees from using its trade-name, “The 
Stork Club,” and its insigne, consisting of a stork standing on one leg and wearing 
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a high hat and a monocle. The complaint likewise asked for damages in the sum 
of $5,000, but that prayer was waived. 

The court below entered judgment denying injunctive relief. From that judg- 
ment the present appeal has been taken. 

1. The Facts. There is no dispute concerning the salient facts of this case. In 
their brief, the appellees concede that the factual statement given in the appellant’s 
opening brief is “substantially correct for the purpose of this appeal.” 

The appellant owns and operates a café and night club at No. 3 East 53rd Street, 
New York, N. Y., known as “The Stork Club,” described in a newsreel as “the 
best and most publicized night club in the entire world.” The name had been used 
in New York by the appellant’s two predecessor corporations since 1929. 

As found by the court below, the appellant has been operating that establishment 
since on or about August 15, 1934. The café supplies “expensive food, beverages, 
music and dancing facilities,” employs approximately 240 persons, and yields an 
average annual gross income of more than $1,000,000. 

The appellant has spent more than $700,000 during the past eleven years in 
advertising on a nation-wide scale. This advertising was conducted through various 
media, including radio, newspapers, magazines, books, motion pictures, and estab- 
lished mailing lists. Another form of the publicity technique used by the appellant 
has been “cash advertising’’—gifts to customers which included automobiles, 400 
radios, one of which is an exhibit in this case; thousand dollar bills, none of which 
are exhibits here ; five hundred dollar bottles of perfume, and “thousands” of thirty- 


five dollar bottles of perfume. Still another form of promotion has been “house 


advertising” —food and liquor given away to newspaper people, to radio, stage, and 
screen celebrities, and to “men in prominent and public life in the industrial world.” 

Newspapers throughout the country publish articles and photographs relating 
to the Stork Club. Many of America’s leading syndicate writers mention it in 
their columns. Articles and advertisements relating to it appear in magazines of 
national circulation, and books have been written about it. 

The club has been mentioned in many national hook-up radio programs, such 
as those of Bing Crosby, Frank Sinatra, Eddie Cantor, Walter Winchell, Jack 
Benny, Jimmy Durante, and Fred Allen. 

A motion picture entitled “The Stork Club,” produced by Paramount Pictures 
at a cost of nearly $1,700,000 and starring Betty Hutton and Barry Fitzgerald, 
was given 14,457 exhibitions throughout the United States, during a run of fifty-nine 
weeks, at a rental of $3,018,676.26. In northern California and adjacent territory, 
that picture was given 532 showings, during a run of sixty weeks, at a rental of 
$126,588.89. And in San Francisco alone, during a ten-day run at.the Fox 
Theater, it was viewed by 83,729 persons. According to the deposition of George 
A. Smith, western sales manager for Paramount, one of the reasons for popularity 
of the picture was that “it had a very salable title, the popularity of the Stork Club 
was spread all over the United States.” The Stork Club was paid $27,500 for the 
use of its name. Pathe News and “March of Time” have shown scenes from the 
Stork Club. 

Despite the fact that it decided that the appellant was not entitled to an injunc- 
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tion to prevent its trade-name from being appropriated by another, the court below 
did make the following finding of fact: 


By reason of the manner in which plaintiff has been conducting and operating “The 
Stork Club,” . .. and by reason of the large sums of money expended by plaintiff in 
advertising and otherwise promoting its said business in the State of New York, the 
said plaintiff’s “The Stork Club” has acquired a widespread and valuable reputation, and 
has commanded and now commands patronage from visitors to New York from 
throughout the United States; during all of the time said business has been con- 
ducted, the same has been, and now is patronized by visitors to New York both 
from in and about the City of New York and from the United States at large, 
including the metropolitan area of San Francisco, California; . . . that by reason of the 
foregoing, the said business of plaintiff conducted and operated under the name “The 
Stork Club” and with the aforesaid insignia used in conjunction therewith, become and 
now is known to many persons in and about the City and County of San Francisco .... 
as a club in New York. (Emphasis supplied.) 


On the other hand, the court found that, on or about April 6, 1945, the appellees 
“began the operation of, and continuously since that date have been operating and 
conducting a small bar, tavern and cocktail lounge at No. 200 Hyde Street, in.... 
San Francisco ...., under the name of ‘Stork Club’ . ” In another finding, the 
court indicated that a predecessor of the appellees had used the name at that loca- 
tion since March 1, 1943. The establishment has about ten stools at the bar, and 
will accommodate about fifty persons. It has about four steady employees, and 
serves only such food as is necessary to “conform with the law regulating the 
operation of bars.” There are a few tables. There is no dancing, although the 
match pads distributed by the appellees for advertising purposes depict a dancing 
couple. 

The appellees had a pianist “at one time,” and when they “took over from the 
previous ownership there was a three-piece orchestra that they had on their payroll 
for probably two years.’ This orchestra continued with the appellees for about a 
month after the latter took over. The appellees have displayed a panel, suspended 
from the marque and extending all around its three sides, with the word “Enter- 
tainment” emblazoned on each of the three sides. Napkins used in the appellee’s 
establishment carried the picture of a stork standing on one leg and wearing a high 
hat, with the legend, “Stork Club... . Finest Liquors . Expertly Blended Enter- 
tainment [sic].”” Nicholas M. Sahati, one of the appellees, testified in this connection : 


There might have been a few leftover napkins that the former owners had in the place 
when we took over, with the picture of a stork, which we used up, but never did order 
any napkins of that type I couldn’t say exactly, maybe a few dozen. . . . There 
might have been a larger quantity; I have no method of knowing. 


2. The Weight to be Given to the Findings. At the threshold of our discussion 
of the law and the facts of this case, it should be pointed out that the bulk of the 
testimony was by deposition. In so far as such testimony is concerned, it is well 
settled that in an equity case “the reviewing court gives slight weight to the findings.” 
Equitable Life Assurance Soc. v. Irelan (C. C. A. 9), 123 F. (2d) 462, 464; 
cf. Smith v. Royal Ins. Co. (C. C. A. 9), 125 F. (2d) 222, 224, certiorari denied, 
316 U. S. 695-696. 
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In their brief, the appellees repeatedly advert to the fact that “There is not 
involved in this appeal any question of a registered trade-mark.” While this 
statement is undoubtedly true, the appellees can derive little comfort from it. 

3. Trade-Names and Trade-Marks Stand on a Similar Footing. In California 
and elsewhere, a firmly established trade-name receives the same protection from 
the law as a trade-mark. In the recent case of Eastern Columbia, Inc. v. Waldman, 
30 A. C. 269, 272-273, the Supreme Court of California said: 








It is asserted by the defendant that an absolute injunction will not be granted for the 
infringement of the right to use a word in what is called a “secondary meaning” as 
distinguished from a technical trade-mark. Where words have acquired, as is established 
beyond dispute in this case, a fanciful meaning—a meaning that has no connection with 
their common meaning, it may be more properly said that such meaning is their primary 
meaning insofar as their use in business is concerned. Their common meaning has 
dropped into the background. Otherwise no right to use them to the exclusion of others 
would have been acquired. When, however, words have acquired such a sense and are 
the subject of the good-will and reputation of a business which they designate, there is 
little if anything left to distinguish them from a trade-mark, a symbol, characters or words 
which have no common meaning and which are artificial, insofar as the scope of protection 
afforded to the one who has the prior right. 

An absolute injunction is proper where the defendant’s conduct is unlawful ( Authority 
cited.) The protection afforded trade-names which have acquired the status here reached 
is treated in the same category as trade-marks, where it is not necessary that the competi- 
tor use the words to describe his product. (Many cases cited.) (Emphasis supplied.) 
See also R. H. Macy & Co., Inc. v. Macys, Inc. (D. C. Okla.), 39 F. 2d 186, 187; Re- 
statement of the Law, Torts, Vol. 3, pages 562-566. 


















Accordingly, in the present inquiry it will be helpful to consider decisions dealing 
with trade-marks as well as those concerned simply with trade-names. 

4. A Trade-Name Gives Rise to a Property Right. Ownership of a trade-name 
is a property right. It is made so by statute in California. Sections 14400, 14401 
and 14402 of the Business and Professions Code (Deering, 1944) read as follows: 

















Section 14400. Ownership. Any person who has first adopted and used a trade-name, 7 
whether within or beyond the limits of this State, is its original owner. a 
Section 14401. Transferability. Protection Accorded. Any trade-name may be trans- 6s 
ferred in the same manner as personal property in connection with the good-will of the al 
business in which it is used or the part thereof to which it is appurtenant, and the owner - 
is entitled to the same protection by suits at law or in equity. O1 
Section 14402. Remedy for Violation of Rights. Any court of competent jurisdiction 
may restrain, by injunction, any use of trade-names in violation of the rights defined in 
this chapter. a 
ot 
In Eastern Columbia, Inc. v. Waldman, supra, 30 A. C. at pages 270 and 271, 
the state Supreme Court recited that “plaintiff has used the trade-name ‘Eastern 
Columbia’ and acquired property rights and good-will therein,” and that “The find- 
ings establish that the plaintiff owns the trade-name of “Eastern Columbia.’ ”” 
The California rule accords with general law. In Siegel Co. v. Federal Trade 
Commission, 327 U. S. 608, 612, Mr. Justice Douglas referred to trade-names as 
' 1. See also Evans v. Shockley, 58 C. A. 427, 431; Hall v. Holstrom, 106 _C. A. 563, 568, Do: 
petition for hearing denied by the state Supreme Court; Hoover Company v. Groger, 12 C. A. Rhe 






(2d) 417, 419; Jackman v. Mau, 78 A. C. A. 258, 262-263 [37 T.-M. R. 153]. 
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“valuable business assets” and adverted to “the policy of the law to protect them 
as assets of a business,” citing Federal Trade Commission v. Royal Milling Co., 
288 U. S. 212, 217.’ 


5. Where the Trade-Name Embodies the Corporate Title. The property right 
in a trade-name will be recognized perhaps even more readily when, as here, it 
embodies the distinctive part of the owner’s corporate name. In American Foun- 
dries v. Robertson, 269 U. S. 372, the court said: 


The general doctrine is that equity not only will enjoin the appropriation and use of 
a trade-mark or trade-name where it is completely identical with the name of the corporation, 
but will enjoin such appropriation and use where the resemblance is so close as to be likely to 
produce confusion as to such identity, to the injury of the corporation to which the name 
belongs. (Cases cited.) 


In an oft-cited case not referred to in the briefs, Standard Oil Co. of New Mexico 
v. Standard Oil Co. of California (C. C. A. 10), 56 F. (2d) 973, 977, 978, the court 
used the following language: 


A corporate name is in the nature of a property right. (Many cases cited.) 

By the prior lawful entry into a field under a legally adopted name, and by prior 
appropriation and use thereof, a corporation acquires a right to such name which the 
law will recognize and protect. (Many cases cited.) 

* * * 

A corporation may establish its corporate name as a trade-name; it may build up a 
fine reputation for the high quality of its products, for financial responsibility, and for 
business integrity and fair dealing in the field within which it transacts its business. 

_ 

A corporate name or trade-name identifies a corporation; it also identifies its business 

and goods or services which it sells or renders. 


6. The Law of Unfair Competition Is Broader Than the Law of Trade-Marks. 
The appellant, however, does not bottom its complaint solely upon the appellees’ 
alleged violation of its property right in the trade-name “The Stork Club.” It 
also alleges that the appellees have been guilty of unfair competition by using the 
“confusingly similar” name, “Stork Club,” and related insigne of a stork standing 
on one leg and wearing a high hat. 

Before attempting to evaluate this phase of the appellant’s case, it will be well 
to bear in mind that the reach of the law of unfair competition is greater than that 
of the law of trade-marks. 

In Hanover Milling Co. v. Metcalf, 240 U. S. 403, 412-413, the court said: 


Courts afford redress or relief upon the ground that a party has a valuable interest 
in the good-will of his trade or business, and in the trade-marks adopted to maintain and 
extend it. The essence of the wrong consists in the sale of the goods of one manufac- 
turer or vendor for those of another. (Cases cited.) 


2. See also Beech-Nut Co. v. Lorillard Co., 273 U. S. 629, 632; Coca-Cola Co. v. Old 
Dominion Beverage Corporation (C. C. A. 4), 271 F. 600, 604, certiorari denied, 256 U. S. 703; 
Rhea v. Bacon (C. C. A. 5), 87 F. 2d 976, 977; R. H. Macy & Co., Inc. v. Macys, Inc., supra, 
39 F. 2d at page 187. 
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This essential element is the same in trade-mark cases as in cases of unfair competition 
unaccompanied with trade-mark infringement. In fact, the common law of trade-marks 
is but a part of the broader law of unfair competition. (Cases cited.) 

Common law trade-marks, and the right to their exclusive use, are of course to be 
classed among property rights, Trade-Mark Cases, 100 U. S. 82, 92, 93; but only in the 
sense that a man’s right to the continued enjoyment of his trade reputation and to the good- 
will that flows from it, free from unwarranted interference by others, is a property right, 
for the protection of which a trade-mark is an instrumentality. As was said in the 
same case (p. 94), the right grows out of use, not mere adoption. 


The principle was recognized by this court in Phillips v. The Governor & Co., 
etc. (C.C. A. 9), 79 F. (2d) 971, 974.5 


7. Direct or “Market” Competition Is Not an Essential Ingredient of Unfair 
Competition. The appellees insist that, because of their “most humble field of 
operation” they cannot be considered to be in competition with the appellant, whose 
place “is of the highest.” Since they are not in competition at all, obviously—so 
runs their argument—they cannot be in unfair competition with the appellant. 
Plausible as this contention may seem, it does not correctly state the law. 

In Academy of Motion Picture Arts and Sciences v. Benson, 15 C. (2d) 685, 
691-692, hereinafter referred to as “the motion picture case,” the Supreme Court 
of California, after an exhaustive review of the authorities, said: 


The case before us may be novel, but it does not follow that the plaintiff may not be 
entitled to some relief. In calling attention to the novelty of the facts in American Phila- 
telic Society v. Claibourne, 3 Cal. (2) 689 [46 Pac. (2d) 135], this court said: “It is 
also to borne in mind that the rules of unfair competition are based, not alone upon the 
protection of a property right existing in the complainants, but also upon the right of the 
public to protection from fraud and deceit.” ... And it does not appear necessary that 
the parties be in competitive businesses. . . 4 


The modern general law on this subject was trenchantly epitomized by Judge 
Learned Hand in the leading case of Yale Electric Corporation v. Robertson (C. C. 
A 2) 26 F. (2d) 972, 973-974: 


The law of unfair trade comes down very nearly to this—as judges have repeated again 
and again—that one merchant shall not divert customers from another by representing 
what he sells as emanating from the second. This has been, and perhaps even more now 
is, the whole Law and the Prophets on the subject, though it assumes many guises. There- 
fore it was at first a debatable point whether a merchant’s good-will, indicated by his 
mark, could extend beyond such goods as he sold. How could he lose bargains which he 
had no means to fill? What harm did it do a chewing gum maker to have an ironmonger 
use his trade-mark? The law often ignores the nicer sensibilities. 

However, it has of recent years been recognized that a merchant may have a sufficient 
economic interest in the use of his mark outside the field of his own exploitation to justify 
interposition by a court. His mark is his authentic seal; by it he vouches for the goods 
which bear it; it carries his name for good or ill. If another uses it, he borrows the 
owner’s reputation, whose quality no longer lies within his own control. This is an 
injury, even though the borrower does not tarnish it, or divert any sales by its use; for a 


3. See also United Drug Co. v. Rectanus Co., 248 U. S. 90, 97; American Foundries Vv. 
Robertson, supra, 269 U. S. at page 380; Restatement, id., at page 537. 

4. See also Wood v. Peffer, 55 C. A. (2d) 116, 122-123; Jackman v. Mau, supra, 78 A. C. A. 
at page 266. 
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reputation, like a face, is the symbol of its possessor and creator, and another can use it 
only as a mask. And so it has come to be recognized that, unless the borrower’s use is 
so foreign to the owner’s as to insure against any identification of the two, it is unlawful. 
(Cases cited.) 


A very recent statement of the doctrine is to be found in Hanson v. Triangle 
Publications (C. C. A. 8), 163 F. (2d) 74, 78, decided on August 15, 1947, cer- 
tiorari denied on January 19, 1948: 


.... there can be unfair competition although the businesses involved are not directly 
competitive. Under present general law, the use of another’s mark or name, even in a 
non-competitive field, where the object of the user is to trade on the other’s reputation 
and good-will, or where that necessarily will be the result, may constitute unfair com- 
petition. (Cases cited.) (Emphasis supplied.)5 


8. A “Fanciful” Trade-Name Is Specially Protected. “The Stork Club” is 
a trade-name that, in the language of the books, might well be described as “odd,” 
“fanciful,” “strange,” and “truly arbitrary.” It is in no way descriptive of the 
appellant’s night club, for in its primary significance it would denote a club for 
storks. Nor is it likely that the sophisticates who are its most publicized customers 
are particularly interested in the stork. 

It is not a trade-name that would naturally suggest itself for a fashionable 
restaurant. “Elbow Room,” the name adopted by one of the predecessors of the 
appellees, would have been more appropriate. So would “Stagger Inn,” or even 
“Filling Station.” 

In other words, there is little likelihood that the appellant’s predecessors and 
the appellees’ predecessor hit upon the names “The Stork Club” and “Stork Club,” 
respectively, as acts of independent creation. It seems a clear case of a junior 
appropriator’s seeking to capitalize on the prestige of the senior, of which more 
hereafter. 

Equity gives a greater degree of protection to “fanciful” trade-names than it 
accords to names in common use. 

In Arrow Distilleries v. Globe Brewing Co. (C. C. A. 4), 117 F. (2d) 347, 351, 
the court said: 


... the rule that coined or fanciful marks or names should be given a much broader 
degree of protection than words in common use is sound, for it recognizes not only the 
orthodox basis of the law of trade-marks that the sale of the goods of one manufacturer 
or vendor as those of another should be prevented, but also the fact that in modern busi- 
ness the trade-mark performs the added function of an advertising device, whose value 
may be injured or destroyed unless protected by the courts.® 


5. See also Horlick’s Malted Milk Corporation v. Horluck’s, Inc. (C. C. A. 9), 59 
F. 2d 13, 15; Phillips v. The Governor & Co., Etc., (C. C. A. 9), supra, 79 F. 2d at page 974; 
Beech-Nut Packing Co. v. P. Lorillard Co. (C. C. A. 3), 7 F. 2d 967, 970, affirmed, 273 U. S. 
629, supra; Standard Oil Co. of New Me-ico v. Standard Oil Co. of California, supra, at pages 
977 and 978; Lady Esther, Limited v. Flanzbaum (D. C. R. I.), 44 F. Supp. 666, 669; Bamberger 
Broadcasting Service v. Orloff (D. C. N. Y.), 44 F. Supp. 904, 907; and Acme Chemical Co. 
v. Dobkin (D. C. Pa.), 68 F. Supp. 601, 613, 614, which contains an exhaustive summary of 
decisions relating to the various phases of the law of unfair competition. 

6. See also Hall v. Holstrom, supra, 106 C. A. at page 568; Sweet Sixteen Co. v. Sweet 
“16” Shop (C. C. A. 8), 15 F. 2d 920, 925; Standard Oil Co. v. California Peach & Fig 
rice A Del.), 28 F. 2d 283, 285; Bulova Watch Co. v. Stolzberg (D. C. Mass.), 69 F. 
Supp. 4 ; 
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When, as here, an insigne accompanies the “coined” trade-name, there is even 
greater need for safeguarding the public as well as the senior appropriator from 
imitations. Rhea v. Bacon, supra, 87 F. (2d) at page 977. 

9. The Effect of Advertising. The amount of advertising that the senior appro- 
priator has given to his trade-name is another element that the courts will take into 
consideration in determining whether he is entitled to redress against a junior 
appropriator. 

In Lady Esther v. Flanzbaum, supra, 44 F. Supp. at pages 668, 669, the court 
carefully itemized the advertising outlay of the complainant, and found that it totaled 
more than a million dollars a year for six years. In granting the complainant an 
injunction, the court observed : 


The trade-name “Lady Esther” is fanciful. The complainant has spent large sums 
of money in advertising to build up good-will and to make its trade-name and products 
known to the purchasing public. The complainant used the trade-name for about twenty- 
nine years before the respondent adopted it in his business. 

Assuming that the respondent adopted the trade-name “Lady Esther” because, as his 
son testified, it was the nickname of his son’s wife and the adoption was made in good 
faith, I do not believe that it can be charged to coincidence that the respondent adopted 
practically the same script on his advertising signs and on his products as the com- 
plainant used in its trade-mark on its products.’ 


The name “Stork Club” has acquired its high publicity value not because of 
its inherent felicity but as a result of the high-powered promotional methods of 
the New York café. The value of the designation is wholly adventitious, brought 


about by continued, expensive, and spectacular advertising—such as the giving away 
of one thousand dollar bills. The conclusion is inescapable that the appellees are 
seeking to capitalize on the publicity that the appellant has built around the name. 

10. “Confusion of Source.” We reach now what is perhaps the controlling 
principle in the instant case—that of “confusion of source,” with its corollary, “dilu- 
tion of good-will.” This doctrine has been adumbrated in the excerpts from some 
of the decisions that we have already quoted: a direct inquiry into the problem is 


now in order. 

In a situation where there is no direct competition between the parties, confusion 
of source may be defined as a misleading of the public by the imitation of “An 
attractive, reputable trade-mark or trade-name ... . not for the purpose of diverting 
trade from the person having the trade-mark or trade-name to the imitator, but 
rather for the purpose of securing for the imitator’s goods some of the good-will, 
advertising and sales stimulation of the trade-mark or trade-name.” Restatement, 
id., at page 597. 

“One’s interest in a trade-mark or trade-name came to be protected, therefore, 
not only on competing goods, but on goods so related in the market to those on 
which the trade-mark or trade-name is used that the good or ill repute of the one 
type of goods is likely to be visited upon the other. Thus one’s interest in a trade- 


7. See also R. H. Macy & Co., Inc. v. Colorado Clothing Mfg. Co. (C. C. A. 10), 68 F. 2d 
690, 692; Esquire, Inc. v. Esquire Bar (D. C. Fla.), 37 F. Supp. 875, 876; Lou Schneider, Inc. 
v. Carl Gutman & Co. (D. C. N. Y.) 69 F. Supp. 392, 393, 395. 
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mark or trade-name is protected against being subjected to the hazards of another’s 
business.” Restatement, id., at pages 597-598. 

The doctrine is well recognized in California. In the motion picture case, supra, 
15 C. (2d) at page 689, the Supreme Court of the State said: 

The decisions of the courts for the most part are concerned with the principles appli- 
cable to infringement and unfair competition in respect to businesses which are directly 
competitive. But we perceive no distinction which, as a matter of law, should be made 
because of the fact that the plaintiff and the defendant are engaged in non-competing 
businesses. In situations involving the use of proper surnames in non-competitive busi- 
nesses it has been held that where confusion was shown as likely to result the relief should 
be accorded to the complaining party. (Cases cited.) Likewise it has been said that 
“without regard as to whether there is actual market competition between the parties for 
the same trade, it is sufficient if the unfair practices of the one will injure the other.” 
(Emphasis supplied.) 

Again, in Winfield v. Charles, 77 C. A. (2d) 64, 70, the court reached the very 
heart of the problem when it observed : , 

Plaintiff has established a reputation for reliability and meritorious products. If 
articles which are not produced by him are attributed to him or associated with his 
name, the injury is obvious. 

The rule has been repeatedly expounded by this and other Federal courts.* 

(a) “Reaping Where One Has Not Sown.” The decisions frequently refer to 
this sort of imitation as “reaping where one has not sown” or as “riding the coat- 
tails” of a senior appropriator of a trade-name. 


By whatever name it is called, equity frowns upon such business methods, and 
in proper cases will grant an injunction to the rightful user of the trade-name. 

In Aetna Casualty & Surety Co. v. Aetna Auto Finance, Inc. (C. C. A. 5), 123 
F. (2d) 582, 584, certiorari denied, 315 U. S. 824, the court used the following 
language : 


This purpose is to project itself into that business arena panoplied in a name already 
favorably known, rather than to come into it on its own merits, and slowly building, here 
a little, there a little, establish its own place. . .. (Many cases cited.) 

These cases all hold that where as here it plainly appears that there is a purpose to 
reap where one has not sown, to gather where one has not planted, to build upon the work 
and reputation of another, the use of the advertising or trade-name or distinguishing mark 
of another, is in its nature, fraudulent and will be enjoined. 


In Cleo Syrup Corporation v. Coca-Cola Co. (C. C. A. 8), 139 F. (2d) 416, 
417, certiorari denied, 321 U. S. 781-782, the court declared that ““There is no merit 
in the contention that a court of equity will not afford protection to the plaintiff's 
trade-mark or prevent its good-will from being nibbled away by unfair competitors.” 


8. Del Monte Special Food Co. v. California Packing Corporation (C. C. A. 9), 34 F. 2d 
774, 775; Horlick’s Malted Milk Corporation v. Horluck’s (C. C. A. 9), supra, 59 F. 2d at 
page 15; Standard Oil Co. v. California Peach & Fig Growers, supra, 28 F. 2d at page 285; 
R. H. Macy & Co., Inc., supra, 39 F. 2d at page 187. 

9. See also Wall v. Rolls-Royce of America, Inc. (C. C. A. 3), 4 F. 2d 333, 334; Buckspan 
v. Hudson’s Bay Co. (C. C. A. 5), 22 F. 2d 721, 723, cert. den., 276 U. S. 628; R. H. Macy 
& Co., Inc. v. Macy's Drug Store, Inc. (C. C. A. 3), 84 F. 2d 387, 388; Acme Chemical Co. 
v. Dobkin, supra, 68 F. Supp. at page 614; Lou Schneider, Inc. v. Carl Gutman Co., supra, 
69 F. Supp. at page 395; Bulova Watch Co. v. Stolzberg, supra, 69 F. Supp. at page 547 [37 
T.-M. R. 41] (“riding the coattails of the plaintiff’s good will’). 
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(b) A Disparity in the Size of the Respective Businesses Will Not Bar Injunc- 
tive Relief. As we have already noted in another connection (Subdivision 7), the 
appellees stress the fact that, “in comparison to appellant, [they] are in a most 
humble field of operation.” 

“Being humble,” they continue, “in comparison to appellant this Court can 
very well deny any relief for unfair competition with appellant.” 

Humility is no doubt a virtue in many instances, but in a case of this type it 
affords no defense to a suit for an injunction against infringement of a trade-name. 

In Hall v. Holstrom, supra, 106 C. A. at page 570, the court stated: 


There is no merit in respondent’s contention that equity will afford no relief because 
plaintiff’s original place of business was a lunch counter rather than a restaurant. Both 
are operated for the purpose of preparing and selling food to satisfy hunger. The respec- 
tive names indicate only a difference in the magnitude of the business rather than a dis- 
tinction in the character thereof. 


In Garcia v. Garcia (D. C. Wis.), 197 F. 637, 641, it was said: 


.... the defendant’s claim that his annual product is so small as not to make him a com- 
petitor of the complainants cannot be urged as supporting a right to use complainants’ valu- 
able trade-names as a means, possibly, to extend his business. If complainants have the 
right to stop the use of such names, they can exercise it regardless of the extent of de- 
fendant’s business. 


(c) Mere Geographical Distance Does Not Obviate Danger of Confusion. The 
court found that, because of its business methods and its extensive publicity, the 
appellant’s establishment, “conducted and operated under the name “The Stork Club’ 
and with the aforesaid insignia used in conjunction therewith, became and now is 
known to many persons in and about . .. . San Francisco, . . . as a club in New 
York”; and that it “is patronized by visitors to New York .... from... . the 
metropolitan area of San Francisco. .. .” 

In these days of chain restaurants, one would not have to be uncommonly naive 
to assume that even a “humble” café at Turk and Hyde Streets, San Francisco, 
might be an unpretentious branch of a glittering New York night spot. A branch 
unit is usually less elaborate and impressive than the “mother house.” As we shall 
see in a moment, however, equity will protect even the uncommonly naive against 
deception from unfair competition. 

In any event, mere geographical distance is not of itself sufficient to preclude 
the possibility that a given establishment is a branch of an enterprise having its 
principal place of business elsewhere. 

This principle is well established in California, where, as we have seen, it is 
provided by statute that “Any person who has first adopted and used a trade-name, 
whether within or beyond the limits of this State, is its original owner,” and “‘is 
entitled to the same protection by suits at law or in equity.” Business and Pro- 
fessions Code, §§ 14400 and 14401, supra. 

In the early case of Derringer v. Plate, 29 C. 292, 295-296, the Supreme Court 
of the State, thus expressed the rule: 


The right is not limited in its enjoyment by territorial bounds, but subject only to 
such statutory regulations as may be properly made concerning the use and enjoyment of 
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other property, or the evidences of title to the same; the proprietor may assert and main- 
tain his property right wherever the common law affords remedies for wrongs. The 
manufacturer at Philadelphia who has adopted and uses a trade-mark, has the same right 
of property in it at New York or San Francisco that he has at his place of manufacture. 
(Emphasis supplied.) 


The doctrine has been followed in California to the present day. In the recent 
case of Winfield v. Charles, supra, 77 C. A. (2d) at page 71, the court said: 


Furthermore, in the interest of fair dealing courts of equity will protect the person 
first in the field doing business under a given name to the extent necessary to prevent de- 
ceit and fraud upon his business and upon the public. For this purpose the second in the 
field may be enjoined from using the name, even though the principal places of business 
are at a considerable distance from each other. (Emphasis supplied.)*° 


The same rule has prevailed in the Federal Courts.” 


(d) As to False Statements Obviously False. During the oral argument, it 
was suggested that any one driving by an unpretentious night club displaying the 
sign “Stork Club” in or near San Francisco, would hardly assume that the place 
was in any way affiliated with the celebrated New York establishment. It may well 
be true that a prudent and world-wise passerby would not be so deceived. The 
law, however, protects not only the intelligent, the experienced, and the astute. It 
safeguards from deception also the ignorant, the inexperienced and the gullible. 

That is the teaching of the Supreme Court of the United States, and it has been 
followed in this and in other circuits. 

In Federal Trade Commission v. Standard Education Society, 302 U. S. 112, 


116, the court said: 


The fact that a false statement may be obviously false to those who are trained and 
experienced does not change its character, nor take away its power to deceive others less 
experienced. There is no duty resting upon a citizen to suspect the honesty of those with 
whom he transacts business. Laws are made to protect the trusting as well as the sus- 
picious. The best element of business has long since decided that honesty should govern 
competitive enterprises, and that the rule of caveat emptor should not be relied upon to 
reward fraud and deception. 

.... To fail to prohibit such evil practices would be to elevate deception in business and 
give to it the standing and dignity of truth. 


Another classical statement of the rule is to be found in Florence Mfg. Co. 
J.C. Dowd & Co. (C. C. A. 2), 178 F. 73, 75: 


The law is not made for the protection of experts, but for the public—that vast multi- 
tude which includes the ignorant, the unthinking and the credulous, who, in making pur- 
chases, do not stop to analyze, but are governed by appearances and general impressions.'” 


10. See also Benioff v. Benioff, 64 C. A. 745, 748; Hall v. Holstrom, supra, 106 C. A. at 
pages 569-570. 

11. Buckspan v. Hudson’s Bay Co., supra, 22 F. 2d at page 723; Rhea v. Bacon, supra, 
87 F. 2d at page 977; White Tower System v. White Castle System, Etc. (C. C. A. 6), 90 F. 
2d 67, 69, cert. den., 302 U. S. 720; The Governor, Etc., Trading into Hudson’s Bay v. Hudson 
Bay Fur Co. (D. C. Minn.), 33 F. 2d 801, 802; Brass Rail, Inc. v. Ye Brass Rail of Massa- 
chusetts, Inc. (D. C. Mass.), 43 F. Supp. 671, 672. 

12. See also Stanley Laboratories v. Federal Trade Commission (C. C. A. 9), 138 F. 2d 
388, 392-393; D.D.D. Corporation v. Federal Trade Commission (C. C. A. 7), 125 F. 2d 679, 
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11. Actual Loss of Trade Need Not Be Shown to Warrant an ‘Injunction. 
The appellees stress the fact that the appellant has failed to show “that appellees’ 
operation in any way has injured appellant,” etc. 

Neither under the California jurisprudence nor under the general law is such 
showing necessary. The California decisions, indeed, are overwhelmingly in accord 
on this point. 

In the motion picture case, supra, 15 C. (2d) at pages 691-692, the Supreme 
Court of the State thus enunciated the rule: 


And it does not appear necessary that the parties be in competitive businesses or that 
the injury has already occurred. It is sufficient if the names, although not identical, are 
sufficiently similar to cause confusion and injury. (Cases cited.) 


And in the recent case of Winfield v. Charles, supra, 77 C. A. (2d) at page 70, 
we find the following succinct statement : 


It is unnecessary, in such an action, to show that any person has been confused or de- 
ceived. It is the likelihood of deception which the remedy may be invoked to prevent.’ 


This is undoubtedly the Federal rule. In Adolph Kastor & Bros. v. Federal 
Trade Commission (C. C. A. 2), 138 F. (2d) 824, 826, the court thus summarized 
the doctrine: 


No one need expose his reputation to the trade practices of another, even though he 
can show no pecuniary loss.’* 


12. Fraudulent Intent Is Not an Essential Element of Actionable Infringement. 
The appellees assert that the appellant has not shown that they “adopted the name 
Stork Club with the intention of trading upon or obtaining the advantages of the 
reputation of appellant’s restaurant,” etc. It should be pointed out, however, that 
Nicholas M. Sahati, one of the appellees, who admitted on the witness stand that 
he was “the guiding spirit’ of the family partnership when it took over the San 
Francisco establishment in question, testified twice that he had heard of the New 
York café at that time. He hastened to add, however, that he “had no idea of what 
it embraced or was like.” 

Be that as it may, a lack of fraudulent intent in the junior appropriation of a 
trade-name will not defeat the senior appropriator’s right to an injunction. 

In Hoover v. Groger, supra, 12 C. A. (2d) at page 419, the court said: 


It is the policy of the law to protect the business of the first person to enter the field 
doing business under a given name to the extent necessary to prevent fraud upon his business 


681; Aronberg v. Federal Trade Commission (C. C. A. 7), 132 F. 2d 165, 167; Charles of the 
Rits Distributors Corporation v. Federal Trade Commission (C. C. A. 2), 143 F. 2d 676, 679- 
680; Dorfman v. Federal Trade Commission (C. C. A. 8), 144 F. 2d 737, 739; A. P. W. Paper 
Co. v. Federal Trade Commission (C. C. A. 2), 149 F. 2d 424, 426, affirmed, 328 U. S. 193; 
Gulf Oil Corporation v. Federal Trade Commission (C. C. A. 5), 150 F. 2d 106, 109; Parker 
Pen Co. v. Federal Trade Commission (C. C. A. 7), 159 F. 2d 509, 511. 

13. See also Hall v. Holstrom, supra, 106 C. A. at page 572; Hoover Co. v. Groger, supra, 
12 C. A. (2d) at page 419; Law v. Crist, 41 C. A. (2d) 862, 865-866; California Prune, Etc., 
Assn. v. H. R. Nicholson Co., 69 C. A. (2d) 207, 219. 

14. See also Standard Oil Co. of New Mexico v. Standard Oil Co. of California, supra, 
56 F. 2d at page 976; Acme Chemical Co. v. Dobkin, supra, 68 F. Supp. at page 614. Cf. Kroll 
Bros. Co. v. Rolls-Royce (C. C. P. A.), 126 F. 2d 495, 498; Cleo Syrup Corporation v. Coca- 
Cola Co., supra, 139 F. 2d at page 418. 
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and upon the public. (Cases cited.) A second to enter the field may be enjoined from the 
improper use of the name established by the first to enter the field. (Cases cited.) /t 
is not necessary for the plaintiff to prove fraudulent intent. The defendants may be 
enjoined if the natural consequence of their conduct is such as to cause deception. 
(Emphasis supplied. ) 





In The Governor, etc. v. Hudson Bay Fur Co., supra, 33 F. (2d) at page 803, 
the court said: 





A deliberate attempt to deceive, however, is not a necessary element of such cases. 
Federal Trade Commission v. Balme (C. C. A. 23 F. (2d) 615, 621. 





An excellent exposition of the rationale of the rule is to be found in the Restate- 
ment, id., at page 565: 


The normal inference that the defendant’s imitation was fraudulent where the plain- 
tiff’s mark was distinctive came to be a general presumption and finally hardened into a 
“conclusive presumption,” which in effect is a rule of law that fraud is unnecessary. More- 
over, regardless of the defendant’s initial purpose of knowledge, an injunction for the 
future was deemed appropriate because continuance of the imitation after the notice 
acquired in the suit would be tantamount to “fraud.” Law, concerned with the actor’s 
liability for his past conduct looked to his past knowledge and purpose. Equity, con- 
cerned with the propriety of the actor’s future conduct, looked to his present knowledge 
and to the probable results of his future conduct. The substance of this differentiation 
still remains. The actor may be enjoined for the future despite the fact that he adopted 
and used his designation in ignorance of the other’s trade-mark. .. . 

A trade-name is, however, no less effective than a trade-mark as a means of identifica- 
tion. Whether a designation identifies the goods of one person is a question of fact 
necessary to be answered in determining whether the designation is a trade-name. When 
that determination is made, there is no more reason for a requirement of “fraud” in the 
trade-name cases than in the trade-mark cases. (Emphasis supplied.) 





As was said by the Supreme Court in Federal Trade Commission v. Algoma Co., 
291 U. S. 67, 81: 





Indeed, there is a kind of fraud, as courts of equity have long perceived, in clinging to 
a benefit which is the product of misrepresentation, however, innocently made. (Cases 
cited.) That is the respondents’ plight today, no matter what their motives may have 
been when they began. They must extricate themselves from it by purging their business 
methods of a capacity to deceive.’® 


For the same reason, it does not avail the appellees to urge that the evidence 


4 showed that they “purchased the said business sometime after it had been known 
. and called by the previous owners the ‘Stork Club.’” The language of the court 
3 in Garcia v. Garcia, supra, 197 F. at page 641, is apposite here: 

#. 

e The contention of the defendant that the name “Garcia Brothers” was used by his 

: predecessors cannot avail in defending this suit. There is no showing of a superior right 

in his predecessors as against the complainants; in fact, the evidence quite clearly shows 


that the defendant’s predecessors were in no better position than is the defendant. If they 
used such name at all, they began its use long after the complainant’s had manufactured 


15. See also D.D.D. Corporation v. Federal Trade Commission, supra, 125 F. 2d at page 
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cigars which had become known under the name of “Garcia Bros.” as complainants’ 


cigars. 


13. The Appellees Had an “Infinity” of Other Names From Which to Make 
Their Selection. There is no need for the appellees to appropriate the appellant’s 
“fanciful” or “arbitrary” trade-name. As was said by the Supreme Court of Cali- 
fornia in Eastern Columbia, Inc. v. Waldman, supra, 30 A. C. at page 272: 


Under these circumstances it is difficult to find any justification for permitting defend- 
ant to use those words at all in his business whether alone or in conjunction with other 
words. There is no commercial necessity for him to use them. They are not necessary 
to describe his business or the products he sells such as there might be if they had other 
than a fanciful meaning with no geographic significance. 


This thought that a newcomer has an “infinity” of other names to choose from 
without infringing upon a senior appropriation runs through the decisions like 
a leitmotiv. 

In Florence Mfg. Co. v. J. C. Dowd & Co., supra, 178 F. at page 75, we find a 
classical statement of the principle: 

It is so easy for the honest business man, who wishes to sell his goods upon their 
merits, to select from the entire material universe, which is before him, symbols, marks 
and coverings which by no possibility can cause confusion between his goods and those 
of competitors, that the courts look with suspicion upon one who, in dressing his goods 
for the market, approaches so near to his successful rival that the public may fail to dis- 
tinguish between them. 


And in Coca-Cola v. Old Dominion Beverage Corporation, supra, 271 F. 
page 604: 

Plaintiff’s rights are limited at the most to two words. All the rest of infinity is open 

to defendant. It will be safe if it puts behind it the temptation to use in any fashion that 


which belongs to the plaintiff. It has not done so voluntarily, and compulsion must be 
applied.?¢ 


14. The Question of Formal Demand. The court found that the appellant “has 
not caused a demand to be made upon said defendants that said defendants desist 
and discontinue the use of said name ‘Stork Club,’ ” and that the appellant “has not 
heretofore caused a demand to be made upon said defendants that said defendants 
desist or discontinue the use of said trade-name, ‘Stork Club’ or the aforesaid related 
insignia.” We do not believe that the exhibits or the appellees’ pleaded admissions 
support these findings. 

Although the appellees do not mention in their brief this asserted lack of formal 
demand, the point requires some attention. 

Among the exhibits in this case are carbon copies of two letters signed by the 
appellant’s attorneys, the first of which contains a formal demand that the appellees 
discontinue the use of the name “The Stork Club” and related insigne in connection 
with the appellees’ establishment. The second letter is in the nature of a “follow-up.” 


16. See also Standard Oil Co. of New Mezxico v. Standard Oil Co. of California, supra, 
56 F. 2d at page 980; The Governor, Etc. v. Hudson Bay Fur Co., supra, 33 F. 2d at page 803; 
Bulova Watch Co. v. Stolzberg, supra, 69 F. Supp. at page 547. 
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Each letter is addressed to “The Stork Club, 200 Hyde Street, San Francisco, 
California,” and the second is marked for the “Attention” of the appellees. 

The first letter is dated May 4, 1945, and the second, May 15, 1945. In their 
verified answer, the appellees “admit that on or about April 6, 1945, they became 
the operators of and ever since have operated and conducted” the San Francisco 
bar here in question. The lower court so found. 

Nicholas M. Sahati testified that on May 4, 1945, the appellees’ address was 
410 Loew Building, San Francisco, but that on May 15, 1945, it was at 200 Hyde 
Street, where the appellees’ bar is situated. He later testified, however, that he and 
his associates were not in possession of the Hyde Street premises at the latter date. 
He had previously testified that the appellees had the “actual ownership but not 
actual possession” of the premises on April 6, 1945, and had been receiving a per- 
centage of the profits since March 15, 1945. The record shows that the “onsale” 
beer and wine and distilled spirits licenses were issued to the appellees on April 6, 
1945 ; that a sales tax permit was issued to them on March 16, 1945, and that the 
last date for which their predecessor paid a sales tax to the State of California was 
April 11, 1945. 

While Sahati testified that he did not receive either of the letters in question, 
there is no evidence that none of the other appellees received them. Notice to one 
partner is notice to all. Sweet Sixteen Co. v. Sweet “16” Shop, supra, 15 F. (2d) 
at page 924. 

Teresa Gilligan, the secretary for one of the appellant’s attorneys, testified that 
she typed, addressed, stamped, and mailed each of the letters in question. The 
addresses on the envelopes corresponded with the addresses on the letters themselves. 
The envelopes contained return addresses. 

Section 1963 of the California Code of Civil Procedure provides in part as 
follows: 

Section 1963. (Disputable presumptions.) All other presumptions are satisfactory, 
if uncontradicted. They are denominated disputable presumptions, and may be contro- 


verted by other evidence. The following are of that kind: 
se 


24. That a letter duly directed and mailed was received in the regular course of the 
mail. 


From all the evidence in this case, both oral and documentary, and from the 
legal consequences flowing therefrom, we believe that one or more of the members 
of the Sahati partnership did receive one or both of the letters to which we have 
referred. 

Furthermore, we do not believe that a formal demand is requisite in a suit of this 
type. As we have seen, “regardless of the defendant’s initial purpose or knowledge, 
an injunction for the future was deemed appropriate because continuance of the 
imitation after the notice acquired in the suit would be tantamount to ‘fraud.’” 
Restatement, id., at page 565. (Emphasis supplied.) Indeed even if the appellees 
admittedly had received the demand, and had ceased using the “Stork Club” name 
as a result thereof, an injunction might well have been granted in this case: 


As a means of establishing and vindicating the plaintiff’s right, an injunction may issue 
even though the defendant ceases his wrongful conduct. Thus, if the defendant disputes 
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the plaintiff’s right, an injunction is proper, despite the cessation of the infringing con- 
duct, in order to adjudicate the wrongful quality of that conduct and to protect 
the plaintiff against its resumption, which, in view of the dispute, may be likely. 
Similarly, if the defendant engages in his conduct with knowledge of the plaintiff’s interest, 
cessation of the conduct upon notice from the plaintiff or upon the bringing of the action 
does not make an injunction unnecessary, for resumption of the conduct thereafter is not 
unlikely. Restatement, id., at page 632. 


Therefore, there being no necessity for a demand, equity, which looks to the 
substance and not to the form, will not make a demand a prerequisite to the granting 
of injunctive relief in a case of this kind. 

15. Laches Is No Defense in a Suit of This Nature. On the subject of laches, 
the court below found as follows: 


The name “Stork Club” has been used .... at 200 Hyde Street by the defendants 
herein and by the predecessor in interest of said defendants .... at all times since the 
Ist day of March, 1943, and that the said name was publicly and openly displayed on said 
premises, and that the said plaintiff has been guilty of laches and delay in taking no action 
of any kind or character whatsoever against said defendants or the predecessor . . . . for 
the period of three (3) years from the first use of said name in said premises. 


The undisputed evidence, however, shows the following: 

As we have seen, the appellant’s attorneys mailed formal demands to the appel- 
lees on May 4, 1945, and May 15, 1945, or a little more than two years after the 
date on which the court found the name was first used in connection with the San 
Francisco café, and about one month after the appellees took over. The complaint 
in the instant case was filed on February 25, 1946, or within ten months from the 
time the formal demands were mailed. 

Considering that the infringing establishment was a “humble” café 3,000 miles 
from the night club of the senior appropriator of the name, we do not believe that the 
foregoing lapses of time constitute laches. 

We do not labor the point, however, because we hold that in a case of this type 
laches is no defense. 

In Hall v. Holstrom, supra, 106 C. A. at pages 570-571, the court said: 


Where the public has not been misled or deceived to its damage by the delay in in- 
stituting an action for ingringement against the use of a trade-mark or design, mere laches 
will not furnish a defense. In Hopkins on Trade-Marks fourth edition, page 206, Section 
89, it is said: 

“By the recent decision of the Supreme Court in the case of McLean v. Fleming, 

96 U. S. 245 (24 L. Ed. 828), it was held that acquiescence of long standing was 

no bar to an injunction.” 


for infringement of a trade-mark. 


So also, in 38 Cyc., page 881, it is said: 


“Tn suits for unfair competition or infringement it is well settled that mere laches 
in the sense of delay to bring suit does not constitute a defense. Such laches may, 
under some circumstances, bar an accounting for past profits, but under no circum- 
stances will it bar an injunction against a further continuance of the wrong. Laches 
or delay must be accompanied by circumstances amounting to an abandonment or an 
estoppel before it constitutes any defense. Mere delay and silence, although with 
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knowledge of infringement, does not amount to consent and is no bar to relief against 
a continuance of the infringement.” (Nolan Bros. Shoe Co. v. Nolan, 131 Cal. 
271 [82 Am. St. Rep. 346, 53 L. R. A. 384, 63 Pac. 480]; Nims on Trade-marks, 
page 1025, Section 413.)** 


The Federal rule is in accord with the California view. In McLean v. Fleming, 
96 U. S. 245, 257-258, the court said: 


Cases frequently arise where a court of equity will refuse the prayer of the complain- 
ant for an account of gains and profits, on ground of delay in asserting his rights, even 
when the facts proved render it proper to grant an injunction to prevent future infringe- 
ment. (Authorities cited.) 

Relief of the kind is constantly refused, even where the right of the party to an in- 
junction is acknowledged because of an infringement, as in case of acquiescence or want 
of fraudulent intent. (Many authorities cited.) 

Acquiescence of long standing is proved in this case, and inexcusable laches in seek- 
ing redress, which show beyond all doubt that the complainant was not entitled to an 
account nor to a decree for gains or profits; but infringement having been proven, show- 
ing that the injunction was properly ordered, he is entitled to the costs in the Circuit 
Court; . . . (Emphasis supplied.)** 

16. Conclusion. Up to this point, we have refrained from citing two district 
court decisions that are particularly applicable to the instant case. So apposite are 
they, indeed, that to have referred to them under each of the appropriate foregoing 
subheadings would have been burdensome and repetitious. For this reason we are 
mentioning them generally at the close of our discussion, with the comment that 
only a complete reading of the two opinions will bring an adequate appreciation of 
their applicability to the case at bar. We refer to Brooks Bros. v. Brooks Clothing 
of California, Limited (D. C. Cal.), 60 F. Supp. 442, adopted and affirmed by this 
court, 158 F. (2d) 798, certiorari denied, 331 U. S. 824; and Stork Restaurant, 
Inc. v. Marcus (D. C. Pa.), 36 F. Supp. 90, 92, 95, in which the present appellant 
was awarded an injunction restraining the defendant Marcus who had registered 
“with the proper Pennsylvania authorities .. . . as proprietor of a restaurant busi- 
ness under the fictitious name ‘The Stork Club’ located at” Philadelphia, from using 
that trade-name and an insigne that was “similar, though not identical” to that used 
by the appellant herein. 

The appellant is not here seeking to have the appellees mulcted in damages, nor 
is it striving to drive them out of business. It asks merely that its adversaries be 
compelled to desist from an unfair trade practice that threatens to “nibble away,” 
“whittle away,” or “dilute” the value of its dearly-bought prestige. 

The appellant begs that the appellees, with an “infinity” of other names to choose 
from, divest themselves of plumage borrowed from the Stork. 

In a word, the appellant is making a plea peculiarly calculated to move the con- 
science of a chancellor. It prays not for a sword, but for a shield. 

The judgment is reversed, and the case is remanded to the lower court, with 
directions to grant to the appellant an injunction as prayed for in the complaint. 


17. See also Schmidt v. Brieg, 100 C. 672, 681-682. 
18. See also Phillips v. The Governor & Co., Etc. (C. C. A. 9), supra, 79 F. 2d at page 
974, quoting Menendez v. Holt, 128 U. S. 514, 523, 524. 





THE TRADE-MARK REPORTER 38 T.-M. R. 


DAGGETT & RAMSDELL v. SAMUEL BONAT & BRO. 
No. 5401—C. C. P. A.—February 10, 1948 


TRADE-MArRKS—Goops OF DIFFERENT DESCRIPTIVE PROPERTIES—PARTICULAR INSTANCES 
Cosmetics including hair shampoo and hair shampoo liquid cream lotions, held goods of 
different descriptive properties from medicinal preparation for headaches, neuralgia, insomnia, 
seasickness, etc., under 1905 Act. 
TRADE- MARKS—REGISTRABILITY—PARTICULAR INSTANCES 
Though “Harol” and “Ha-Kol” are confusingly similar marks, applicant held entitled 
to register “Harol” because of the finding that confusion in trade is not likely to result from 
use of the marks on the different goods of the parties. 


Appeal from Commissioner of Patents. 
Trade-mark opposition by Daggett & Ramsdell against Samuel Bonat & Bro. 
Opposer appeals from dismissal of notice of opposition. Affirmed. 


Thomas L. Mead, Jr., for appellant. 
Maurice S. Cayne for appellee. 


Before GARRETT, Presiding Judge, and HATFIELD, and JACKSON, Associate 
Judges. 


HATFIELD, J.: 


This is an appeal in a trade-mark opposition proceeding, under the Trade-Mark 
Act of February 20, 1905, from the decision of the Commissioner of Patents, 70 
USPQ 364, reversing the decision of the Examiner of Interferences sustain- 
ing appellant’s notice of opposition to the registration of appellee’s trade-mark, 
the dominant feature of which is “Harol.” The term “Bonat” was included in the 
application but was disclaimed apart from the mark as shown. 

In its application for registration, appellee stated that it had used its mark on 
its goods, comprising hair shampoo and hair shampoo liquid cream lotions, since 
October 15, 1943. 

It appears from the record that appellant is the owner of the trade-mark 
“Ha-Kol,” registration No. 105,156, registered July 6, 1915, for use on a prepara- 
tion for “relief of headache, neuralgia, and similar pains resulting from exposure, 
exhaustion, fatigue, worry, anxiety, insomnia, mental strain, nervous depression, 
car-sickness, or seasickness, . . .” and registration of the same mark “Ha Kol,” 
registration No. 329,669, registered November 5, 1935, for the same purposes as 
those mentioned in the foregoing registration. 

It further appears from the record that appellant’s preparation is composed of 
8.3 per centum of orange oil and menthol, a trace of tartrazine color, and specially 
denatured alcohol; that appellant’s product is advertised in department stores by 
so-called “demonstrators” who explain its purpose and manner of use, and that 
it has not been advertised for the last several years in any other way; that it is 
used by applying it as a counter irritant behind the head and ears for relief of 
headache. It is never applied to the hair. It is not a shampoo for cleansing or 
conditioning the hair. On the contrary, it is used and advertised for use in a 
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manner hereinbefore stated as a medicinal preparation. It is demonstrated and 
sold in the toilet-goods and cosmetic section of department stores, and in some 
drug stores. 

Appellee’s shampoo and hair conditioner is composed of a soap base, sulphonated 
oil, and water, and is sold to jobbers throughout the United States who resell to 
“beauty parlors” in which its product is used to clean and condition the hair and 
scalp for the permanent waving process which follows. Approximately 95 per 
centum of the sales are made in gallon containers, and 5 per centum in quart 
containers. It is not a medicinal preparation. 

It is true, as orally argued by counsel for appellant, that appellee’s goods might 
have been sold in stores, in addition to jobbers and “beauty parlors.” 

It is obvious from the record that if the marks of the parties were used on 
goods of the same descriptive properties, their concurrent use would be likely to 
cause confusion in the trade and commerce of the United States and deceive pur- 
chasers. However, we are of opinion, as was the Commissioner of Patents, that 
the goods of the parties do not possess the same descriptive properties. Appellant's 
‘“Ha-Kol” is a medicinal preparation, whereas appellee’s “Harol’” is, rather, a 
cosmetic and has no medicinal properties. 

In the case of Pratt & Lambert, Inc. v. Chapman & Rodgers, Inc., 30 C. C. P. A. 
(Patents) 1228, 136 F. (2d) 909, 58 USPQ 474, we held that insecticides did 
not possess the same descriptive properties as “Varnishes, Paint Enamels, Dry, 
Ready-Mixed and Paste Paints, Lacquers, Stains, Fillers, Primers, Surfacers, 
Putties, Undercoatings, Dryers, Thinners, and Removers.” 

In that case we referred to our decision in the case of Williams Oil-O-Matic 
Heating Corp. v. Westinghouse Electric & M’f'g. Co., 20 C. C. P. A. (Patents) 
775, 62 F. (2d) 378, 16 USPQ 31, as follows: 


.... thermostatically controlled fuel burning devices and electric refrigerating units, on 
the one hand, and thermostatically controlled electric sadirons or flatirons, on the other, 
although electrically operated, did not possess the same descriptive properties. 


We have given careful consideration to the arguments of counsel for appellant 
but are of opinion that the goods of the parties do not possess the same descriptive 
properties within the purview of Section 5 of the Trade-Mark Act of February 20, 
1905, and that confusion in trade would not be likely to result from the concurrent 
use of the respective marks of the parties on their goods. Accordingly, the decision 
of the Commissioner of Patents is affirmed. 


By reason of illness, O'CONNELL, J., was not present at the argument of this 
case and did not participate in the decision. 


SS 
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GABY, INC. v. IRENE BLAKE COSMETICS, INC. 
No. 5396—C. C. P. A.—February 10, 1948 


TrADE-MAarKS—Goops OF THE SAME DESCRIPTIVE PROPERTIES—PARTICULAR INSTANCES 
After shave powder and lotion and hair dressing, held goods of the same descriptive 
properties as various cosmetics, under 1905 Act. 
TRADE-MarKs—Marks Not CoNnFUSINGLY SIMILAR—PARTICULAR INSTANCES 
“Gabardine” held not confusingly similar to “Gaby,” used on similar goods, under 1905 


Act. 


Appeal from Commissioner of Patents. 
Trade-mark opposition by Gaby, Inc., against Irene Blake Cosmetics, Inc. 
Opposer appeals from dismissal of notice of opposition. Affirmed. 


James G. Wobensmith and Zachary T. Wobensmith for appellant. 
No appearance for appellee. 


Before GARRETT, Presiding Judge, and HATFIELD, and JACKSON, Associate 
Judges. 


GARRETT, P. J.: 


This is an appeal from the decision of the Commissioner of Patents (speaking 
through the late Honorable Leslie Frazer, First Assistant Commissioner), 70 
USPO 160, reversing the decision of the Examiner of Interferences who sustained 
the opposition of appellant to appellee’s application for registration, under the 
Trade-Mark Registration Act of February 20, 1905, of the word “Gabardine,” 
printed in script, as a trade-mark for “after shave powder, after shave lotion, and 
a hair dressing,” continuous use of the term being claimed “since January 3, 1944.” 

The opposition of appellant is based upon its use and ownership of the term 
“Gaby,” also printed in script, which appellant has caused to be registered three 
times for a large variety of cosmetics, some of which concededly are of the same 
descriptive properties as the goods of appellee. 

Appellant’s use and ownership antedate the claimed use by appellee by many 
years, one of its registrations being dated November 22, 1932, with use claimed 
since May 22, 1930. ; 

The Examiner of Interferences said, inter alia: 


There are, it is true, certain dissimilarities in the marks as is vigorously urged by 
applicant. There are likewise, however, certain similarities and these similarities are 
deemed to predominate by reason of the fact that applicant has appropriated nearly the 
whole of opposer’s mark as the first portion of its notation. The first parts of marks are 
the portions which are most likely to be noticed and retained in the mind of the purchasers 
and the examiner is of the conclusion, therefore, that the similarities predominate over the 
differences to such an extent that confusion in trade is reasonably likely. At least there 
is doubt on this question and in such cases the doubt must be resolved against the new- 
comer, here the applicant. 


The First Assistant Commissioner said, inter alia: 


“Gaby” and “Gabardine” begin with the same three letters, but not with the same 
syllable. Normally pronounced, they have no vowel sound in common. In appearance 
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their differences far outweigh their single point of resemblance, though it is true that both 
are printed in conventional script. Other than as opposer’s name, and possibly the name 
of various individuals, “Gaby” has no generally recognized meaning; while “Gabardine” 
is a word in common use as denoting a well-known fabric. Opposer suggests that “the 
word ‘Gaby’ would be very quickly and readily mistaken for an abbreviation of, or nick- 
name for, the word ‘Gabardine.’” But I think that is farfetched and sheerly speculative. 
And I doubt that opposer may rightfully claim a monopoly of all words beginning with 
the letters “Gab”; for those letters constitute only a partion, albeit the major portion, of 
its trade-mark as registered. Rather applicant's complete mark must be compared with 
opposer’s complete mark; and when so compared I am convinced that the two differ 
sufficiently in appearance, sound and significance to be used concurrently in trade without 
any reasonable likelihood of concusion. 


The brief on behalf of appellant (incidentally it may be said that appellee did 
not file any brief nor did it make any appearance for argument before us) is quite 
critical of certain of the First Assistant Commissioner’s expressions. According 
to the brief—appellant took no testimony—the “a” in Gaby is pronounced as is 
the “a” in gabardine. The brief asserts that in neither of the words is the first 
vowel pronounced as a long “‘a,”’ as in “gay,” and adds, “The pronunciation of the 
registered mark ‘Gaby’ by the First Assistant Commissioner was entirely gratuitous. 
Such pronunciation has no basis in the record and has no foundation in the actual 
use of the word, either in opposer’s business, or otherwise.” 

Apropos the statement that the pronunciation attributed to the First Assistant 
Commissioner “has no basis in the record,” it is not improper to say that if appellant 
deemed the matter of pronunciation important it would seem that it would have 
introduced evidence concerning it. Appellant is the opposer; it initiated the con- 
troversy, and it has some burden in connection with the suit. Its registration upon 
which it relies does not indicate the pronunciation. As for the statement that the 
pronunciation “has no foundation in the actual use of the word, either in opposer’s 
business, or otherwise,” it may be said that we took occasion to examine Webster’s 
New International Dictionary to see how many words it listed which began with 
“gab,” and we found there the word “gaby” and the diacritical mark above the “a’”’ 
is “-” indicating the long sound as in “gay.” (Incidentally, the only definition 
of the word given by Webster is “A simpleton.”) So, although pronunciation 
“as in gay’’ may have no foundation in actual use “in opposer’s business” the “or 
‘cover too much territory.” 

We are not convinced that appellant is right in the assertion that “the First 
Assistant Commissioner, in arriving at his conclusions in this case, got off on the 
wrong track at the very start.” 

Appellant’s trade-mark is appellant’s name. The pronunciation of names of 
persons always, and of corporations frequently, is an arbitrary matter ungoverned 


otherwise” phrase seems to 


by any fixed rules of lexicographers, and a person seeing a name in print and not 
having heard it used by others may pronounce it quite differently from the way 
in which its owner pronounces it. 

However, accepting the statement that the “Gab” in appellant’s “Gaby” is, or 


should be, pronounced exactly as the “Gab” in appellee’s “Gabardine,” we are not 
prepared to hold that that circumstance renders the marks confusingly similar. 
The marks must be looked at, not just listened to, and must be compared as a 
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whole. Appellant’s mark considered as a whole, bearing in mind that it is a proper 
name and not the dictionary term “gaby,” hereinabove alluded to, certainly is 
neither descriptive nor suggestive of anything. 

Funk & Wagnalls New Standard Dictionary defines “Gabardine” as “1. A long 
loose gown or cloak of coarse material; in the middle ages, the prescribed garment 
of Jews. 2. A raincoat or cloth of which to make it... .” 

As used by appellee it has no descriptive or suggestive significance with respect 
to the goods upon which it is used; so, there is no resemblance of the trade-marks 
in the matter of suggestiveness. Appellant stresses the fact that appellee’s mark 
is in script like that of appellant. It is our surmise that that was one of the simi- 
larities which influenced the decision of the Examiner of Interferences, although 
it was not so stated by him. It is a matter proper to be considered but, after all, 
there is nothing particularly novel about conventional script type such as both 
parties use, and upon full consideration we think there is no likelihood of the 
public being confused or purchasers being deceived by the concurrent use of “Gaby” 
and “Gabardine” on goods of the same descriptive properties. 

There are many words having a variety of definitions which begin with “Gab.” 
In many instances “Gab” forms the first syllable. We do not think appellant by 
using its name as a trade-mark and registering it as such, may so preempt the field 
as to secure a monopoly upon such words and prevent others from using, and in 
proper cases registering, those which happen to begin with “Gab,” and we think if 
it could prevent the registration of “Gabardine” in this case, it could prevent the 
registration of all the other words having “Gab” as the first syllable which the 
dictionaries show. 

The decision of the Commissioner of Patents is affirmed. 


By reason of illness, O'CONNELL, J., was not present at the argument of this 
case and did not participate in the decision. 


MORTON MANUFACTURING CORPORATION v. THE DELLAND 
CORPORATION 


No. 5382—C. C. P. A—February 10, 1948 


TRADE-MARKS—EFFECT OF TEN-YEAR CLAUSE REGISTRATION—COMPONENT PARTS OF MARK 
The word “Stick,” in the mark “Chap Stick,” registered under 10-year clause of 1905 
Act, held merely descriptive of stick form medicinal preparation for chapped skin, sunburn, 
etc., and appellant is not entitled to exclusive use thereof. 
TRADE-MARKS—Marks Nor CONFUSINGLY SIMILAR—PARTICULAR INSTANCES 
“Slick Stick,” the word “Stick” being disclaimed held not confusingly similar to “Chap 
Stick,” used on similar goods, considering the differences in the marks in their entireties and 
the specific differences in the goods of the parties. 


Appeal from the Commissioner of Patents. 

Trade-mark opposition by Morton Manufacturing Corporation against The 
Delland Corporation. Opposer appeals from dismissal of notice of opposition. 
Affirmed. 
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Mason, Fenwick & Lawrence (Edward G. Fenwick of counsel) for appellant. 
Baer and Marks (Donald Marks and George H. Klein of counsel) for appellee. 


Before GARRETT, Presiding Judge, and HATFIELD, and JACKSON, Associate 
Judges. 


HATFIELD, J.: 


This is an appeal in a trade-mark opposition proceeding from the decision of the 
Commissioner of Patents, 69 USPQ 616, affirming the decision of the Examiner 
of Interferences dismissing appellant’s opposition to the registration of appellee’s 
trade-mark under the Trade-Mark Act of February 20, 1905. The issue in the case 
involves the confusion in trade clause of Section 5 of that act. 

Appellant’s trade-mark is the term “Chap Stick,” registered June 4, 1912, 
registration No. 86,819, for use on a “medicinal preparation for chapped skin, 
sunburn and hangnails. . . .” 

It appears from the record that appellant’s trade-mark registration was renewed 
in 1932; that its preparation is always “marketed” under the name “Fleet’s Chap 
Stick”; and that appellant has also registered the mark ‘“Fleet’s’”’ and ‘“Fleet’s 
Chap Stick,” although such registrations are not in the record. 

Appellant’s mark “Chap Stick” was registered under the 10-year clause of 
Section 5 of the Trade-Mark Act of February 20, 1905, and the product upon 
which its trade-mark is used is composed of camphor, oil of cloves, aromatic oils, 
petrolatums and waxes, and is used to soothe and relieve irritations of the skin, 
including irritation of the skin caused by the razor in shaving. It is sold in con- 
tainers in the form of sticks, and also to some extent, not stated, in jars. Appellant’s 
trade-mark has been extensively advertised in magazines, newspapers, and other 
types of advertising throughout the United States. 

Appellee’s trade-mark is composed of the term “Slick Stick” for use on shaving 
sticks. Its application for registration was filed July 21, 1943, wherein it is stated 
that appellee had used its mark on its goods since June 8, 1942. In its application 
for registration the term “stick” was disclaimed apart from the mark as shown. 

Appellee’s “Slick Stick” shaving preparation is apparently put up in paper 
containers in the form of sticks and is used to prepare the beard for shaving. Each 
stick is composed of a combination of earth minerals, a drop or two of olive oil, 
and perfumed by one or two drops of essential oil. It is dry and greaseless, and 
its sole purpose, as hereinbefore stated, is to aid in shaving. It is not composed 
in any part of petrolatums, waxes, camphor, or oil of cloves. It is a hard, round 
stick approximately 3%4 inches in length and 1% inches in diameter. The minerals 
in appellee’s shaving stick are alkaline in reaction and slightly styptic, although 
it does not have the styptic qualities in a sense that it prevents bleeding or that 
it stops bleeding caused by an abrasion or cut. 

It appears from the testimony of Robert H. Delafield, financial vice-president 
of the Columbia Gas & Electric Corporation and a director and treasurer of appellee’s 
corporation that 


In order to shave with “Slick Stick,” the face must be thoroughly wet. The stick is 
then applied to the face where it leaves a chalky deposit. The action of this deposit is 
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to hold the water on the face close to the whiskers, so to speak, to make each whisker a 
little container for water, and by its slight styptic action—that is, drawing the skin tight— 
make the whiskers stand up straight. 

After the application of “Slick Stick” has been allowed to dry on the face for a short 
time it is washed off with clear water, and apparently the plain face without any substance 
on it is shaved. In fact, there has been left a slight slick which, with the astringent or 
syptic quality of the earth minerals, helps to hold the whiskers in an erect position, thus 
presenting the smallest possible surface to the cutting edge of the razor. 


No soap or lather or other material is used in the shaving process. 

It is true, of course, that other preparations, including appellant’s preparation, 
may be used after shaving in order to relieve any irritation of the skin caused by 
the razor. 

It further appears from the record that appellee’s goods, under the trade-mark 
“Slick Stick,” have not been advertised to any great extent. Its product is sold 
to wholesale druggists and drug supply houses and is then distributed to retail 
drug stores. 

Each of the tribunals of the Patent Office held that the goods of the parties 
might be regarded as having the same descriptive properties but that considering 
the difference in the goods and the difference in the marks, the concurrent use of 
the marks on the goods of the parties would not be likely to cause confusion in 
trade or deceive purchasers and, accordingly, dismissed appellant’s notice of 
opposition. 

In his decision, the Examiner of Interferences stated that the word “Stick”’ 
was merely descriptive and that although appellant’s trade-mark “Chap Stick,” in 
its entirety, having been registered under the 10-year clause of Section 5 of the 
Trade-Mark Act of February 20, 1905, was a valid trade-mark, appellant was 
not entitled to the exclusive use of the word “Stick” and, in support of his state- 
ment, cited the case of Charles R. Spicer v. W. H. Bull Medicine Co., 18 C. C. P. A. 
(Patents) 1402, 49 F. (2d) 980, 9 USPQ 315, where it was held, on the 
authorities therein cited, that the words “Herbs and Iron” were merely descriptive 
and that although appellee had registered its mark “W. H. Bull’s Herbs and Iron’”’ 
under the 10-year clause of Section 5 of the Trade-Mark Act of February 20, 1905, 
appellant in that case had the right to use the words “Herbs and Iron” in a primary 
sense, so long as its trade-mark in its entirety was not confusingly similar to 
appellee’s trade-mark. 

We are of opinion that appellant is not entitled to the exclusive use of the word 
“Stick” in a trade-mark, as it is merely descriptive of the shape or form of appel- 
lant’s product and is one of the characteristics thereof. Accordingly, the question 
presented is whether “Slick Stick” for use on appellee’s goods is confusingly similar 
to the trade-mark “Chap Stick” for use on appellant’s goods. 

We have given careful consideration to the argument presented here by counsel 
for appellant and to the cases cited by them, but are of opinion thac considering the 
difference in the marks in their entireties, and the difference in the goods of the 


parties, the concurrent use by the parties of their marks on their respective goods 
would not tbe likely to cause confusion in trade or deceive purchasers, and that 
appellee is entitled to the registration of its mark. 
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For the reasons stated, the decision of the Commissioner of Patents is affirmed. 


By reason of illness, O'CONNELL, J., was not present at the argument of this 
case and did not participate in the decision. 


THE SEVEN UP COMPANY v. WILTZ W. WAGNER, DOING BUSINEsS 
As CHAS. P. WAGNER & BRO. 


No. 5392—C. C. P. A.—February 10, 1948 


TRADE-MARKS—Goops OF THE SAME DESCRIPTIVE PROPERTIES—PARTICULAR INSTANCES 
Fruit preparation for flavoring ice cream, held goods of the same descriptive properties 
as soft drinks, syrups, extracts and flavors used in making the same, under 1905 Act. 
TRADE-MARKS—MarkKs Not CONFUSINGLY SIMILAR—PARTICULAR INSTANCES 
“Thumbs-Up,” held not confusingly similar to “Seven Up” or “7 Up,” considering the 
specific differences in the goods and the marks. 


Appeal from Commissioner of Patents. 

Trade-mark opposition by The Seven Up Company against Wiltz W. Wagner, 
doing business as Chas. P. Wagner & Bro. Opposer appeals from dismissal of 
notice of opposition. Affirmed. 


John H. Cassidy for appellant. 
Emory L. Groff for appellee. 


Before GARRETT, Presiding Judge, and HATFIELD, and JACKSON, Associate 
Judges. 


HATFIELD, J.: 


This is an appeal in a trade-mark opposition proceeding from the decision of 
the Commissioner of Patents, 70 USPQ 3, reversing the decision of the Examiner 
of Interferences sustaining appellant’s opposition to the registration of appellee’s 
trade-mark under Section 5 of the Trade-Mark Act of February 20, 1905. 

Appellee’s trade-mark consists of the term “Thumbs-Up” for use on “a fruit 
preparation for flavoring ice cream.’’ The preparation includes melons and fruits, 
“other than citrus fruits cut into small pieces and mixed with their juices and with 
nuts and syrup.” 

It appears from appellee’s application that appellee has continuously used the 
mark since December 9, 1941. There is some evidence of record that the mark 
was adopted by appellee long prior to the application for registration, but the 
evidence is clearly insufficient to establish that appellee had continuously used the 
mark prior to appellant’s adoption and use of its mark. It appears from the record, 
therefore, that appellant was the first to use its mark continuously on its goods in 
interstate commerce. 

Appellant’s trade-mark consists of the terms “7 Up” and “Seven Up.” Appel- 
lant’s mark “Seven Up” was registered February 5, 1929, registration No. 252350, 
for use on “carbonated, nonalcoholic, noncereal, maltless beverages sold as soft 
drinks and syrups, extracts, and flavors used in making the same.” Its mark 
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“7 Up,” registration No. 331345, was registered January 7, 1936, for use on “non- 
alcoholic, noncereal, maltless beverages sold as soft drinks, and syrups, extracts, and 
flavors used in making the same.” Its mark “7 Up” was again registered October 
26, 1943, registration No. 403990 for use on “carbonated, nonalcoholic, noncereal 
maltless beverages, sold as soft drinks” ; and its mark “7 Up” was again registered 
for similar goods on March 14, 1944, registration No. 406182. There are other 
features in appellant’s registered marks which need not be described here because 
the dominant features thereof are the terms “7 Up” and “Seven Up.” 

It appears from the stipulated testimony offered on behalf of appellant that its 
soft drink is composed of “carbonated water, sugar, citric acid, flavored with lemon 
and lime oils, and also has our ‘7 Up’ reagents (lithium and sodium citrates) in 
it” ; that its goods also include a “‘lemon-lime beverage’”’ and syrups, extracts, and 
flavors used in making the same; that its trade-mark has not been used on any 
other beverage ; that its beverage is sold throughout the United States and in foreign 
countries ; that it sells its extract to “bottlers” who add sugar, water, and acid to 
complete the finished beverage; that its sales to “bottlers’’ have increased from 
30,000 gallons of extract in 1930 to 60,000 gallons double strength extract in 1943, 
which is sufficient to make 1,000,000,000 seven-ounce bottles of the beverage 
“7 Up”; that appellant spent large sums of money, how much is not stated, in 
advertising its trade-mark and its goods and that the “bottlers” have spent an 
equal amount in advertising “7 Up” beverage over the radio, in newspapers, on 
billboards, neon signs, and other advertising means; and that “The ‘7 Up’ extract 
could be used satisfactorily for general flavoring, including ice cream flavoring. 
For that purpose, however, other types of extracts derived from lemon and lime 
oils, less refined and less expensively prepared are customarily used. However, 
Seven Up extract has never been commercially used for the flavoring of any product 
other than Seven Up beverage.” 

It further appears from the record that at the time of the taking of testimony 
in this case, appellee was using its trade-mark “Thumbs-Up” only on the goods 
enumerated in its application for registration ; that appellee has expended thousands 
of dollars, how much is not stated, “in advertising [its goods and its trade-mark] 
for display purposes to the ice cream manufacturing trade, as well as ice cream 
retail stores” ; that Wiltz W. Wagner is the sole owner of Chas. P. Wagner & Bro. ; 
and that appellee’s firm “is engaged in the field of food chemistry, as engineers, 
manufacturers, exporters, importers and consultants,” and sells its extracts, as well 
as its prepared fruit, for use in the making of ice cream. 

We are in agreement with the tribunals of the Patent Office that the goods of 
the parties possess the same descriptive properties, however, we are of opinion, 
as was the Commissioner of Patents, that considering the differences in the goods 
and the respective marks of the parties, the concurrent use of the marks on the 
goods of the parties would not be likely to cause confusion in trade or deceive 
purchasers, and that appellee is entitled to the registration of its mark. 

Counsel for appellant properly conceded that, as applied to the goods on which 
they are used, neither of the marks of the parties has any descriptive significance. 
He contends, however, that by the use of the word “Up” in appellee’s mark, the 
marks as a whole are confusingly similar and, in support of that argument, calls 
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attention to our decision in the case of Burstein v. The Seven-Up Company, 27 C. C. 
P. A. (Patents) 1202, 111 F. (2d) 903, 45 USPQ 578, in which we held that 
“Hy Up” was confusingly similar to appellant’s mark “7 Up” and, in addition to 
that case, counsel for appellant also relies upon our decisions in the cases of Jn re 
Coca Cola Bottling Co. of Los Angeles, 18 C. C. P. A. (Patents) 1384, 49 F. (2d) 
838, 9 USPQ 313; The Celotex Co. v. Arthur Edward Millington, 18 C. C. P. A. 
(Patents) 1484, 49 F. (2d) 1053, 9 USPQ 353; The Bon Ami Company v. 
McKesson & Robbins, Inc., 25 C. C. P. A. (Patents) 826, 93 F. (2d) 915, 36 
USPQ 260; Frankfort Distilleries, Inc. vy. Kasko Distillers Products Corporation, 
27 C. C. P. A. (Patents) 1189, 111 F. (2d) 481, 45 USPQ 438; and Langendorf 
United Bakeries, Inc. v. General Foods Corp., 29 C. C. P. A. (Patents) 831, 125 F. 
(2d) 159, 52 USPQ 323. 

It is true, as argued by counsel for appellant, that in the case of Burstein v. 
The Seven-Up Company, supra, we held that the trade-mark “Hy Up” and the 
trade-mark “7 Up” used on non-alcoholic, carbonated beverages and syrups, ex- 
tracts, and flavors for making same, were confusingly similar. However, in the 
cases relied upon by counsel for appellant the facts presented to the court were 
entirely different from those presented in the instant case. Furthermore, we have 
frequently held that, except as to questions of law, where the facts differ, it is not 
helpful to cite cases previously decided by this court. 

If appellee’s application for registration had been for use on a carbonated 
beverage or for syrups, extracts or flavorings for making the same, a different 
situation would be presented. 

In view of our conclusion, it is unnecessary that we discuss other questions 
raised by counsel for appellee. 

For the reasons stated, the decision of the Commissioner of Patents, reversing 
the decision of the Examiner of Interferences, is affirmed. 


By reason of illness, O'CONNELL, J., was not present at the argument of this 
case and did not participate in the decision. 


VITAMIN CORPORATION OF AMERICA v. AMERICAN HOME 
PRODUCTS CORPORATION 


No. 5413—C. C. P. A.—February 10, 1948 


TRADE-MARKS—CONFUSING SIMILARITY—PARTICULAR INSTANCES 
“VCA,” dominant feature of mark consisting of those letters, extending laterally on 
outline map of the United States, which is held in hands of naked giant, the torso and out- 
spread arms of giant appearing above map and his legs showing under the map, the entire 
picture being enclosed in a circle, held confusingly similar to “I.V.C.” displayed against a 

circular background, used on similar goods, under 1905 Act. 


Appeal from Commissioner of Patents. 

Trade-mark opposition by American Home Products Corporation against Vita- 
min Corporation of America. Applicant appeals from decision sustaining notice 
of opposition. Affirmed. 
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Richards & Geter and Lee L. Townshend for applicant. 
Thomas L. Mead, Jr. (Louis H. Baer of counsel) for appellee. 


Before GARRETT, Presiding Judge, and HATFIELD, and JACKSON, Associate 
Judges. 


JACKSON, J.: 


Appellant filed on February 24, 1943, an application for the registration, under 
the Trade-Mark Act of February 20, 1905, of its trade-mark “VCA” extending 
laterally on an outline map of the United States, which is held in the hands of a 
naked giant. The torso and outspread arms of the giant appear above the map, 
and his legs show under the map, with some shading indicating the ground upon 
which he stands. The picture is enclosed in a circle. Appellant alleged first use 
of the mark in its business since June 10, 1942, as applied to vitamin preparations 
in several forms. 

Appellee, owner of the registered mark “I. V. C.,” displayed against a circular 
background, registration No. 387,739, dated May 27, 1941, filed its notice of 
opposition to appellant’s application May 27, 1943, alleging likelihood of confusion 
in trade, under Section 5 of the act. Its registered mark is applied to vitamin 
preparations. 

The Examiner of Interferences sustained the notice of opposition, and also 
adjudged that applicant is not entitled to the registration for which it made applica- 
tion. The Commissioner of Patents in his decision, 69 USPQ 548, affirmed that 
of the Examiner of Interferences, sustaining the notice of opposition, but made no 
reference to the holding of the Examiner that appellant is not ex parte entitled to 
registration. From the decision of the Commissioner, this appeal was taken. 

It appears that appellee is the owner and prior user of the mark it relies upon 
and also that the goods of the parties are of the same descriptive properties. The 
sole question for decision, therefore, relates to the similarities of the marks. 

Although the marks, as hereinabove described, have obvious differences, we think, 
as was held below, that, when they are considered as a whole, their similarities 
predominate over their dissimilarities sufficiently to result in likelihood of confusion 
as to origin. 

It appears to us that the parts of the marks most likely to be remembered by 
purchasers as indicative of origin are “VCA” and “I. V. C.,” and, therefore, we 
consider those letters to be the dominant features of the marks. Frankfurt Dis- 
tilleries, Inc. v. Kasko Distillers Products Corporation, 27 C. C. P. A. (Patents) 
1189, 111 F. (2d) 481, 45 USPQ 438. 

It is true, of course, as contended by appellant, that monopoly on letters of 
the alphabet may be rightly secured by no one. Dollfus-Mieg et Cie Société 
Anonyme v. Richardson Silk Co., 55 App. D. C. 226, 4 F. (2d) 302. That case, 
however, while it states the principle with respect to monopoly in the use of letters 
of the alphabet, further holds that one combination of letters may not so closely 
approximate another combination, when used on goods of the same descriptive 


properties, as to be likely to cause confusion. 
We are of opinion, as were the tribunals below, that the combination of letters 
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used by appellant, in view of the practical identity of the goods to which the parties 
apply their marks, are so closely similar that confusion as to origin is likely. The 
facts in this case are quite parallel to those in the case of Crystal Corp., etc. v. 
The Manhattan Chemical Mfg. Co., Inc., etc., 22 C. C. P. A. (Patents) 1027, 75 F. 
(2d) 506, 25 USPQ 5. There it was held by this court that the trade-mark 
“T. Z. L. B.” was confusingly similar to a composite mark in which the combination 
“Z. B. T.” was the dominant part of the mark, when both marks were used on 
talcum powder. 

Since the decision of the Examiner of Interferences, sustaining the opposition, 
was affirmed by the Commissioner it was not necessary for the latter to pass upon 
the ex parte rejection of the Examiner. 

The decision of the Commissioner is affirmed. 


By reason of illness, O'CONNELL, J., was not present at the argument of this 
case and did not participate in the decision. 


MAJESTIC MANUFACTURING COMPANY v. MAJESTIC ELECTRIC 
APPLIANCE CO., INC. 


No. 23446—U. S. D. C. N. D. Ohio—February 24, 1948 


TRADE-MARKS AND UNFAIR COMPETITION—SCOPE OF PROTECTION—GENERAL 
While it is firmly established that the owner of a trade-mark which is “original,” 
“arbitrary,” “fanciful,” or a “strong mark,’ may exclude others from using the mark not 
only for the commodity he sells, but also for a wide variety of products; it is equally well 
recognized that trade-marks or trade-names merely suggestive or decriptive in character, or those 
emphasizing the superior quality of the goods and sometimes referred to as “weak marks,” 
afford only narrow and restricted protection. 
The basic function of law of trade-mark infringement and unfair competition is to guard 
against sale of one man’s goods for those of another. 
TRADE-MARKS—CONCURRENT UseE—LAupATORY MARKS 
Complaint dismissed where plaintiff’s use of “Majestic” for about fifty years had been 
limited to coal, wood and gas stoves and a few related items and recently included electric 
plates that fit into its ranges; 125 third party registrations of “Majestic,” in the Patent 
Office, had issued covering a wide variety of products, including a number of household 
appliances; and defendant recently began to use the mark on electric irons and toasters. 


Suit for trade-mark infringement and unfair competition by Majestic Manu- 
facturing Company against Majestic Electric Appliance Co., Inc. Dismissed. 


Lloyd D. Evans, Cleveland, Ohio, and Kingsland, Rogers & Ezell, St. Louis, Mo., 
for plaintiff. 
Woodling & Krost and Bruce B. Krost, of Cleveland, Ohio, for defendant. 


FREED, D, J.: 


The plaintiff, Majestic Manufacturing Company, accuses the defendant, Majestic 
Electric Appliance Co., Inc., of trade-mark infringement and unfair competition. 
There is no dispute as to the salient facts involved in the controversy. 

The plaintiff for more than fifty years has manufactured coal and gas stoves 
and ranges, and a limited number of related items. In the line of household electric 
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appliances it had, before the war, made electric plates that fit into and were to be 
used in conjunction with some of its coal and wood ranges. It has continuously 
applied its trade-mark ‘“‘Majestic” to all of its manufactured wares since before 1900, 
and the word “Majestic” has been included in its corporate name during its long 
business life. It has placed a high value on the good-will in its trade-mark. ‘Ma- 
jestic’”’ has become a household word in the United States when used in connection 
with coal and gas stoves and ranges. 

The defendant has embodied the word “Majestic” in its corporate name since 
its incorporation in 1944. It has manufactured and sold electric irons and electric 
toasters of the breakfast table type. The defendant corporation is wholly owned 
by the Dominion Electric and Mfg. Co., Inc. A metal tag is affixed to its irons 
bearing the mark “Dominion,” and on the bottom of the toasters the name “Do- 
minion Electric and Mfg. Co.” is stamped. When the appliances are shipped to 
the trade they are packed in master cartons, containing six small cardboard packages, 
each holding individual irons and toasters. The master carton bears the legend, 
“From Majestic Electric Appliance Co., Inc., Galion, Ohio.” 

The charges of trade-mark infringement and unfair competition are predicated 
on the use of the name “Majestic” in this fashion. 

The plaintiff is insistent in its contention that, although it does not manufacture 
the specific wares made and sold by the defendant, the electric irons and toasters 
of the defendant may be regarded by the people who buy them to emanate from 
the plaintiff. 

The crux of this litigation is, whether or not the plaintiff may preempt the entire 
field of household appliances manufactured under the name of “Majestic.” It does 
not present a new or novel problem. 

Whatever dissimilarities may exist, or whatever differences the courts have 
attempted to show in the principles of law applicable to trade-mark infringements, 
as distinguished from unfair competition, there is no need or occasion to elucidate 
on them to arrive at a decision in this case. 

It is sufficient to say that the decided cases have uniformly drawn a sharp and 
well-defined distinction in the degree of protection awarded to the adopters and 
users of trade-marks or trade-names. It is firmly established on one hand, that the 
owner of a trade-mark which is “original,” “arbitrary,” “fanciful,” or a “strong 
mark,” may exclude or prevent anyone from the use of that trade-mark not only 
for the commodity he manufactures and sells, but for a wide variety of products. 
The courts have pointed out such outstanding examples of this type of trade-mark 
as “Kodak” and “Aunt Jemima,” Aunt Jemima Mills Co. v. Rigney, 247 F. 407, 
cert. denied, 245 U. S. 672; Eastman v. Kodak Cycle Co., 15 R. P. C. 105; France 
‘Milling Co., Inc. v. Washburn-Crosby Co., Inc., 7 F. (2d) 304, cert. denied, 268 
U. S. 706. The reason for the protection so afforded is quite apparent. Distinctive 
and unusual names attract the consumer’s attention to the source of the product 
which he is purchasing. 

On the other hand, it is equally well recognized that trade-marks or trade-names 
merely suggestive or descriptive in character, or those emphasizing the superior 
quality of the goods sought to be distinguished by them, and sometimes referred to 
as “weak marks,” afford protection against their use in the narrow and restricted 
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field only to which they have been applied. Trade-marks such as “Acme,” “Anchor,” 
“Champion,” “Eureka,” “Excelsior,” “Ideal,” “Jewel,” “Liberty,” “National,” 
“Pride,” “Premier,” “Queen,” “Royal,” “Star,” “Sunlight,” “Triumph,” “Victor” 
and the like are illustrative of this type of marks as was pointed out in American 
Steel Foundries v. Robertson et al., 269 U. S. 372. 

The granting of greater protection would create a monopolistic power not con- 
templated in the law relating to trade-mark rights. Fundamentally the basic func- 
tion of the law pertaining to trade-mark infringement and unfair competition is to 
safeguard the good-will of one manufacturer or distributor against the sale of 
another’s merchandise as his. 

Justice Sutherland in American Steel Foundries v. Robertson et al., supra, at 
page 384, demonstrated the soundness of the rule in this language: 


It would be a serious matter if the law actually perm#tted anyone who chose to do so 
to organize a series of corporations with names containing these words, respectively, 
and thereupon virtually withdraw these words from public use as trade-marks. .. . 


The mark “Majestic” cannot be described as “catchy,” “original,” “fanciful,” 
“unusual,” “arbitrary,’ or “strong.” Majestic is commonly and frequently used in 
everyday conversation as a word to label something as outstanding, or unusual in 
merit. Webster’s New International Dictionary defines it as possessing or exhibiting 
majesty; or august dignity; stateliness or imposing grandeur; lofty; noble; grand. 

Majestic has been registered in the Patent Office one hundred twenty-five times. 
The registrations cover numerous products of a very wide variety, among them 
electric fans, electric room heaters, radios, phonographs, spark plugs, electric motors, 
electric vacuum cleaners, electric refrigerators, electric razors, electric clocks and 
electric ironing machines. 

The allocation of the entire field of household appliances to plaintiff under the 
trade-mark “Majestic” would be tantamount to a gift of exclusive ownership of 
the use of an English word. 

The complaint accordingly will be dismissed. 


REYNOLDS PEN COMPANY v. MARSHALL FIELD & COMPANY 
ET AL. 


No. 47C€265—U. S. D. C. N. D. Ill—February 18, 1948 


CourTs—PLEADING AND Practice—Morion to Dismiss UNFAIR COMPETITION—REQUISITES 
oF CAUSE OF ACTION—GENERAL 

It is sufficient if it appears from counterclaim that the public might be deceived into 
thinking there was some connection between plaintiff and the defendant companies; and the 
requirement of allegation and proof of palming off held to have been removed in Illinois, 
where equitable relief is sought. 

Counterclaim, alleging that plaintiff maliciously and in bad faith made threats of liability 
and litigation to counterclaimant’s customers, buyers and sales persons whereby such trade 
cancelled their orders and traded with plaintiff instead, held to state an equitable cause of 
action, though the prayer for relief requests no injunction. 

Allegations of palming off in counterclaim would bring it outside of the permissive scope 
of actions “arising out of the transaction which is the subject matter of the suit.” 
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Since allegations of counterclaim should be confined to ultimate facts and should not 
include conclusions, plaintiff's motion to dismiss is sustained, with leave to amend. 

Patent infringement suit by Reynolds Pen Company against Marshall Field & 
Company. Kimberly Corporation intervened and counterclaims for unfair com- 
petition. Plaintiff's motion to dismiss counterclaim granted with leave to amend. 
‘Fred Gerlach, Chicago, Ill., for plaintiff. 


McLaughlin & Wallenstein (Casimer A. Miketta of counsel), of Chicago, I'l., for 
defendant. 
McLaughlin & Wallenstein, Chicago, IIl., for intervener. 


LaBvuy, D. J.: 


The court has considered plaintiff's motion to dismiss the counterclaim of 
defendant-intervener for failure to state a claim upon which relief can be granted 
because (1) counterclaimant may not maintain its action against the plaintiff until 
the issues of plaintiff’s complaint are determined, and (2) the complaint is based 
on reasonable and probable cause. The pertinent allegations of the counterclaim 
to which said motion is directed are the charge that plaintiff maliciously and in 
bad faith made threats of liability and litigation to counterclaimant’s customers, 
buyers and sales persons whereby such trade cancelled their orders and traded 
with plaintiff instead. 

Counterclaims of this nature have been sustained in patent suits as being actions 
“arising out of the transaction which is the subject matter of the suit.” See Cyc. 
of Fed. Pro., Vol. 5, Sec. 1827. The only question presented is the sufficiency of 
the allegations of the present counterclaim. It has been asserted that the failure 
of counterclaimant to allege palming off as required by Illinois law defeats his charge 
of unfair competition. Under the authority of Lady Esther, Ltd. v. Lady Esther 
Corset Shoppe, 317 Ill. App. 451, a clarification of this requirement under Illinois 
law is made. 

Where equitable relief is sought the requirement of allegation and proof of 
palming off has been removed and it is sufficient if it appears that the public might 
be deceived into thinking there was some connection between the plaintiff and 
defendant companies. Paragraph J of the counterclaim alleges that unless enjoined 
the plaintiff will continue its course of unfair conduct. While the prayer for relief 
requests no injunction, the allegations of the counterclaim state an equitable cause 
of action. The court is of the opinion, however, aside from the rule in the Lady 
Esther case, supra, that a compliance with plaintiff's suggestion regarding the allega- 
tions to be contained in the counterclaim would bring the counterclaim outside of 
the permissive scope of actions “arising out of the transaction which is the subject 
matter of the suit.” 

The claim alleged in the counterclaim is therefore proper but the allegations 
should be confined to ultimate facts and not conclusions. For this reason, the 
court sustains plaintiff’s motion to dismiss with leave to defendant-intervener to 
amend its counterclaim in the respect noted. 

An order has this day been entered sustaining plaintiff's motion to dismiss the 
counterclaim with leave to defendant-intervener to amend its counterclaim within 
ten days from date hereof. 
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ISLAND THEATRE CIRCUIT CORPORATION v. LIGGETT Et At. 
No. 18043-47—N. Y. S. Ct. N. Y. County—March 14, 1948 


UNFAIR COMPETITION—SOLICITING FORMER EMPLOYER’S CUSTOMERS—GENERAL 

Every case depends upon its own facts, in this situation. 

While former employee will not be permitted to steal business or accounts of employer, 
it is clear that former employee is not debarred from going into business for himself and 
soliciting or serving customers of his ex-employer. 

UNFAIR COMPETITION—TRADE SECRETS—GENERAL 

There is no element of secret methods or formulae involved in motion picture buying 
and booking business; the technique required neither special knowledge nor extensive train- 
ing; the limited field from which customers were drawn was common knowledge. 

UNFAIR COMPETITION—EVIDENCE—GENERAL 

In absence of proof of improper solicitation or misrepresentation, complaint against 
former employees of plaintiff, now competing with it in buying and booking motion pictures 
for independent exhibitors, dismissed. 


Unfair competition suit by Island Theatre Circuit Corporation against Jules E. 
Liggett, Essie Weisberger, Norma Fallenberg and Liggett-Stiefel Booking Cor- 
poration. Judgment for defendants. 


William Gold, New York, N. Y., for plaintiff. 
Monroe E. Stein and John Fallenberg, New York, N. Y., for defendants. 


STEUER, J.: 


Plaintiff is a corporation engaged in the business of “buying and booking” mo- 
tion pictures for independent exhibitors. It is a well-recognized business, though 
engaged in by a limited number of organizations within any area. Plaintiff’s cus- 
tomers are the owners of one or more theatres and for them plaintiff arranges the 
licensing of pictures from the producing companies and also arranges the dates 
of their showing. Defendants are three former employees and a corporation formed 
by one of them. With the exception of a stenographer, the individual defendants 
comprised the entire working staff of plaintiff. In July, 1947, defendant corporation 
started in the same business and the individual defendants comprised its working 
staff. 

Plaintiff seeks to enjoin defendants from servicing and soliciting any of the 
theatres which were its customers at the time defendants left its employ, and divert- 
ing to themselves a “corporate opportunity,” the nature of which will be gone into 
below. Nothing could be clearer than that in a situation of this sort every case 
depends on its own facts. It is quite clear that a former employee or a group of 
employees will not be permitted to steal the business or the accounts of a former 
employer and it is equally clear that a former employee is not debarred because of 
his employment from going into business for himself and soliciting and serving the 
customers of his employer. In determining under which of these headings any 
case is to be put, the entire situation governs, rather than the presence or absence 
of any specific factors. 

There is no element of secret methods or formulae involved. While there was 
a technique in the doing of the business, it was one that required no special knowledge 
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nor any particular or extensive training. The loss of defendants as employees was 
an inconvenience, rather than a blow. In the matter of the knowledge gained while 
working for the plaintiff, they took nothing with them that equity or good conscience 
would consider the property of the employer. So that their departure and setting 
up in a rival business was in itself not actionable. As to the limited field from which 
plaintiff's customers were drawn, this was common knowledge and had they been 
solicited after defendants left plaintiff's employ, nothing could be said against it. 

But the facts show that certain of these customers made their arrangements to 
deal with defendants while the latter were still in the employ of plaintiff. In order 
to understand the situation it is now necessary to investigate the “corporate oppor- 
tunity” of which plaintiff complains. It appears that one Stiefel was in the same 
business as plaintiff on a smaller scale. He approached Liggett with a proposition 
to turn over his customers to Liggett on a basis of receiving a certain percentage of 
the fees they paid as long as they remained Liggett’s customers. The offer was com- 
plicated by the inclusion of provisions for the use of space and furniture formerly 
employed by Stiefel and certain personal provisions. Such an offer was not capable 
of acceptance by the plaintiff. Liggett revealed the offer to plaintiff and the evidence 
as to the reaction of plaintiff’s officers is conflicting. It is found that the offer as 
made contemplated acceptance by Liggett personally and that his subsequent accept- 
ance of it was no breach of any duty to the plaintiff. 

As the acceptance of this offer necessitated that Liggett go into business inde- 
pendently, he prepared to do so. He solicited the other defendants to work for 
him, which they agreed to do. All three then notified the plaintiff and it was agreed 
that they would stay on for two weeks. News of these events spread through the 
industry, particularly among plaintiff's customers. Several of them announced 
their intention to go with defendants and during the two-week period notifications 
to the Film Board of Trade were prepared and copies of their bookings were made 
for use by the defendants. There is no evidence of misrepresentation in these trans- 
actions and none of direct solicitation. But there is no doubt that any expression 
on the part of a customer indicating his expected patronage was met with imme- 
diate encouragement and preparation toward its being effectuated. 

A nice sense of honor would have discouraged such action until severance was 
complete. While it is not possible to speak categorically of all the accounts which 
went with the defendants, it is quite clear that most of them acted from motives 
of their own, rather than from any inducement held out by defendants. What the 
defendants are guilty of is bad taste in discussing these matters with the clients while 
they were still in plaintiff’s employ and of making the preparations for the transfer 
at the same time. This is not necessarily fatal. It has frequently led to injunctive 
relief because it is an indication that improper solicitation was used. Under the 
circumstances here it does not appear so. 

The matter of the records is not discussed, because it is not deemed to affect 
the merits of the case. Doubtless, if the defendants had known of this attitude, it 
would have spared them a great deal of equivocation on the stand. 

Judgment is for defendants. Submit findings accordingly. 
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LEVICH v. ARNSPACHER 


Commissioner of Patents—January 14, 1948 


OPPOSITIONS—PLEADING AND PRACTICE—TIMELY FILING REQUIRED 

1905 Act contains no provision permitting extension of the time for filing oppositions as 
specified in Section 6. 

Patent Office is without authority to institute opposition proceeding where notice of op- 
position, to 1905 Act application, was not filed within the statuory 30-day period; and 1946 
Act does not apply. 

TrADE-MarK Act oF 1946—PLEADING AND PrRAcTICE—SECTION 13 AND RULE 20 

Section 13 of 1946 Act, granting authority to Commissioner to extend time for filing 
notice of opposition, held limited to applications for registrations, upon the principal register, 
under that Act, and not applicable to pending 1905 Act applications. 


Petition to Commissioner of Patents. 

Notice of opposition by Solomon H. Levich against Edgar Arnspacher. Levich’s 
petition to Commissioner to authorize institution of opposition, upon notice which 
was not timely, denied. 


Lamphere & Van Valkenburgh, Denver, Colo., for petitioner. 
Casimir A. Miketta, Los Angeles, Calif., for applicant. 


DaNnIELs, A. C.: 


This is a petition requesting the Commissioner of Patents to authorize the in- 
stitution of opposition proceedings in accordance with the notice of opposition filed 
on November 7, 1947. The opposition was filed against an application for regis- 
tration of a trade-mark under the Trade-Mark Act of 1905 which was published 
in Volume 603, Number 1, of the Official Gazette of the United States Patent Office 
of October 7, 1947. The notice of opposition was accompanied by a fee of $25.00 
and was received in the Patent Office on November 7, 1947, together with a letter 
from the attorney for the petitioner which requested that “in the event the filing 
was not within the time limit . . . . consideration be given to a necessary exten- 
sion as permitted by Rule 20.2 of the Rules of Practice.” The examiner has re- 
fused to institute the opposition since it was not filed within the statutory thirty- 
day period specified in Section 6 of the Trade-Mark Act of 1905 (U. S. C., title 15, 
Section 86), and since under that Act the Commissioner is without authority to 
grant an extension of time for such filing. 

This petition to authorize the institution of an opposition is stated to be based 
upon the rules in trade-mark cases adopted and promulgated under the authority of 
the Trade-Mark Act of 1946, effective July 5, 1947, and particularly on the Rules 
20.1, 20.2 and 40.1. 

The application to which opposition was sought to be made was filed and prose- 
cuted under the Trade-Mark Act of 1905. No provision in that Act permits exten- 
sion of the time specified in Section 6 for filing of oppositions. While both that 
Act and the Trade-Mark Act of 1946, effective July 5, 1947, authorize the Com- 
missioner of Patents “. . . . to make rules and regulations, not inconsistent with 
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law. . .” (Section 26 of the Trade-Mark Act of 1905, title 15, Section 105 U. S. C., 
and Section 41 of the Trade-Mark Act of 1946, 15 U. S. C. 1123), such rules can- 
not extend a limitation of time imposed by statute. 

Petitioner contends, however, that Section 13 of the Trade-Mark Act of 1946 
(15 U.S. C., 1063) covers this situation. That section provides: 


Any person who believes that he would be damaged by the registration of a mark upon 
the principal register may, upon payment of the required fee, file a verified notice of op- 
position. . . . For good cause shown, the time for filing notice of opposition may be ex- 
tended by the Commissioner, who shall notify the applicant. (Emphasis added.) 


Under that section, authority for granting an extension of time for filing a no- 
tice of opposition is given. This is limited to the registration of a mark upon the 
principal register under the Trade-Mark Act of 1946 and cannot apply to an ap- 
plication for registration prosecuted under the Trade-Mark Act of 1905. 

With respect to the contention that rules 20.1 and 20.2 authorized an exten- 
sion of time for filing an opposition it is to be noted that Rule 20.1 refers specific- 
ally to the registration of a mark upon the principal register. Rule 20.2, referring 
to extension of time is obviously subordinate to and limited by Rule 20.1, and as 
already noted neither can go beyond the statutory authority. The effective date of 
these rules is specified by Rule 40.1 which provides, with an exception not here 
relevant, that they “shall take effect on July 5, 1947, and shall apply to all applica- 
tions for registration, registrations, and proceedings under and subject to the Act 
of 1946.” The provision of the second paragraph that “These rules shall apply to a 
contested or inter partes proceeding instituted on or after July 5, 1947, and also to 
further inter partes action in such cases pending on July 5, 1947,” is clearly subject 
to the provisions of the preceding sentence and presumes compliance with statutory 
provisions. (See also the provisions of Section 47 (a) of the Trade-Mark Act of 
1946 (15 U.S. C., 1051 note) providing that if applications pending are not amended 
to bring them under the provisions of that Act “the prosecution of said applications 
shall be proceeded with and registrations thereon granted in accordance with the 
Acts under which said applications were filed.” ) 

While unnecessary for determination of the matter raised by this petition, it 
is to be noted that Volume 603, Number 1, of the Official Gazette of the United 
States Patent Office of October 7, 1947, in which the mark sought to be opposed 
was published, contains an opinion of the Comptroller General of the United States 


on the question of the fee required to oppose a trade-mark sought to be registered 
under the Act of 1905 when the opposition was filed after July 5, 1947, which reads 
as follows: 


However, since section 47 (a) of the Act provides that applications which have not 
been amended to bring them under the provisions of the new Act shall be proceeded with 
and registrations thereon granted in accordance with the Acts under which said applica- 
tions were filed, it reasonably may be concluded that such provision contemplates the filing 
of oppositions or appeals and the payment of fees therefor as provided for in the old law. 
Moreover, the words “prosecution of said applications” clearly would include the filing of 
such appeal by an applicant, and there is not perceived any logical basis for differentiating 
between the filing of such appeal by an applicant and the filing of an opposition or appeal 
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by an opposing party within the meaning of that part of the statute authorizing the pro- 
ceeding with applications under the old law, if such applications have not been amended 
to bring them under the provisions of the new Act. 


Whether or not petitioner’s request for extension was adequate and in proper 
form need not be considered since there is no authority for instituting an opposition 
which was not filed within the statutory time limit. (Section 6 of the Trade-Mark 
Act of 1905, U. S. C., Title 15, Section 86.) 

This petition is denied. 


NESTLE’S MILK PRODUCTS, INC. v. BAKER IMPORTING 
COMPANY, INC. 


Commissioner of Patents—February 24, 1948 


TRADE-MARKS—MarkKs Not CONFUSINGLY SIMILAR—PARTICULAR INSTANCES 
“Hycafe” held not confusingly similar to “Nescafe,” used on identical goods, under 1905 
Act. 
TRADE-MARKS—Worps INCAPABLE OF EXCLUSIVE APPROPRIATION—GENERIC TERMS 
“Cafe” held not only the French equivalent of “coffee” but also to have become synony- 
mous with and an accepted English word for the product. 
OpposITIONS—EFFECT OF DISCLAIMER—GENERAL 
Applicant’s disclaimer of “cafe,” held unimportant since it is the probability of confusion 
between the marks which controls. 


Appeal from Examiner of Interferences. 

Trade-mark opposition by Nestle’s Milk Products, Inc., against Baker Importing 
Company, Inc. Applicant appeals from decision sustaining notice of opposition. 
Reversed. 


Mock & Blum, Esqs., New York, N. Y., for opposer. 
Munn, Liddy & Glaccum, Esqs., New York, N. Y., for applicant. 


DANIELS, A. C.: 


This is an appeal from the decision of the Examiner of Trade-Mark Interferences 
sustaining an opposition to registration under the Act of February 20, 1905, of 
the word “Hycafe” as a trade-mark for “coffee extract.” ‘The statutory ground 
of opposition is the confusion in trade clause of Section 5 of the Trade-Mark Act 
of 1905. Opposer relies on prior use and ownership of the mark “Nescafe” for 
the same product. 

Opposer has established ownership of two registrations of “Nescafe” under the 
Trade-Mark Act of 1905, one, No. 379,117, registered July 2, 1940, for “coffees, 
coffee extracts, decaffeinated coffees, and decaffeinated coffee extracts, with or with- 
out the admixture of other food ingredients,” and the other, No. 364,017, registered 
January 17, 1939, for “powdered coffee blended with carbohydrates.” Opposer 
has also taken testimony showing its use of “Nescafe” and establishing large sales 
of coffee extracts under the mark accompanied by extensive advertising. No ques- 
tion is raised by applicant as to opposer’s priority of use of its mark nor as to the 
identity of the goods on which the parties use their respective marks, the only issue 
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for decision being whether or not the marks are confusingly similar within the 
meaning of Section 5 of the Trade-Mark Act of 1905. 

The Examiner of Interferences has found that they are confusingly similar on 
the basis of their common second syllable “cafe.”” With respect to this similarity 
the Examiner stated: 


While it is true, as applicant contends that “Cafe” is the French equivalent for “coffee” 
and in connection with coffee products thus has a descriptive significance to those familiar 
with the French language, to many purchasers not familiar with that language this term, 
it is believed, would not lack distinctiveness as applied to such products. Nor, in any 
case, may the descriptive portions of the marks be wholly disregarded in resolving the 
question of confusing similarity. National NuGrape Co. v. Judge & Dolph, Ltd., 588 O. G. 
10, 154 Fed. (2d) 521, (33 C. C. P. A. 1032). Nothwithstanding the differences in the 
prefixes “Nes” and “Hy” of the respective marks, the examiner is persuaded that consider- 
ing the marks in their entireties, as they must be, they bear such near resemblance as to 
be likely to cause confusion in trade. 


If the significance of ‘“‘cafe” is that attributed to it by the Examiner, I would 
probably agree with his conclusion. Applicant contends, however, that “cafe” is 
not only the French equivalent for coffee, but is synonymous with and an English 
word for this product. In this applicant is borne out by the dictionary definition 
of the word as: 


1. Coffee. 


2. A coffeehouse; a room for coffee and light refreshments; a restaurant; formerly, in the 
United States a barroom. 
(Webster’s New International Dictionary.) 


While undoubtedly of French derivation, it appears that it has become an accepted 
word of the English language, and I believe that an ordinary purchaser, whether 
or not he had any knowledge of the French language, would recognize the term as 
designating either coffee or an establishment for serving refreshments, depending 
on whether it is applied to a product or an establishment. It therefore appears to 
me that this word has a descriptive significance, not only to those familiar with the 
French language, but that as an English word it actually conveys the meaning of 
coffee to purchasers or prospective purchasers generally. This meaning appears 
to be borne out by opposer’s label which states: 


A cup of “Nescafe,” made according to directions, is a cup of full-flavored, full- 
strength coffee with added carbohydrates. 

The carbohydrates (dextrine, maltose, and dextrose) are added for the sole purpose 
of protecting the natural flavor of the freshly-roasted, freshly-brewed coffee. They are 
not a coffee substitute, nor do they diminish the coffee’s flavor, strength or stimulation. 
In “Nescafe” you get all the flavor, all the “lift” of really fine coffee. 


Opposer’s advertising apparently recognizes this meaning and apparently intends 
that it will be accepted by purchasers in the generic sense. For example, Exhibit 8 
is headed: 


“Nescafe” certainly makes a grand cup of coffee . . . . makes it every time. You'll 
want a second cup and can have it so-o easily. 
* * * 
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A quick cup of FULL FLAVORED COFFEE— that’s “Nescafe.” 


See also Exhibits 4, 5 and 9. 

Accepting this meaning of the word, it is necessary to determine whether or 
not it is likely that concurrent use of these marks will cause confusion or mistake 
in the mind of the public, and the descriptive portions of the mark may not be 
disregarded in resolving this question. National NuGrape Company v. Judge & 
Dolph, Ltd., 33 C. C. P. A. 1032, 154 Fed. (2d) 521, and Skelly Oil Co. v. Powerine 
Co., 24 C. C. P. A. 790, 86 Fed. (2d) 752. Opposer contends that they look very 
much alike, sound very much alike, are and can be produced the same way, and that 
they have a “rhythmic similarity between them.” In support of this contention, it 
cites a number of cases including the National NuGrape Company v. Judge & Dolph, 
Ltd., supra, and Skelly Oil Co. v. Powderine Co., supra; The Bon Ami Co. v. 
McKesson & Robbins, Inc., 25 C. C. P. A. 826, 93 Fed. (2d) 915, and The Celotex 
Co. v. Chicago Panelstone Co., 18 C. C. P. A. 1504, 49 Fed. (2d) 1051. In most 
of the cases so cited the similarity of the marks was urged on the basis of the use 
of a descriptive term as a prefix or suffix forming a conspicuous portion of the 
words constituting the marks of the parties. Viewing the marks in their entireties 
it was held in each of such cases that in spite of the descriptive nature of the 
common portion of the mark, there was likelihood of confusion or mistake. Appli- 
cant on the other hand relies on a number of cases including Hall v. Pennzoil Co., 
29 C.C. P. A. 933, 126 Fed. (2d) 506, and Miles Laboratories, Inc. v. Foley & Co., 
32 C. C. P. A. 714, 144 Fed. (2d) 888, which involved marks which also included 
common prefixes of a descriptive or generic nature, and were held dissimilar. 

It is of course a matter of opinion as to which of these lines of decision is more 
nearly applicable to the marks here involved, even though it has been repeatedly 
held that in the determination of similarity, “there is rarely any decision of any 
court that is sufficiently analogous to be absolutely controlling.” Lever Brothers 
Co. v. The Sitroux Company, Inc., 27 C. C. P. A. 858, 109 Fed. (2d) 445. 

With reference to the cases cited by opposer, however, it is noted that the 
common portion of the mark which was regarded as descriptive was not actually 
the name of the product or a synonym of such name. Even “NuGrape” and 
‘“‘So-Grape” (National NuGrape Company v. Judge & Dolph, Ltd., supra), were 
applied to a grape flavored beverage rather than to grapes as such. And in Skelly 
Oil Co. v. Powerine Co., supra, the prefix forming a substantial portion of each 
mark was “Power” which, while highly descriptive of gasoline or its character or 
quality, was not actually the name of that product. In this case any possible simi- 
larity, whether from the standpoint of sound, appearance or meaning would arise 
from the common use of a name of the product. It is therefore believed that in 
this case the marks more nearly resemble those involved in Hall v. Pennzoil Co. and 
Miles Laboratories, Inc. v. Foley & Co., supra, than those involved in the cases 
cited by opposer. In Miles Laboratories, Inc. v. Foley Co. the court said: 


We do not think that either party to this controversy could successfully contend that 
it is entitled to preempt the field with respect to marks having “Vita” as a portion thereof, 
and thus exclude all others from the use of any mark composed in part of that term, and 
it seems to us that “miles” and “build” in fact, constitute the dominant features of the 
marks before us. It further seems to us that the complete marks, when the significance 
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of each is properly considered, are distinctive in character and that confusion is not likely 
to result from their concurrent use on similar goods. 


The prefixes “Nes” and “Hy” are not similar. Opposer contends that appli- 
cant’s adoption of the word “cafe” as a portion of its mark indicates bad faith 
particularly in view of opposer’s extensive prior use and advertising. In The Bon 
Ami Co. v. McKesson & Robbins, Inc., supra, the court said: 


It is difficult to understand just why appellee should choose such a mark when the field 
was so broad to select from. 


In Skelly Oil Co. v. Powerine Co., supra, it was stated: 


A vast field of words, phrases and symbols is open to one who wishes to select a trade- 
mark to distinguish his product from that of another. 


In Weco Products Company v. Milton Ray Company, 31 C. C. P. A. 1214, 143 
Fed. (2d) 985, the court said: 


This court and other courts, in cases somewhat similar to the one at bar, in respect 
with which we are just now concerned, have frequently pointed out that there is no such 
poverty in the English language or paucity of signs, symbols, numerals, etc,, as to justify 
one who really wishes to distinguish his product from those of all others in entering the 
twilight zone of a field already appropriated by another. 


These comments were not, however, made with respect to a word which con- 
stituted the name or one of the names of the product on which the mark is used. 
While there may be a wide field of selection of arbitrary marks or descriptive words, 
the number of words which serve as the name of a product or a synonym therefore 
is necessarily limited. It would appear to follow that when a portion of a word 
or other mark consists of the name of the product, or one of such names, the pur- 
chasing public would not regard the use of that name as having distinctive signifi- 
cance, but rather as designating the product. It seems obvious that by combining 
the name of the article or synonym for such name with a prefix or suffix, no manu- 
facturer should be permitted to exclude others from using the generic term so long 
as the other matter forming part of the marks is not similar. In this case it is 
believed that the public would regard the prefixes as the distinguishing feature and 
accept the balance of the words as merely designating the product. 

It is perhaps oversimplifying the matter to suggest that if the marks were “Nes 
Coffee” and “Hy Coffee” there would be not only no reasonable likelihood but no 
possibility of confusion. But accepting the dictionary definitions and only apparent 
meaning of “cafe” as applied to such merchandise the situation appears to be the 
same and the same conclusion appears to be justified. 

Opposer suggests the possibility that applicant or others may select other pre- 
fixes or suffixes and use thein with “cafe,” as was suggested in connection with 
“White Horse” and “Red Horse” in D. J. Bielzoff Products Co. v. White Horse 
Distillers, Ltd., 27 C.C. P. A. 722, 107 Fed. (2d) 583. This is of course an impor- 
tant consideration with respect to an arbitrary mark or feature of a mark, but in 
the case cited “White Horse” was certainly not descriptive or generic for the 
product involved. 
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The fact that applicant has disclaimed “cafe” in its application for registration 
is not considered important in this connection since it is the probability of confusion 
between the words rather than the disclaimer which appears controlling. 

Viewing these marks in their entireties, it is believed that they do not bear such 
near resemblance to each other that their concurrent use would be likely to cause 
confusion in the trade. 

The decision of the Examiner of Interferences is reversed. 


EX PARTE WHEELER, DoING BusINEss AS THE WHEELER 
COMPANY 


Commissioner of Patents—February 25, 1948 


PLEADING AND PRAG€TICE—CONVERTING PENDING APPLICATION—EFFECT OF 1946 Act 
Petition to permit conversion of pending 1905 Act application to 1920 Act denied, where 
amendment proposing transfer of application to 1920 Act was filed after effective date of 
1946 Act, which repealed 1905 and 1920 Acts, in so far as they are inconsistent with 1946 
Act. 
Saving clause of Section 47(a) of 1946 Act held to apply only to prosecution of appli- 
cations and registrations under the Act “under which said applications were filed.” 


Petition from Examiner of Trade-Marks. 

Application for registration of trade-mark by Edward A. Wheeler, doing busi- 
ness as The Wheeler Company. Applicant’s petition to require entry of amendment 
to application denied. 


David Manly Heller, Chicago, Ill., for applicant. 
DANIELS, A. C.: 


This is a petition to require the Examiner of Trade-Marks to enter a proposed 
amendment filed by applicant on November 21, 1947 (together with a supporting 
affidavit), purporting to convert a pending application filed under the Trade-Mark 
Act of 1905, to one for registration under the Trade-Mark Act of 1920. At the 
time the proposed amendment was filed, the Trade-Mark Act of 1920 had been 
repealed, and it was for this reason that the Examiner refused entry of the proposed 
amendment. Section 46 (a) of the Trade-Mark Act of 1946, effective July 5, 1947, 
specifically repealed both the Trade-Mark Act of 1905, under which the subject- 
application was filed, and the Trade-Mark Act of 1920, to which applicant seeks 
to convert the application as of the effective date of the New Act. Prior to the 
repeal of the Trade-Mark Acts of 1905 and 1920, applications filed under the Trade- 
Mark Act of 1905 could be converted to the Act of 1920, procedure for this being 
provided under Rule 22 of The Rules of the Patent Office relating to The Regis- 
tration of Trade-Marks under those Acts. Section 47(a) of the Trade-Mark Act 
of 1946, provides for the continuing of the prosecution of applications pending at 
the time of repeal of the prior Acts and the granting of registrations on applications 
filed before the effective date of the repeal. That section specifically states, how- 
ever, “. .. . the prosecution of said applications shall be proceeded with and regis- 
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trations thereon granted in accordance with the Acts under which said applications 
were filed, and said Acts are hereby continued in force to this extent for this purpose 
only, notwithstanding the foregoing general repeal thereof.’’ (Emphasis added.) 

While conversion such as that sought by applicant could be made from the one 
Act to the other while both were in existence, such conversion cannot be made to 
obtain registration under an Act which has been repealed, and the saving clause of 
Section 47(a) quoted above applies only to prosecution of applications and regis- 
trations under the Act “under which said applications were filed.” 

The petition is denied. 


EX PARTE LOFT CANDY CORPORATION 
Commissioner of Patents—February 25, 1948 


TRADE-MARKS—CONFUSING SIMILARITY—PARTICULAR INSTANCES 
“Little Aristocrats” and representation of heraldic shield with helmet and crown, the 
word “Little” being disclaimed, held confusingly similar to “Aristocratic’ and to “Mississippi 
Aristocrats,” the word “Mississippi” being disclaimed, and to “Aristocrat,” used on similar 
goods, under 1905 Act. 
TRADE-MARKS—CONFUSING SIMILARITY—GENERAL 
Even in the case of laudatory marks of restricted scope, held that confusing similarity 
may result though the only word which the marks have in common is one which cannot 
alone be the exclusive property of one manufacturer. 
TRADE-MARKS—GoOops OF THE SAME DESCRIPTIVE PROPERTIES—PARTICULAR INSTANCES 
Candy held goods of the same descriptive properties as chocolates, chocolate-coated pecans 
and shelled, salted and sliced nuts. 


Appeal from Examiner of Trade- Marks. 
Application for registration of trade-mark by Loft Candy Corporation. Appli- 
cant appeals from refusal of registration. Affirmed. 


Greene & Durr, New York, N. Y., for applicant. 
Murpnuy, A. C.: 


This is an appeal from the refusal of the Examiner of Trade-Marks to register, 
under the Act of February 20, 1905, applicant’s mark for candy consisting of the 
words “Little Aristocrats” and the representation of an heraldic shield with helmet 
and crown. The word “Little” is in script and the word “Aristocrats” is printed 
in larger capital letters with the word “Little” being disclaimed apart from the 
mark as shown in the drawing. 

The ground for refusal is that applicant’s mark is considered by the Examiner 
of Trade-Marks to be confusingly similar to each of three prior registered marks, 
the citations and brief descriptions of which are as follows: 


Registration No. 104,850, consisting of the word “Aristocratic,” for chocolates; 

Registration No. 259,119, consisting of the words “Mississippi Aristocrats,” for candy, 
namely chocolate-coated pecans, with the word “Mississippi” being disclaimed apart from 
the mark as shown; and 

Registration No. 262,285, consisting of the word “Aristocrat” arranged in arcuate 
form, applied to shelled, salted, and sliced whole and broken edible nuts. 


Since the word “Little” is descriptive and has been disclaimed, “Aristocrats” is 
clearly the dominant word in applicant’s mark and since each of the prior regis- 
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trations relied on by the Examiner is dominated by the word “Aristocrat,” “Aristo- 
crats” or “Aristocratic” the holding of confusing similarity must be held to have 
been proper. 

Applicant argues in his brief that it is a well-recognized principle of trade-mark 
law that a commonplace term of self-praise cannot be the exclusive property of one 
manufacturer and argues that the words “aristocrats” or “aristocratic” as used in 
the three prior registrations and also by this applicant are commonplace terms of 
self-praise. It is further contended that the registration of the prior three marks 
indicates that the Patent Office is aware of this principle and that, therefore, the 
applicant shouid be entitled to register his mark in spite of the prior registrations. 

_ It is well settled, however, that two marks may be confusingly similar even 
though the only word which they have in common is one which cannot, alone, be the 
exclusive property of one manufacturer. Thus in Coca-Cola Co. v. Corn Products 
Refining Co., 103 F. (2d) 385, 26C. C. P. A. 1181, 36 USPQ 296, it was held that 
Dextra-Cola was confusingly similar to Coca-Cola, even assuming the word “Cola” 
to be descriptive. In Ex parte C. B. Slater Co.,71 USPQ 109, “Yankee Trampers” 
and “Yankee Prince” were held confusingly similar despite the fact that “the word 
‘Yankee’ has been so frequently registered in the clothing class that it ‘may well be 
accepted as having a restricted scope.’” In The Printz Biederman Co. v. Oliver, 68 
USPO 331, it was held that “Princess Oliver,” the word Oliver being disclaimed, 
was confusingly similar to “Printzess’’ with a smaller disclaimed “Knockabout,” 
despite thirty prior registrations of marks including the word “Princess” for goods 
of the same class. In United States Rubber Co. v. Golf Ball, Inc. [23 T.-M. R. 539}, 
“Royal Scot” was held confusingly similar to “Royal,” “Pro Royal” and “Queen 
Royal.”’ It is to be noted that the words “Princess” and “Royal,” which formed the 
basis for the holdings of similarity in the last two cases cited are quite similar in 
significance to the word “Aristocrat.” 

As to the question of confusing similarity, I therefore agree with the Examiner 
of Trade-Marks that the dominant feature of applicant’s mark is the word “aristo- 
crats” and that the pictorial feature which comprises the shield is of less importance 
in determining confusing similarity for, as stated in Rice-Stix Dry Goods Company 
v. Industrial Undergarment Corporation, 33 C. C. P. A. (Patents) 813, 584 O. G. 
490, 68 USPO 186, 187: 


It is well known, however, that the public frequently remembers and purchases a 
vendor’s merchandise under a unitary literal symbol without regard to the pictorial and 
other subordinate matter associated with a label or trade-mark. 


Since the goods to which applicant’s mark is applied is candy and there can be 
no question as to the practical identity between applicant’s goods and those of the 
prior registrations, I have no doubt that there would be a reasonable likelihood of 
confusion in trade if there were concurrent use of applicant’s mark “Little ARIS- 
TOCRATS” with the pictorial representation of a shield, with the prior registered 
marks ‘“‘Aristocratic” applied to chocolates; “Mississippi Aristocrats” applied to 
candy, and “Aristocrat” applied to nuts. 

The decision of the Examiner of Trade-Marks refusing to register the trade- 
niark “Littkhe ARISTOCRATS” with its pictorial representation of an heraldic 
shield is affirmed. 
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EX PARTE TRANS-METER CORPORATION 
Commissioner of Patents—February 27, 1948 


PLEADING AND PRACTICE—REQUISITES OF APPLICATION—GENERAL 

In absence of drawing required by statute, papers submitted with fee did not constitute 
an application for registration of trade-mark, under 1905 Act, and could not be given a filing 
date. 

Upon re-submission of papers and fee with a drawing, which completes application, after 
effective date of 1946 Act, held applicant is not entitled to a filing date as of time of submission 
of incomplete papers and application for registration under 1905 Act can no longer be accepted 
due to repeal of 1905 Act. 


Petition to Commissioner of Patents. 
Application for registration of trade-mark by Trans-Meter Corporation. Appli- 
cant’s petition that filing date be set prior to effective date of 1946 Act denied. 


Lippincott & Moore, Washington, D. C., for applicant. 


DANIELS, A. C.: 


On June 18, 1947, petitioner presented a petition, declaration, specimens, and 
filing fee, for the registration of a trade-mark under the Trade-Mark Act of 1905. 
No drawing was presented, and the applicant was advised in due course that the 
application could not be given a filing date or placed among the applications for 
examination because it lacked the drawing. During the interval, the repeal of the 
Trade-Mark Act of February 20, 1905, under which the application was intended 
to be filed, had become effective. Thereafter, applicant represented the papers 
together with a drawing, and now petitions that the application be given a filing 
date as of June 18, 1947, with the apparent intention of prosecuting the application 
under the Act of 1905. 

The requirement that a drawing be filed with the balance of the papers to con- 
stitute an application under the Trade-Mark Act of 1905 is statutory (Section 1 
of the Trade-Mark Act of 1905, U. S. C., title 15, Section 81). In the absence of 
the drawing required by statute, no filing date could be given to the papers filed, 
and as such they did not constitute an application under that Act. Accepting all of 
of the facts stated to show that it was impossible to file a drawing at that time there 
is no authority for according it that filing date. 

Since the Trade-Mark Act of 1905 was repealed effective July 5, 1947, the later 
presentation of an application for registration of a trade-mark under that Act can- 
not be accepted. 

The petition is denied. 
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NION CORPORATION v. PHYSICIANS & HOSPITALS SUPPLY 
CO., INC. 


Commissioner of Patents—March 1, 1948 





OPpposITIONS—PLEADING AND PRACTICE—EFFECT OF WITHDRAWAL AND CONSENT 
Examiner’s decision sustaining notice of opposition cannot be reversed by consent and 
“withdrawal” of notice of opposition. 
TRADE-MARKS—CONFUSING SIMILARITY—EFFECT OF CONSENT 
Consent of prior registrant and withdrawal of notice of opposition would not result in 
granting of registration to applicant, where the marks were regarded as confusingly similar, 
under 1905 Act. 
In determining the question of confusing similarity, however, it is proper that such action 
by opposer be given some weight. 
TRADE-MARKS—MaArKS Not CONFUSINGLY SIMILAR—PARTICULAR INSTANCES 
“Hematovals” held not confusingly similar to “Hemonutron,” used on similar goods, 
under 1905 Act. 






















Appeal from Examiner of Interferences. 

Trade-mark opposition by Nion Corporation against Physicians & Hospitals 
Supply Co., Inc. Applicant appeals from decision sustaining notice of opposition. 
Reversed. 






Jackson, Webster & Read, San Francisco, Calif., for opposer. 
William L. Prosser and Henry Halladay, of Minneapolis, Minn., for applicant. 


DANIELS, A. C.: 





This is an appeal by applicant from the decision of the Examiner of Trade-Mark 
Interferences sustaining the opposition to an application to register a trade-mark 
under the Trade-Mark Act of 1905. The mark sought to be registered consists of 
the notation ‘““Hematovals” for a “‘medical preparation, namely, capsules -of liver, 
iron and vitamin B-complex for treatment of nutritional and secondary anemias.” 
Opposition under the confusion in trade clause of Section 5 of the Trade-Mark 
Act of 1905 was based upon opposer’s prior use of the trade-mark ‘“Hemonutron”’ 
for an “iron and B complex combination.” Opposer is the owner of a registration 
of this mark under the Trade-Mark Act of 1905 for the products stated antedating 
any use claimed by applicant. There is therefore no question as to priority or 
similarity of goods. The only question is whether or not the marks are confusingly 
similar within the meaning of Section 5 of the Trade-Mark Act of 1905. 

Prior to the hearing on this appeal applicant filed a motion that the order and 
judgment of the Examiner of Interferences in this opposition be reversed and 
“judgment be entered” in favor of applicant and its trade-mark be determined to 
be registrable, based upon an affidavit and a “withdrawal” notice submitted by 
opposer. This motion must be denied. The matter having been decided by the 
Examiner of Interferences cannot be reversed by consent, and in any event regis- 
tration would not be granted by the Patent Office over the prior registration pro- 
vided the two marks are regarded as confusingly similar. Schering & Glatz, Inc. v. 
Sharp & Dohme, Incorporated, 32 C. C. P. A. 827, 146 F. (2d) 1019 [35 T.-M. 
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R. 46] ; In re Laskin Brothers, Inc., 32 C. C. P. A. 820, 146 F. (2d) 308 [35 T.-M. 
R. 51]; and Fruit Industries, Ltd. v. Ph. Schneider Brewing Co., 518 O. G. 783, 
46 USPO 487 [30 T.-M. R. 684]. 

Since, however, the attempted withdrawal of the opposition is considered to 
be in good faith and the reasons therefor seem to have a real basis it is believed 
proper to give this action of the opposer some weight in determining the question 


of confusing similarity. 

The decision of the Examiner of Interferences indicates that the prefixes “Hema” 
and ‘“‘Hemo,” respectively, contained in the marks are combining forms from the 
Greek word “blood” which constitutes root words of a large number of medical 
terms. The balance of the marks do not appear to be similar either in appearance, 
sound or meaning. Taken in their entireties they do not appear to resemble each 
other as closely as did those involved in Schering & Glatz, Inc. v. Sharp & Dohme, 
Incorporated, supra, but rather to resemble those involved in Miles Laboratories, 
dnc. v. Foley & Co., 32 C. C. P. A. 714, 144 F. (2d) 888 [34 T.-M. R. 335]. See 
also S. R. Foil Co. v. John E. Robbins, 220 F. 650, and Kelvinator Corporation v. 
Norge Corporation, 25 C. C. P. A. 857, 94 F. (2d) 384 [28 T.-M. R. 135], and 
similar cases. Taken in their entireties, it is not believed that the marks are so 
similar that their concurrent use on goods of the same descriptive properties will 
be likely to cause confusion or mistake in the mind of the public. 

The decision of the Examiner of Interferences is reversed. 


THE CROWN OVERALL MFG. CO. v. DESMOND’S 
Commissioner of Patents—March 2, 1948 


TrRADE-MARKS—Goops OF THE SAME DESCRIPTIVE PROPERTIES—PARTICULAR INSTANCES 
Military caps held goods of the same descriptive properties as various articles of men’s 
clothing including overalls, union suit, working garments and work caps. 
TRADE-MARKS—Worps INCAPABLE OF EXCLUSIVE APPROPRIATION—DESCRIPTIVENESS 
“Crown,” as used in applicant’s mark, “Flexi-Crown,” held merely descriptive of caps. 
A word may be suggestive or “purely fanciful and arbitrary” as applied to one article, 
while being “merely descriptive” as applied to another. 
TrRADE-MARKS—Marks Not CONCLUSIVELY SIMILAR—PARTICULAR INSTANCES 
“Flexi-Crown” held not confusingly similar to “Crown Adjust-Alls” or “Crown,” used 
on similar goods, under 1905 Act. 


Appeal from Examiner of Interferences. 
Trade-mark opposition by The Crown Overall Mfg. Co. against Desmond’s. 
Opposer appeals from dismissal of notice of opposition. Affirmed. 


Zugelter & Zugelter, Cincinnati, Ohio, for opposer. 
Mida, Richards & Murray, Chicago, IIl., for applicant. 


DANIELS, A. C.: 


This is an opposition to the registration under the Trade-Mark Act of 1905 of 
the notation “Flexi-Crown” as a trade-mark for “military caps” based on the con- 
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fusion in trade clause of Section 5 of that Act. The notice of opposition alleged 
ownership and prior use of “Crown” as a trade-mark for various articles of men’s 
clothing and sets up ownership of two trade-marks registered under the Act of 
1905, namely, registration No. 199,341, registered June 9, 1925, for “overalls, 
union-suit working garments for boys, young men, and men,” comprising the 
words “Crown Adjust-Alls,” and No. 128,351, registered January 6, 1920, for 
“overalls,” comprising a picture of a crown and the word “Crown.” Both regis- 
trations have been renewed. Applicant counterclaimed for cancellation of these 
registrations. 

Neither party took testimony, but stipulated facts were filed on behalf of both 
parties. The Examiner of Interferences dismissed the notice of opposition, holding 
that “Crown” as applied to applicant’s products is descriptive, indicating the top 
portion of the hat ; that the mark seems to be dominated by the initial word “Flexi” ; 
that as applied to applicant’s products “Crown”’ has little or no trade-mark signifi- 
cance; and that there is no reasonable likelihood that concurrent use of the marks 
will result in confusion in trade. The counterclaim for cancellation of opposer’s 
registration was also dismissed. Opposer appeals from this decision. 

Since applicant did not appeal from the decision dismissing the counterclaim 
for cancellation, this phase of the matter need not be considered. 

Under the stipulated facts as well as by reason of the ownership of the prior 
registrations referred to, there can be no question that opposer has used the marks 
referred to long prior to any use claimed by applicant for its mark. The goods 
shown in the registrations are considered to be of the same descriptive properties, 
and the stipulated facts show use by opposer on other similar products, including 
work caps. It is not understood that on this appeal applicant questions the simi- 
larity of the goods, which must be held to be of the same descriptive properties. 
Sexton Mfg. Co. v. Goodall Worsted Co., 17 C. C. P. A. 1196, 40 F. (2d) 1017, and 
Rogers Peet Co. v. B. F. Goodrich Co., 31 C. C. P. A. 1191, 143 F. (2d) 880. 

The only question for decision is therefore, whether the marks are confusingly 
similar within the meaning of the Act. Opposer concedes that “Crown” is a com- 
mon term for a part of a hat, and that it may be and has been for many years used 
in advertising by applicant and others in its descriptive sense, as for example, 
“medium crown” and “low crown,” but contends that, as shown in applicant’s mark, 
it is used “in a trade-mark sense and constitutes an appropriation of opposer’s mark. 
To argue that it is used descriptively in no sense questions the validity of opposer’s 
marks, which are well established and have been used for many years, since a word 
may be suggestive or “purely fanciful and arbitrary” as applied to one article while 
being “merely descriptive” as applied to another. Celanese Corporation of America 
v. E. I. du Pont de Nemours & Company, 33 C. C. P. A. 948, 154 F. (2d) 146 
[36 T.-M. R. 130, 133]. 

The Examiner of Interferences has held that purchasers would regard “Crown” 
as used in applicant’s mark as merely descriptive, and “rely on the word ‘Flexi’... . 
as indicating origin.” The significance of the mark of applicant, considered in its 
entirety, appears from the facts presented to suggest a pliable or soft-crowned mili- 
tary cap, and the Examiner of Interferences appears to have been correct in holding 
that there was little, if any, likelihood of confusion from the contemporaneous use 
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of these marks. Opposer cites a number of cases as indicating that inclusion of a 
mark with other words does not permit registration over a known or registered 
mark. This is fundamental, but in the cases cited the word referred to was not used 
in a merely descriptive sense, nor taken in their entirety, did they differ as in this case. 

Upon the record presented, it is not believed that the marks are so similar 
that their contemporaneous use would be likely to cause confusion or mistake in 
the minds of purchasers. 

The decision of the Examiner of Interferences is affirmed. 


UNITED REXALL DRUG COMPANY v. REXON, INC. 
Commissioner of Patents—March 2, 1948 


OpposITIONS—EVIDENCE—PROOF OF TITLE 

When notice of opposition failed to allege assignment from original registrant to opposer 
and applicant denied opposer’s allegations of ownership, title report from assignment divi- 
sion held incompetent to prove ownership of registration under 1905 Act. 

TRADE-M ARKS—REGISTRABILITY—GENERAL 

Patent Office has not only right but also the duty to determine ex parte whether or 
not applicant’s mark is entitled to registration. 

Registration must be refused ex parte, where applicant’s mark is confusingly similar to 
opposer’s previously registered mark, used on similar goods, though opposer failed to estab- 
lish its title to the subsisting and uncancelled registration. 

TRADE-MARKS—CONFUSING SIMILARITY—PARTICULAR INSTANCES 
“Rexor” held confusingly similar to “Rexall,” used on similar goods, under 1905 Act. 
TRADE-M ARKS—Goops OF THE SAME DESCRIPTIVE PROPERTIES—PARTICULAR INSTANCES 

Pyrophoric lighters for cigarettes, cigars and pipes, held goods of the same descriptive 

properties as cigar and cigarette holders, pipes, pipe cleaners, tobacco boxes, bags and pouches. 


Appeal from Examiner of Interferences. 

Trade-mark opposition by United Rexall Drug Company against Rexon, Inc. 
Opposer appeals from dismissal of opposition and allowance of registration. Affirmed 
as to dismissal of opposition; reversed as to allowance of registration. 


iBenjamin H. Dorman and Roland F. Hallett, of Boston, Mass., and Richard A. 
Maher, Washington, D. C., for opposer. 
Albert Levine, New York, N. Y., for applicant. 


DANIELS, A. C.: 


This is an appeal from the decision of the Examiner of Interferences dismissing 
opposer’s opposition to an application to register a trade-mark under the Trade- 
Mark Act of 1905. The mark sought to be registered comprises the word “Rexor’”’ 
for “pyrophoric lighters for cigarettes, cigars and pipes.” 

Opposer bases its opposition on the confusion in trade-clause of Section 5 of 
the Trade-Mark Act of 1905 and alleges prior use of the word “Rexal,” relying 
on a prior registration of that word under the 1905 Act, for “cigars and cigarette 
holders, pipes, pipe-cleaners, tobacco boxes, bags, and pouches,” which were identi- 
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fied in the prior registration as being in Class 8, smokers’ articles, not including 
tobacco products. 

The notice of opposition alleges that opposer is a Delaware Corporation and 
that registration of its trade-mark No. 103,602 issued to opposer “. . . . under its 
former name, . . . which was thereafter changed to its present name, . . . by amend- 
ment to its certificate of incorporation on May 1, 1945, and certified copy of which 
has been filed with the United States Patent Office.” The allegations as to title were 
denied. 

No testimony was taken by either party, opposer relying on the aforementioned 
registration. For proof of its title opposer refers to a title report of the assignment 
division of the Patent Office which was made of record and contains a statement 
that title to registration No. 103,602 “appears from the assignment records to be 
vested in United-Rexall Drug Company, a corp. of Del.” There appears to be 
some question whether or not even this “title report’”’ was made of record in com- 
pliance with Rule 154 (e) of the Rules of Practice of the United States Patent 
Office. But whether or not properly of record under that rule the report is not 
adequate proof of opposer’s title to the registration in question. It is not only 
incompetent in view of applicant’s denials of the allegations of the notice of 
opposition as to ownership, Rosengart v. Ostrex Co., 30 C. C. P. A. 1046, 136 F. 
2d 249; The Snapout Forms Company v. Allen-Rand Co., Incorporated, 585, 
O. G. 651, 69 USPQ 20; Dowling et al. v. Jones, 67 F. (2d) 537, 19 USPQ 277, 
but there is not even any allegation in the notice of opposition as to assignment 
from the New Jersey Corporation (which was the original registrant) to the present 
opposer, a Delaware Corporation. The Examiner of Interferences was clearly 
correct in holding that there was no proof of ownership and in dismissing the notice 
of opposition on that ground. 

The registration of “Rexall’’ as a trade-mark for tobacco products under the 
Trade-Mark Act of 1905 was not considered by the Examiner of Trade-Marks in 
the prosecution of the application involved in this proceeding, probably because of 
a different classification of the goods. Even though the opposition has been dis- 
missed in view of opposer’s failure to prove title to the registration on which it 
relied, this prior registration, which was renewed, has now been called to the atten- 
tion of the Patent Office. It is a subsisting, uncancelled registration, and it is not 
only the right but the duty of the Patent Office to determine ex parte and without 
reference to the issues raised by the notice of opposition whether or not the mark 
submitted by applicant is entitled to registration. Schering & Glatz, Inc. v. Sharp 
& Dohme, Incorporated, 32 C. C. P. A. 827, 146 F. (2d) 1019 [35 T.-M. R. 46] ; 
Revere Paint Co. v. 20th Century Chemical Company, 32 C. C. P. A. 1096, 150 F. 
(2d) 135 [35 T.-M. R. 143]; Jacob Englander v. Continental Distilling Corpora- 
tion, 25 C. C. P. A. 1022, 95 F. (2d) 320; Island Road Bottling Company v. 
Drink-Mor Beverage Company, 31 C. C. P. A. 816, 140 F. (2d) 331 [34 T.-M. R. 
109]. (See also decision in the same case reported in 30 C. C. P. A. 708, 132 F. 
(2d) 129.) 

Considering the mark on this basis, “Rexor” and “Rexall” appear confusingly 
similar within the meaning of Section 5 of the Trade-Mark Act of 1905. McKesson 
& Robbins, Incorporated v. First Texas Chemical Manufacturing Co., 34 C.C. P. A. 
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877, 159 F. (2d) 770 [37 T.-M. R. 160] ; Celanese Corporation of America v. E. I. 
du Pont de Nemours & Company., 33 C. C. P. A. 857, 154 F. (2d) 143 [36 T.-M. R. 
130, 133]. Tobacco products and cigar and cigarette lighters appear to be goods of 
the same descriptive properties, both being ordinary smokers’ articles and it being a 
matter of common knowledge that they are frequently sold in the same establishments 
to the same class of customers. They are considered to be as similar, or more similar, 
than some of the goods held to be of the same descriptive properties in Elgin 
American Manufacturing Co. v. Elizabeth Arden, Inc., 23 C. C. P. A. 1153, 83 F. 
(2d) 681 [26 T.-M. R. 416]; W. B. Roddenbery Co. v. Rose Kalich, 34 C. C. 
P, A. 745, 158 F. (2d) 289 [37 T.-M. R. 73]; McKesson & Robbins, Inc. v. 
First Texas Chemical Manufacturing Co., supra. Since the mark which applicant 
seeks to register so nearly resembles the registered mark and is applied to mer- 
chandise of the same descriptive properties as to be likely to cause confusion or mis- 
take in the mind of the public or to deceive purchasers in accordance with Section 5 
of the Trade-Mark Act of 1905, registration must be refused ex parte. 

The decision of the Examiner of Interferences dismissing the notice of opposi- 
tion is affirmed; the decision of the Examiner of Interferences adjudging that 
applicant is entitled to the registration for which it has made application is reversed, 
and it is adjudged ex parte that applicant is not entitled to the registration for which 
it has made application. 


McKESSON & ROBBINS, INCORPORATED v. A. G. SPALDING & 
BROS., INC. 


Commissioner of Patents—March 4, 1948 


OPpPosITIONS—PLEADING AND PRACTICE—GENERAL 
Looking to the substance of the motion rather than the title, held that motion for sum- 
mary judgment should be construed as motion to dismiss; and applicant held to have acqui- 
esced in the Examiner’s interpretation of the motion by not objecting thereto and by filing 
brief in response to it. 
TRADE-MARKS—Goops OF DIFFERENT DESCRIPTIVE PROPERTIES—PARTICULAR INSTANCES 
Golf clubs held goods of different descriptive properties from capsules or liquid contain- 
ing vitamins, pentothenic acid and nicotinic acid. 
TRADE-MAarKS—Goops OF THE SAME DESCRIPTIVE PROPERTIES—GENERAL 
Only the goods described in the application and in opposer’s registration are involved 
in Opposition; opposer’s contention that applicant may extend use of mark to goods which 
opposer alleges would lead to confusion, held manifestly untenable. 


Appeal from Examiner of Interferences. 
Trade-mark opposition by McKesson & Robbins, Incorporated, against A. G. 
Spalding & Bros., Inc. Opposer appeals from dismissal of opposition. Affirmed. 


Samuel Herrick, Washington, D. C., for opposer. 
Arthur A. March and Johnson & Kline, of Bridgeport, Conn., for applicant. 


Murpny, A. C.: 


McKesson & Robbins, Incorporated, appeals from the decision of the Examiner 
of Trade-Mark Interferences dismissing, on motion, its opposition to the applica- 
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tion of A. G. Spalding & Bros., Inc., for registration of the trade-mark “Dyna- 
Matched” for use upon golf clubs, and further adjudging the applicant entitled to 
the registration sought. In the application for registration the word “Matched” 
has been disclaimed apart from the mark. 

As its ground of opposition McKesson & Robbins, Incorporated, urges that the 
proposed registration is barred by reason of the prior registration to opposer of 
the mark “Dyna-Caps” for capsules or liquid containing a plurality of vitamins 
A, B;, Be, C, D, Bg, G, pentothenic acid, and nicotinic acid. 

On motion filed by applicant, entitled Motion for Summary Judgment which 
the Examiner construed as a Motion to Dismiss, the opposition was dismissed on 
the ground that the goods of the parties are patently goods of different descriptive 
properties and it was further stated that “under such circumstances the registration 
sought cannot cause damage to the opposer within the meaning of the statute 
regardless of the similarities in the respective marks,” citing Coty, Inc. v. Joseph 
Dixon Crucible Co., 26 C. C. P. A. (Patents) 933, 102 F. (2d) 209, 505 O. G. 760 
[29 T.-M. R. 227]. 

The opposer contends here that the Examiner erred in construing applicant’s 
motion entitled “Motion for Summary Judgment” as a “Motion to Dismiss” and 
in dismissing the opposition on the ground that the goods of the parties possess 
different descriptive properties. Both of these contentions are deemed without 
merit. The Examiner was clearly right in looking to the substance of the motion 
rather than the title in construing it. Moreover, the opposer is deemed to have 
acquiesced in the Examiner’s interpretation of the motion in not interposing objec- 
tion thereto before the Examiner, and by filing a brief in response thereto. 

In urging that registration to the applicant be refused, the opposer is not under- 
stood here to contend that golf clubs possess the same descriptive properties as 
capsules or liquid containing vitamins, the goods described in the registration 
relied upon by the opposer. But rather, opposer argues that applicant, after regis- 
tration, may seek to extend its mark to golf balls since golf clubs are of necessity 
used with golf balls. Opposer proceeds to argue that since it is well known that 
some types of golf balls have acid cores or centers and opposer’s capsule products 
contain two acids, if a mark confusingly similar to opposer’s were used on applicant’s 
capsules, “there would be such similarity of the goods as would lead to confusion 
of origin.” This contention is manifestly untenable. The only goods that are 
involved in this proceeding and which require consideration are those described in 
the applicant’s application and the opposer’s registration, and these, as correctly 
held by the Examiner, clearly possess different descriptive properties. 

I, therefore, fully agree with the conclusions reached by the Examiner of Inter- 
ferences in his decision, and the decision granting the motion, dismissing the opposi- 
tion and adjudging the applicant entitled to the registration sought, is hereby affirmed. 
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THE KROGER GROCERY & BAKING COMPANY v. COUNTRY 
GARDENS, INC. 


Commissioner of Patents—March 12, 1948 


TRADE-MARKS—CONFUSING SIMILARITY—PARTICULAR INSTANCES 
“Country Garden” held confusingly similar to “Country Club,” used on similar goods, 
under 1905 Act. 
TRADE-Mark Act oF 1946—APpPLICABILITY TO PENDING APPEALS—SECTION 19 
Section 19 of new Act considered because 1946 Act became effective prior to expiration 
of limit of appeal from Examiner’s decision in opposition proceeding filed under 1905 Act; 
and held, on this record, that laches or acquiescence are not shown and there is nothing to 
indicate that further testimony proposed to be introduced by applicant would prove laches 
or acquiescence analogous to that in cases where courts have refused injunctions, in equity 
suits for trade-mark infringement. 
OPpposITIONS—DEFENSES OF LACHES AND ACQUIESCENCE—GENERAL 
“Equitable principle” of laches or acquiescence, even if established against opposer, could 
not overcome statutory prohibition of 1905 Act and confer upon applicant right to register 
mark confusingly similar to previously registered mark. 
Once it is decided that applicant’s mark is confusingly similar to a registered mark of 
record, Patent Office has duty to refuse registration without reference to the issue of the 
opposition. 


Appeal from Examiner of Interferences. 

Trade-mark opposition by The Kroger Grocery & Baking Company against 
Country Gardens, Inc. Applicant appeals from decision sustaining notice of 
opposition. Affirmed. 


Wood, Arey, Herron & Evans, Cincinnati, Ohio, for opposer. 
Elwin A. Andrus, Milwaukee, Wis., for applicant. 


DANIELS, A. C.: 


The application of Country Gardens, Inc., for registration of the word “Country 
Garden” as a trade-mark for “canned vegetables” under the Trade-Mark Act of 
February 20, 1905, was opposed by The Kroger Grocery & Baking Company. The 
opposition proceeding was instituted by opposer pursuant to Section 6 of the Trade- 
Mark Act of February 20, 1905, as amended, and relates to the “confusion in trade” 
clause of Section 5 of said Act, as the statutory ground for denying right of regis- 
tration to applicant. Opposer alleges prior use and ownership of “Country Club” 
as a trade-mark for canned food, including canned vegetables. Opposer took no 
testimony, but relied upon three registrations of its mark under the Trade-Mark 
Act of 1905, which were granted in 1926 and 1928, and cover a wide variety of 
canned fruits, canned vegetables, canned fish, jellies, cocoa, peanut butter, spices, 
salad dressings and other food products. 

Applicant took testimony, apparently for the purpose of showing the circum- 
stance of its adoption and use of the mark and to sustain the defense of laches, which 
was set up in the answer to the notice of opposition. The Examiner of Trade- 
Mark Interferences sustained the notice of opposition holding that the marks were 
confusingly similar within the meaning of Section 5 of the Trade-Mark Act of 1905. 
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In this decision dated June 20, 1947, it was held that while the defense of laches had 
heretofore been unavailable in an opposition proceeding it “. . . . is admissible under 
Section 19 of the Act of 1946, which will become effective prior to the expiration 
of the limit of appeal from this decision,” and accordingly passed upon the merits 
of applicant’s claim of laches on the part of opposer. Following such decision a 
: motion to reopen the case for the purpose of taking further testimony on the ques- 
: tion of laches in view of the Trade-Mark Act of 1946 having gone into effect was 
filed by applicant and denied by the Examiner of Interferences. 

The application for registration recites ownership by applicant of a prior regis- 
tration of this same mark, under the Trade-Mark Act of 1905, on June 19, 1934, 
registration No. 314,223, for canned peas, and both the instant application and the 
prior registration claimed use of the mark since November 14, 1933. The appli- 
cant’s earlier registration is of record. 

No question is raised on this appeal as to opposer’s use of its mark prior to 
any use of the mark sought to be registered claimed by applicant, and there is no 
question but that opposer’s mark is used on the identical goods for which use is 
claimed by applicant as well as others having the same descriptive properties. 

In its brief applicant summarizes the issues on this appeal as follows: 








































The issue therefore raises two questions to be decided upon this appeal 

(1) Whether the mark “Country Garden,” sought to be registered by applicant, is 
confusingly similar to the mark “Country Club,” registered by opposer; and 

(2) Whether opposer’s right to prevent registration by applicant is barred by laches 
in failing to enforce its registrations against applicant and against numerous others in the 
trade, in failing to oppose or seek cancellation of applicant’s earlier registration granted 
in 1934 for applicant’s same mark for substantially the same goods (canned peas, as 
against canned vegetables), and in knowingly permitting applicant’s innocent building up 
of a substantial business under the mark without objection thereto. 

As a subordinate question, the examiner’s refusal to permit reopening of the case for 
the purpose of taking testimony on the laches question in view of the Trade-Mark Act 
of 1946, is also in issue. 





In deciding that “Country Club” and “Country Garden” were confusingly 
similar within the meaning of the Act, the Examiner of Interferences quoted from 
the decision of the United States Court of Customs and Patent Appeals in Kroger 
Grocery & Baking Co. v. Blue Earth Canning Co., 24 C. C. P. A. 1098, 88 F. 2d 
725 [27 T.-M. R. 250]. In that case the court found that “Country Club” and 
“Country Kist” were confusingly similar, holding that while the significance of 
the two marks, taken as a whole, was different, that in sound and appearance they 
were confusingly similar. The Examiner of Interferences, in referring to that case, 
found that “the mark ‘Country Garden’ of the applicant herein perhaps is not quite 
as closely similar to that of the opposer as the one involved in the case just cited,” 
but that any distinction which could be made, “would be insufficient to justify a 
different conclusion on the question of likelihood of confusion in trade than was 
reached by the court.” In addition to being as similar in sound and appearance as 
the marks involved in that case, it would appear that “Country Club” and “Country 
Garden” might have some common significance and that a casual purchaser might 
regard both as referring to rural scenes so that confusion might follow even as to 
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significance. The decision of the Examiner of Interferences as to similarity of 
the marks is regarded as correct, and is in accordance with the decision of the 
United States Court of Customs and Patent Appeals in the Kroger Grocery & Bak- 
ing Co. Vv. Blue Earth Canning Co., supra. 

Applicant in its brief and argument has gone into considerable detail as to the 
facts of record which it contends show laches or acquiescence on the part of opposer 
and urges not only that on the facts pleaded and proved an adequate showing of 
laches has been made but that the Examiner of Interferences should have granted 
its motion to reopen for further proof on this question. This defense was pleaded 
and considered by the Examiner, who found that there was no sufficient showing 
of laches or acquiescence. The opportunity to take further testimony is stated to 
be sought to show that opposer had knowledge of applicant’s use of its mark, and 
that opposer had permitted registrations of similar marks by third parties without 
opposition and had taken no action to cancel them. In support of the defense of 
laches and acquiescence applicant relies on Section 19 of the Trade-Mark Act of 
1946, 15 U. S. C. 1069, which reads as follows: 


In all inter partes proceedings equitable principles of laches, estoppel, and acquiescence, 
where applicable may be considered and applied. The provisions of this section shall also 
govern proceedings heretofore begun in the Patent Office and not finally determined. 
(Emphasis added. ) 


Before considering whether or not the facts, both proven and proposed to be 
proven by applicant, are or could amount to laches or acquiescence on the part of 
opposer in accordance with established equitable principles, it should be deter- 
mined whether or not such an equitable principle is applicable in this case. There 
is no question but that Section 19 may be considered since it is specifically provided 
that this section shall govern proceedings in pending cases. Upon this record, 
however, applicant has requested registration of a mark which has been held to be 
confusingly similar to a prior registration of record. Section 5 of the Trade-Mark 
Act of 1905 provides that trade-marks “. .. . which so nearly resemble a registered 
or known trade-mark owned and in use by another and appropriated to merchandise 
of the same descriptive properties as to be likely to cause confusion or mistake in 
the mind of the public or to deceive purchasers shall not be registered.”” There is, 
therefore, a statutory bar to the registration of applicant’s mark under the Trade- 
Mark Act of 1905 and it is not perceived how any “equitable principle” of laches 
or acquiescence could overcome this prohibition or confer upon applicant a right to 
registration which it does not possess. It is unnecessary to attempt to determine 
under what conditions such equitable principles might be applicable in inter partes 
proceedings. But upon the facts of record in this opposition proceeding, it is 
believed that such equitable principles cannot be applicable, and that even if laches 
or acquiescence on the part of opposer were shown, this would not permit registra- 
tion of applicant’s mark. No cases with reference to Section 19 as applied to an 
opposition proceeding in which this situation exists have been called to my attention, 
and so far as is known, none have been decided. In a case which was remanded 
for further proceedings under Section 19 of the Trade-Mark Act of 1946 (Willson 
v. Graphol Products Co. (C. C. P. A.), 76 USPQ 312) the matter involved was a 
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cancellation proceeding rather than an opposition and appears to have involved 
different questions of law and fact. In view of the statutory bar, however, it is not 
believed that this is a case to which “equitable principles” can be applied. 

While not based on any equitable principle of laches or acquiescence, the follow- 
ing statement of the Court of Customs and Patent Appeals in Skelly Oil Co. v. 
Powerine Co., 24 C. C. P. A. 790, 86 F. 2d 752 [27 T.-M. R. 78], seems applicable. 


Regardless of any consideration of descriptiveness of the registered mark, we are 
sure that Congress never intended for a mark to be registered and thus give prima facie 
assurance of its validity, if it was so similar to the mark of another, used upon goods of 
the same descriptive properties, as to confuse and mislead the public as to the origin of 
the goods. In equity, the parties ofttimes get themselves into such a position that there 
is no way to prevent resulting confusion from the concurrent use of similar marks. Appli- 
cant’s contention amounts to arguing that since the registrations in the Patent Office show 
that there is already confusion, it should be permitted to further confuse the public. 


Once it is decided that the mark of applicant is confusingly similar to the regis- 
tered mark of record within the meaning of the Act—and in the event that they are 
not so similar, no question of application of equitable principle would be involved— 
applicant’s registration is barred and no application of an equitable principle between 
the parties will create a right to its registration. I therefore agree with the Examiner 
of Interferences that the defense of laches and acquiescence set up in the answer are 
not sustained and that no useful purpose would be served in remanding the case 
for further testimony in support of defense which is not in any event applicable. 

In view of the foregoing it is unnecessary to pass upon whether or not the facts 
presented or proposed to be presented on the motion to reopen would constitute 
laches or acquiescence. In the event, however, that further proceedings in this 
case might make decision on that question pertinent, it seems sufficient to note that 
I agree with the Examiner of Interferences that on this record there appears to be 
no sufficient showing of laches or acquiescence and that there is nothing to indicate 
that the further testimony applicant proposes to introduce would amount to laches 
or acquiescence of a character which would be analogous to that which has been 
found in the cases in which the courts have refused to issue an injunction in an 
equitable action for trade-mark infringement. See Menendez et al. v. Holt et al., 
128 U. S. 514, 1889 C. D. 344, and Anheuser-Busch, Inc. v. Du Bois Brewing Co., 
75 USPQ 6; Stork Restaurant, Inc. v. Sahati et al., 76 USPQ 374, and cases there 
cited. Also, for the same purpose it is noted that, if it had been found that opposer 
was guilty of laches to such an extent that it could not sustain an opposition, it 
would be not only the right but the duty of the office to refuse registration of appli- 
cant’s mark without reference to the issue of the opposition so long as opposer’s 
registered mark is of record. Schering & Glatz, Inc. v. Sharp & Dohme, Incor- 
porated, 32 C. C. P. A. 827, 146 F. 2d 1019 [35 T.-M. R. 46] ; Englander v. Con- 
tinental Distilling Corporation, 25 C. C. P. A. 1022, 95 F. 2d 320 [28 T.-M. R. 265]. 
The decision of the Examiner of Interferences is affirmed. 
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ESQUIRE, INC. v. KNOMARK MANUFACTURING COMPANY 


Commissioner of Patents—March 12, 1948 


TRADE-MarKS—Goops O£ DIFFERENT DESCRIPTIVE PROPERTIES—PARTICULAR INSTANCES 

Magazine, playing cards, calendars, pocket secretaries and phonograph records held goods 
of different descriptive properties from shoe polish. 

CANCELLATION—PETITIONER’S Use oF MARK—GENERAL 

Petitioner must have made some use of mark on similar goods to sustain position that 
use by registrant was not bona fide and exclusive, as required by 1920 Act. 

Whatever rights petitioner might or might not have in equity suit for unfair competi- 
tion, there is nothing of record to enlarge petitioner’s proprietary rights so as to exclude 
others from registering marks for goods beyond the fields covered by petitioner’s goods. 

CANCELLATION—SCOPE OF PETITIONER’S RIGHTS—GENERAL 

From standpoint of rights to cancel registrations of others, magazine treated like any 
other merchandise. 

Petitioner held not entitled to general preclusion of registration of mark by others, who 
qualify under the trade-mark acts, in fields of activities covered by magazine on which 
petitioner uses “Esquire.” 


Appeal from Examiner of Interferences. 
Trade-mark cancellation proceeding by Esquire, Inc., against Knomark Manu- 
facturing Company. Petitioner appeals from dismissal of petition for cancellation. 


Affirmed. 


Chritton, Schroeder, Merriam & Hofgren, Chicago, Ill., for petitioner. 
Louis Barnett, New York, N. Y., for registrant. 


DANIELS, A. C.: 


This is an appeal from the decision of the Examiner of Trade-Mark Interferences 
dismissing the petition to cancel a trade-mark registration, registered under the 
Trade-Mark Act of March 19, 1920, on motion on the ground that the petition 
failed to state grounds upon which relief could be granted. 

The registration sought to be cancelled, No. 409,211, discloses as its most con- 
spicuous feature the word “Esquire” combined with other words and features as 
to which no objection is interposed. The mark is applied to a “dressing, cleanser 
and polisher for shoes, boots, leather goods and trimmings of other articles such 
as belts, bags and the like.” It was registered under the Trade-Mark Act of March 
19, 1920, after refusal of registration under the Act of February 20, 1905, upon 
opposition by petitioner under the name clause of Section 5 of the Trade-Mark 
Act of 1905. Esquire, Inc. v. Knomark Mfg. Company, Inc., 556 O. G. 737, 59 
USPQ 100 (petition for reconsideration, 556 O. G. 737, 59 USPQ 277). Use is 
claimed since August, 1941. 

The petition originally filed under Section 2 of the Trade-Mark Act of 1920, 
was dismissed by the Examiner of Interferences, petitioner thereupon amending 
the petition to expand its allegations and recast the grounds for cancellation. It is 
from the dismissal of the amended petition that petitioner appeals. 

Both the petition for cancellation and the briefs in opposition to the motion to 
dismiss, while carefully and thoroughly prepared, are so voluminous that it is diffi- 
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cult to summarize the grounds upon which petitioner contends that the registration 
should be cancelled without going to unreasonable lengths or to set out the grounds 
of appeal upon which petitioner relies. They include, however, the grounds (1) 
that the respondent, prior to the application for registration lacked bona fide use of 
the mark sought to be cancelled within the meaning of Section 1(b) of the Act 
because its use involved a violation of petitioner’s prior rights in the word “Esquire” ; 
(2) that respondent has not been entitled to exclusive use of the mark at or since 
the date of the application because of the prior use by others in connection with the 
sale of such goods; and (3) that petitioner for cancellation has used the word 
“Esquire” upon its magazine and also on playing cards, calendars, pocket secretaries 
and phonograph records. Petitioner relies primarily on its use of “Esquire” as a 
name and a trade-mark for a magazine, as negativing applicant’s right to registration. 

As to the articles of merchandise upon which petitioner states it has used the 
mark, namely, its publication, playing cards, calendars, pocket secretaries, and 
phonograph records, these are clearly not goods of the same descriptive properties 
as shoe polish. Petitioner goes further, however, and has alleged and argues, in 
effect, that through its publication it promotes the sale of goods and services relating 
to “grooming” (which it states includes shoe polish) and through its magazine 
and other activities has set out on a specific campaign to establish itself as a leading 
source of authoritative information and advice on the subject of male grooming ; 
that as a result of its publication and other activities, not only at the retail, but at 
the production and wholesale level, referred to at length in the brief and argument, 
the mark has acquired “secondary meaning” and has acquired a “celebrity” and 
come to indicate that merchandise bearing the mark is approved or sponsored by 
petitioner or conforms to its high standard of quality or meets the requirements set 
by it for good grooming. That, as a result of this “secondary meaning” the mark 
serves the function of designating petitioner and its products whenever used in 
connection with goods or services relating to grooming; that such facts would 
justify a court in enjoining registrant from using the word “Esquire” on the basis 
of unfair competition. 

The relation of “secondary meaning” to a mark alleged to be, and which appears, 
and must be assumed, to be arbitrary is not clear. Apparently as used by petitioner 
it is intended to indicate that this arbitrary mark has become so well known that it 
must be regarded as extending to all articles relating to grooming, which are adver- 
tised and featured in opposer’s publications. This would apparently amount to a 
contention that petitioner had general trade-mark rights relating to all articles con- 
nected with “grooming” and all other fields of activity covered by this magazine, 
under which it could prevent others from using such mark, and from obtaining any 
rights in connection therewith. From the record and cases cited this would be indeed 
a broad field, and would appear to cover almost everything which might be pur- 
chased by or for men, and many articles going beyond that sphere. 

In support of this numerous cases are cited, nearly all of which relate to equitable 
actions for unfair competition. The proceeding here involved is statutory. Skelly 
Oil Co. v. Powerine Co., 24 C. C. P. A. 790, 86 F. (2d) 752 [27 T.-M. R. 78] ; and 
B. F. Goodrich Company v. Kenilworth Manufacturing Company, 40 F. 2d 121, 
17 C.C. P. A. 1105 [20 T.-M. R. 256, 271, 272]. Whatever rights petitioner might 
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or might not have in any unfair competition action cannot be considered by this 
office. Nor is it apparent how such rights, at least unless they had been established 
before a court of competent jurisdiction and enforced by injunction or otherwise 
could show that registrant’s use of its mark during the period which must be con- 
sidered was not bona fide. There is no suggestion that registrant did not use the 
mark openly and, so far as this product is concerned, exclusively in the allegations 
of the voluminous petitions of record. Under well-settled rules petitioner must 
have made some use of the mark on goods of similar descriptive properties to sustain 
such a position. Esquire, Inc. v. Crown Rubber Co., 545 O. G. 923, 55 USPQ 
357 ; Servel, Inc. v. Universal Slide Fastener Company, Inc., 551 O. G. 738 (Pet. 
recon. 554 O. G. 539, 58 USPQ 675) ; Meredith Pub. Co. v. O. M. Scott & Sons 
Co., 24 C. C. P. A. 956, 88 F. (2d) 324. 

Since petitioner cannot claim general trade-mark rights applying to all of the 
products which may be referred to in its magazine, its rights must be considered 
only in connection with trade with which it has been associated (Hanover Star 
Milling Co. v. Metcalf, 240 U. S. 403, 1916 C. D. 265; United Drug Co. v. Rectanus 
Co., 248 U. S. 90, 1918 C. D. 369), and the celebrity of its publication does not 
entitle it to general preclusion of the registration of marks by others who qualify 
under the trade-mark acts in connection with other products. No reason is per- 
ceived why publication, even one as well known as petitioner’s must be assumed to 
be in view of the allegations of the petition, should be treated differently than any 
other merchandise, at least from the standpoint of rights to cancel registration of 
others. Philadelphia Inquirer Company v. Coe, 77 App. D. C. 39, 133 F. 2d 385, 
and Crime Confessions, Inc. v. Fawcett Publications, Inc., 31 C. C. P. A. 760, 139 
F. 2d 499 [34 T.-M. R. 42]. I agree with the conclusion of the Examiner of 
Interferences that there is nothing of record to enlarge petitioner’s proprietary 
rights to permit it to exclude others from registration of trade-marks with respect 
to goods beyond the field of trade to which its goods pertain. Coty, Inc. v. Joseph 
Dixon Crucible Co., 26 C. C. P. A. 933, 102 F. 2d 209 [T.-M. R. 227], and 
United Drug Co. v. Rectanus Co., supra. There is nothing alleged as to the charac- 
ter or uses of the products of the parties which would tend to cause the purchasing 
public to attribute a common commercial source thereto, and I agree with the 
Examiner of Interferences that the petition fails to allege facts upon which a petition 
for cancellation could be granted. 

The decision of the Examiner of Interferences is affirmed. 
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OpposITIONS—EVIDENCE—DESCRIPTIVENESS 
Expert testimony of Professor of English as to meaning of a word held not proper test 
for determining question as to descriptiveness, but such testimony taken in conjunction with 
¥ dictionary definitions and uses of the word in publications, as well as the ordinary lay understand- 
ing, is proper as a means of indicating the meaning of the word in everyday use. 
TRADE-MARKS—Worps INCAPABLE OF EXCLUSIVE APPROPRIATION—DESCRIPTIVENESS 
“Lanolin Plus,” the word “Lanolin” being disclaimed, held descriptive of lanolin cos- 
metics. 
OpposITIONS—OPppPosER’s USE OF MARK—PRESUMPTION OF DAMAGE 
Damage to opposer selling lanolin and lanolin cosmetics, must be presumed to result from 
3 registration of descriptive term in connection with such products. 
TRADE-M ARKS—REGISTRABILITY—GENERAL 
When the descriptive nature of the applicant’s mark has been called to the attention of 
the Patent Office, it is under the duty to refuse registration, as an ex parte matter, irrespec- 
tive of the rights of the parties in an oppopsition. 






















Appeal from Examiner of Interferences. 

Trade-mark opposition by Botany Worsted Mills (name changed to Botany 
Mills, Inc.) against Jesse Luther Peacock (Lanolin Plus Cosmetics, Inc., assignee, 
substituted). Applicant appeals from decision sustaining notice of opposition. 
Affirmed. 





Klein, Alexander & Pohl, New York, N. Y., for opposer. 
McKnight & Comstock, Chicago, Ill., for applicant. 


DANIELS, A. C.: 





The Examiner of Trade-Mark Interferences has sustained the opposition to 
the registration of the mark “Lanolin Plus’ disclosed in application Serial No. 
$79,141, for “face cream, hand cream, cleansing cream, facial make-up and shampoo,” 
the word “Lanolin” being disclaimed. Applicant appeals. 

Opposer, who manufactures and sells lanolin and also a comprehensive line 
of cosmetics-which include lanolin as one of their ingredients, bases the opposition 
on the ground that the mark sought to be registered is merely descriptive of the 
goods. The products of applicant and the cosmetics of opposer contain lanolin, as 
a substantial, but not the only ingredient. Opposer has continuously used the word 
“lanolin” both in connection with its sale of that product and of its cosmetics, and 
has used the word lanolin on such products and in extensive advertising of them 
beginning at a date prior to any use claimed by applicant. There is no dispute as to 
the fact that lanolin has been used in cosmetics and the name has been used as 
indicating a desirable ingredient of such products in connection with their sale by 
both these parties and others for many years, and that neither party has any rights 
to the word “lanolin”’ itself. 
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The goods of the parties being the same, the only questions for decision are 
whether or not “Lanolin Plus” is merely descriptive of applicant’s goods and whether 
or not opposer will be damaged by the registration of this mark. To demonstrate 
the descriptiveness of the term “Lanolin Plus” opposer has referred to dictionary 
definitions of the word “plus”; to various uses of the term in articles and publica- 
tions, and has submitted testimony of an expert witness, a professor of speech, as 
to the significance of this word. It is the contention of opposer, which has been 
sustained by the Examiner of Interferences that the adjective “plus” constitutes ‘a 
mere laudatory expression” signifying “lanolin of a superior kind” or “more or 
better” lanolin. In Webster’s New International Dictionary “plus” as an adjective 
is defined as follows: 


1. Indicating addition or requiring to be added; positive (in mode of direction of 
reckoning) ; not negative, as the plus sign (+); a plus quantity or value; 
2. Hence; a colloq. in predicate use, having as an addition or gain; as, he was plus 


a coat. (b) additional; extra .... 
* ok * 


3. Denoting a greater value than usual in the (specified), grade, as, a plus; hence, 
possessing in superior degree the (specified) character as, style plus colloq. ... 


As a preposition it is defined by that dictionary as: 


Increased by; with the addition or increment of; with an addition; .. . 


Opposer’s expert refers to this and to other definitions as bearing out opposer’s 


contention as to the descriptive significance of the term as used in applicant’s mark. 
While it is not believed that the meaning of a term to one as skilled as this professor 
of English and speech is the proper test for determining whether or not a word has 
descriptive significance, it is believed that such testimony together with the pub- 
lished material referred to is proper as a means of indicating the meaning of such 
a term in everyday use. 

Based on the definition quoted and on the references to “personality plus,” “style 
plus,” “seamanship plus,” the references to the use of A plus, B plus, etc., in school 
and other grading systems, and other matter of record as well as upon ordinary lay 
understanding of the word as used in school and elsewhere it is my opinion that 
the significance ascribed to this word by opposer is correct. It is believed that 
the mark as used will be regarded as indicating that the goods contain a superior 
grade of lanolin or are a superior grade of lanolin cosmetics, and that as found by 
the Examiner of Interferences the mark constitutes a mere laudatory expression as 
applied to applicant’s products. Burmel Handkerchief Corporation v. Cluett, Pea- 
body & Co., 29 C. C. P. A. 1024, 127 F. 2d 318 [32 T.-M. R. 306] ; Wabash Appli- 
ance Corp., 513 O. G. 1022, 45 USPQ 42. 

As to applicant’s contention that this term would indicate “lanolin plus other 
things,” since the products involved as shown by the record contain lanolin as a sub- 
stantial ingredient together with perfume and other material, this would still seem 
to be merely a descriptive use of the term, and that it is merely descriptive whether 
its significance relates to quantity or quality. 

Applicant further questions the right of opposer to maintain this opposition 
even if the mark is descriptive, maintaining that no damage to opposer can result 
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from the registration. Since opposer markets both lanolin and lanolin cosmetics, 
it would seem that registration of a descriptive term in connection with such 
products must be presumed to damage opposer. Burmel Handkerchief Corpora- 
tion v. Cluett, Peabody & Co., supra, Martell & Co. v. Societe Anonyme de la 
Benedictine, Distillerie de la Liqueur de l Ancienne Abbaye de Fecamp., 28 C. C. 
P. A. 851, 116, F. 2d 516 [31 T.-M. R. 23], and United Shoe Machinery Corpora- 
ition v. Compo Shoe Machinery Corporation, 19 C. C. P. A. 1009, 56 F. 2d 292 
{22 T.-M. R. 160]. 

It would appear to create an anomalous situation to hold that opposer, after 
calling the descriptive nature of the mark to the attention of the Patent Office in 
order to avoid a registration which would give rise to apparent prima facie rights in 
such a descriptive term, should be held to have no rights in the matter. On the 
basis of the foregoing decisions, I agree with the Examiner of Interferences that 
there is adequate showing of damage to opposer, and that the opposition was 
properly sustained. In the event that future proceedings should make it material, 
however, it is to be noted that even though no damage to opposer were shown it 
would be the duty of the Patent Office, when the descriptive nature of the mark 
has been called to its attention to refuse registration as an ex parte matter, and that 
I agree with the Examiner of Interferences that, irrespective of the rights of the 
parties in the opposition proceeding, the applicant would not be entitled to regis- 
tration of its mark. 

The decision of the Examiner of Interferences is affirmed. 


————————————— 
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WANTED 


Until further notice, we will pay the sum of One Dollar ($1.00) for 
each copy of the Trade-Mark Reporter listed below, delivered in condition 
for binding: 


May and June, 1941 
April and May, 1942 
June, 1943 
May, 1945 
January, 1946 


Until further notice, we will pay the sum of Fifty Cents ($.50) for each 
copy of the Bulletin of the United States Trade-Mark Association listed 
below, delivered in condition for binding: 


January, 1936 
November, 1937 
Index for 1934, 1935, 1936, 1938 and 1939 


Address : 
UNITED STATES TRADE-MARK ASSOCIATION 
522 FirtH AVENUE New York 18, N. Y. 
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